THE 
TRADEMARK REPORTER 


TABLE OF CONTENTS 
a 


Recent Changes in State Trademark igen: Gerrit P. 


Judicial Interpretations of the Uniform State Trademark 
Law, Arthur A. March 


Current Trends in International Trademark Law, DL. A. 
Ellwood 


Report on Italian Trademark Decisions, Attilio Luzzatto 
Notes from Other Nations 
Patent Office 
Book Review 
Common Names for Pest Control Chemicals, K 62 
In Memoriam Professor Dr. Eduard Reimer 
List of Other Trademark Articles 
CASE REPORTS 
Pages 727 to 789 


June, 1957 











THE UNITED STATES TRADEMARK ASSOCIATION 


522 Fifth Avenue, New York 36, N.Y. 


An Organization for the Protection of Trademarks and Trade Names 





OFFICERS OF THE ASSOCIATION 


Epcar S. BAYOL................ President 
L. C, Eunmanpr................ Vice-President eS | ee Vice-President 
Joun L. EstTerwAl............ Vice-President 5 Treasurer 
A eee Vice-President Dorotuy FEv............ Executive Secretar 
RIG FBO cacaitinsnsnsitnensnncenenittsgesssectiiansenstssiniliiaiinnitiuenl Counsel 
WALTER J. DERENBERG............ Chairman of the Editorial Board 





BOARD OF DIRECTORS 


Dames TE. AmO BOE scccnnmnninasnainenienniiinninnmna American Cyanamid Company 
eter BB sasictctrttgrsensercctnsicttnicninintnichasiltiamninaesiigitinl The Coca-Cola Company 
Te Fh FG vccciviininicepinictinntiieniaintaainaaeniminbiadl Union Carbide Corporation 
RITE, TIO octtesecisssshisscncnsnctlthscokcdvonscelepeessteisiemesussnebtenuctduabancaiaia The Texas Company 
SEE TD centitcceeneninennmniteia American Home Products Corp. 
ie ie IIE ‘sncisasnsiabdiicnstitnemaniileincinigtineneingibaliabetiiintin Esso Standard Oil Company 
I Te FINNS ectencecsninnniemenstinaiicesnsiietainimniiiinonipanliiinia National Biscuit Company 
Bs ie IE ccinstestsitinsasneicsennschsinnannensnnittnntaiingtiinny McKesson § Robbins Incorporated 
ae nT See a. Philco Corporation 
SEE Tit, BPUIIEE. sechstercarwitanscanttinnentssttiiegsianiattaieaiiiadageiiaaaiaae The Kendall Company 
eR Ere ee eee The Chattanooga Medicine Company 
CO OO SS — ee California Texas Oil Company Limited 
EE Tis IIIT, hs osbcioceitiistnnsrvnsintiichersientrssaieiaeiibintaittitiignsidiiiaiimaiiiaail The Upjohn Company 
ES Bis DI shirtictvimerrcpitininbiedniasiayenniiiianieinia General Mills, Inc. 
FR FREER A CS ee SMES Ee Corning Glass Works 
I. Tes CID ccigericciecterninninisiiiintiininmennibinnginemaend Johnson & Johnson 
GID Tila TI dhictetnencthtpencrsteiintnniencannimaiiiidie’ Hoffmann-La Roche Inc. 
INS FT, TD secitsetetintinsietiecrsccenensinteatpienticinitonaeiall Munn, Liddy, Daniels & March 
a RR aS Joseph E. Seagram § Sons, Inc. 
le MITE chtatinnsininencnnpinmidieabichivimassbmementill The Timken Roller Bearing Company 
Te IED sinctinhtidesseniunnsticmmesiadiieniieapihinatanhesniatialestininsmell General Electric Company 
EE SEUINED casnstehcninininitinsinininscneceniepitasinionenatnaitini The Procter & Gamble Company 
EE TI cctiasintnsshtetsinaniiesiasctasinnienciteinngnniiidiininiatiasicisian The B. F. Goodrich Company 
PE ite IID nicicsmeiiicstntentestivioneninnatsiinildesinisthisdtinnds General Motors Corporation 
EE ac International Business Machines Corp. 
SMUT UNNI ‘tnhitiesnsasiltieasslniaptnnnsininioninnaiiinheale The Singer Manufacturing Company 
SITE il: SEIU ietrensit scctetscrtintinsthonnsncaneneininainpenaiadiniiaial Allis-Chalmers Manufacturing Co. 
NEY Sila IIIS 1 cia iiss cniccnngnepateinndliniciaaieiniomeaaiedeieasedandal Rogers, Hoge & Hills 
Es HER sikieieteerntismedtteccaentegncitinadliliisbenita rian iii Bates, Teare & McBean 
SOUT Tie NEIIEID ceonbanietindimestnintinmtnicintiiaaiuieal Kaiser Aluminum & Chemical Company 
is SMITNEE RPI: sexssibidonsicenpnsinisciiediveennbuninntansmaiinlteatedla The Curtis Publishing Company 
FE eae seme Ne Westinghouse Air Brake Co. 
OE hs, FPO ivcisessasncistintnrctsitlininepnsteninatitiintiinaia Radio Corporation of America 


Fe: Pee INIT ‘ealttthdisAntensinsscnierhnineserntnbidittanansintsinatiscitamlienistianitagussdneals Shell Oil Company 








& 





THe TRADEMARK REPORTER™ 


June, 1957 


TABLE OF CONTENTS 


PART | 


ARTICLES AND REPORTS 
Recent Changes in State Trademark Statutes, Gerrit P. Groen __. 


Judicial Interpretations of the Uniform State Trademark Law, Arthur 
A. March 


Current Trends in International Trademark Law, L. A. Ellwood 
Report on Italian Trademark Decisions, Attilio Luzzatto - 
etes from Other Nations — $$$. 

Tt Ole 

 REERSSER SPEC eae n ee aP Sana c- aea 

Common Names for Pest Control Chemicals, K 62 

In Memoriam Professor Dr. Eduard Reimer 

List of Other Trademark Articles - 


PART Ii 


CASE REPORTS 


CourRTS 


Admiral Corporation v. Admiral Employment Bureau, Inc. 

Bavarian Brewing Company, Inc. v. Anheuser-Busch, Inc. 

Coca-Cola Company, The v. Joseph Valasek et al., doing business as Ice Cream 
Palace 

Hill’s Supermarkets, Inc. v. Stony Brook Dairies, INc. ..............-...--0ceccecscecseceneeeeeees 

McCabe-Powers Auto Body Co. v. American Truck Equipment Company 

Morgenstern Chemical Company, Inc. v. G. D. Searle ¢& Company 

Office Temporaries, Inc. v. Flatiron Office Temporaries, INC. -...........-2.....000--eeee-es 

Office Temporaries, Inc. v. Friend 

Primrose Foundations, Inc. v. F. W. Woolworth Company et al. -...22.-.2.222.:ccccc000-- 

es, as @& 2, CO., S00. V. BB. Th. BAGGY GF CO., TRG. OE Gs ncenneseccscnccessccsensccecssscsennonse 

United States Lift Slab Corporation et al. v. C. D. Wailes Co. et al. -2..222.2.22220--- 

Waco Manufacturing Company v. Symons Clamp & Mfg. CO. .22......0.cccccecceeeeeeeeneee 


CourT OF CUSTOMS AND PATENT APPEALS 


Rand McNally & Company v. Christmas Club 
West Disinfecting Company v. Onorato (Valtex Products Company, assignee, 
substituted) 





= ane es = 


ee _ ~ 


EDITORIAL BOARD 


WALTER J. DERENBERG, Chairman 
ROBERT BONYNGE 
MARCEL DESCHAMPS 
GERRIT P. GROEN 
KATHARINE I. HANCOCK 
GEORGE P. KRAMER 
ALFRED LEE 

JULIUS R. LUNSFORD, JR. 
GEORGE E. MIDDLETON 
SIGRID H. PEDERSEN 

H. BOWEN WANDS 


EDITOR 


DORIS K. MEYERHOFF 








The Trademark Reporter is published monthly by the United States Trademark 
Association, 522 Fifth Avenue, New York 36, N. Y. Subscription $50.00 a year, 
single copies $4.50. (On application, special rate to schools, libraries, certain non- 
profit organizations, as well as affiliates of USTA members.) Reentered as second 
class matter June 2, 1954, at the Post Office at New York, N. Y. Copyright 1957, by 
The United States Trademark Association. 





SN NE NA tne is 


Ba Ar. Sil 





THe TRADEMARK REPORTER 


Part | 


RECENT CHANGES IN STATE TRADEMARK STATUTES* 
By Gerrit P. Groen** 


State trademark laws are about as old as states. This is nat- 
ural because trademarks are such an integral part of every-day life. 
The owner’s interest in trademarks, as expressed in many ways, 
is only incidental to the vast interest of the public. 

No one will seriously dispute that adequate protection of 
marks is for the general welfare. The fact that a mark serves 
two great purposes; namely, protection of the public and protec- 
tion of the owner’s good will, has greatly stimulated protection of 
these rights. 

Even if trademark owners had been diligent in protecting 
their rights since the beginning of time, the accomplishments 
would have been small without effective local and federal laws. 
Not only do these laws protect the private right of the owner, 
but in a large measure they protect the public. 

State and federal legislators have endeavored for many years 
to protect trademark rights for the benefit of the public and the 
owners. Rugged individualism, as illustrated by the assertion of 
states’ rights, produced one set of trademark laws. The inevitable 
development of federal power regulating inter-state commerce 
has produced the second set of such laws. The administration of 
these separate sets of laws in their respective areas has resulted 
in some duplication. 

This fact does not mean that there isn’t room for both, or 
indeed that both are not necessary. However, a more efficient 
administration of the trademark laws has, in the last decade or 
so, demanded an analysis and rebuilding of our foundations in 
both areas. 

This rebuilding has produced two great works. In the fed- 
eral sphere, we have heralded the Lanham Act. In the state 
sphere, we are witnessing the rapid state-by-state adoption of 


* Address delivered at the 80th Annual Meeting of the United States Trademark 
Association held in Chicago, Ill., May 16-17, 1957. 

** Member of the Illinois bar, member of the firm of Byron, Hume, Groen & 
Clement, Chicago. 
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the model bill. The model state trademark bill is a worthy 
counterpart to the federal law commonly known as the Lanham 
Act. 

Soon after that resolute band of loyal trademark rights ex- 
ponents had produced and secured the adoption of the Lanham 
Act and witnessed its healthy development, an equally resolute 
band began the arduous task of drafting the model state bill and 
secure its adoption in the various states. 

Few of those familiar with the various state trademark laws 
that existed prior to the early 1940’s would deny that the need for 
revision at the state level was about as pressing as the need for 
the Lanham Act on the federal level. Because the forty-eight 
states and the territories had in many respects followed many 
different courses in establishing these laws, we had, and to some 
extent still have, chaos. This caused trademark owners and the 
courts to flounder while trying to find a safe and sane course for 
protection. The extremes and inconsistencies between the statutes 
of one state and that of another were conspicuous. 

Some states had indefinite terms for trademarks; some very 
short terms; some had high registration fees; some had none. 
Some contained criminal provisions; some were primarily de- 
signed to protect union labels. 

Some favored one group of industry and some another. Worst 
of all there was a perennial crop of bad legislation, among which 
were frequent demands for enactment of vicious laws such as 
those designed to favor special interests or proposals for com- 
pulsory registration. 

A cursory review of the various state acts existing prior to the 
advent of the model bill reveals some interesting oddities. 

All states except Mississippi had some form of registration 
for marks, names or labels. 

California’s law was unusual as it provided for relief under 
marks registered in the United States Patent Office. 

Some states made specific provisions for cancellation of marks 
and in other states it was impossible to do so. 

Nearly all states had provisions in their statutes prohibiting 
the secretary of state from registering a mark which was identical 
to one already on the register. Yet few states explained how this 
apparently simple prohibition was to be administered without a 
staff of examiners and searchers. 
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Many states failed to make any distinction between trade- 
marks and trade names. 

Some states required that trademarks were to be registered 
with the secretary of state, while trade names could be registered 
only with the local county clerk. 

Some states required that marks used in certain special in- 
dustries such as timber marks, cattle brands, and marks for dairy 
products, be registered by the clerk of the county where the prin- 
cipal business was conducted. 

The registration forms supplied by the various states differed 
widely. 

Fees have varied from $25.00 to none at all. 

Some states had penal sections; most of them didn’t. Crim- 
inal penalties varied from fines as low as $100.00 to a high of 
$3,000.00 and prison terms from 30 days in the county jail to 20 
years in the state penitentiary. 

In some states registration could be obtained in forty-eight 
hours and in others it was a long involved legal process requir- 
ing publication in local papers. 

In many states the so-called trademark statutes were largely 
a device of labor unions designed to protect union labels. 

Some states were zealous in protecting empty containers, 
making it a special offense to refill a labelled container. 

This chaos of the codes generated the force which ultimately 
produced the model bill. Among the reasons for the model bill 
is also the fact that so much contradictory law was found in the 
several states. Just as the uniform laws relating to negotiable 
instruments, partnerships, trusts and sales, seek to wipe out the 
unnecessary differences in those fields between the state, so one 
purpose of the model bill is to promote uniform state laws reg- 
ulating protection of trademarks. 

As might be expected, the jungle of state laws caused many 
persons to become frightened by isolated statements from unusual 
statutes and in court decisions to “protect” their marks in various 
states. 

While this practice still continues to some extent, it is not 
as prevalent now as it was two decades back. That evil and others 
like it will undoubtedly disappear under the growing impact of 
the model bill. 

The model bill did not result from the application of a magic 
formula, On the contrary, it gradually evolved over a number of 
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years through meetings of the secretaries of the various states, 
assisted by public spirited laymen and lawyers. The recent stat- 
utes enacted by the various states based on the model bill demon- 
strated a long stride forward in the direction of much needed 
uniformity in state trademark laws. 

The model bill is simple, comprehensive, free from oddities, 
and favoritism to special interests. Its few concise sections are 
directed to definitions, an analysis of registrability, the require- 
ments for registration, a recital of the principal parts of the 
registration, and duration and renewal facts. 

It provides for simple assignment means, specifies how offi- 
cial records are kept, provides for and outlines means for cancella- 
tion, classifies goods, spells out what constitutes fraud in registra- 
tion, what constitutes infringement, what the remedies are for 
infringement, and above all, it carefully guards the greatest prin- 
ciple of all trademark law, common law rights. Indeed, the model 
bill is significant in what it excludes as well as what it includes. 

The “definitions” section of the Act specifies the exact mean- 
ings to be applied to the terms “trademark,” “person,” “applicant,” 
“registrant,” and what constitutes “use.” 

The section on “registrability,” after broadly specifying what 
may be registered, lists concisely what may not be registered, 
such as scandalous matter, disparaging devices, flags, insignias, 
portraits, descriptive or geographical marks and surnames, mak- 
ing some exceptions in the event of distinctiveness. Finally, it 
provides that no mark may be registered which resembles another 
already registered within the state. 

The requirements for the applications for registration are 
stated briefly under four basic categories, specifying applicants, 
legal status, the goods on which the mark is used, the date of first 
use asserted anywhere; and finally, applicant’s statement as to 
ownership. 

Two sections cover the details to be incorporated in the final 
certificate of registration, the duration and requirements for re- 
newal. Duration is specified as ten years and that renewal is to 
be completed six months prior to expiration. 

The requirements for assignments are simply stated and 
specify the need for including the good will of the business with 
which the mark is used. The method for recording assignments and 
the consequences for failure to record are outlined. 





Vol. 47 T. M.R. CHANGES IN STATE TRADEMARK STATUTES 683 


The section on “cancellation” specifies under what circum- 
stances the Secretary of State shall cancel marks from the register. 
This section is important because it is designed to keep the register 
cleared from abandoned marks. 

Provision is made that the Secretary of State shall cancel 
registrations—when obtained under prior acts and not renewed 
in accordance with the new act—upon voluntary requests from 
the trademark owner—and when registrations granted under the 
act are not renewed in accordance with its provisions. Cancella- 
tion is also prescribed for any registration concerning which a 
court has adjudicated abandonment; or when it is found that the 
registrant is not the true owner or that the registration was 
improperly granted or obtained fraudulently or that the mark is 
deceptively similar to another previously registered mark. Fi- 
nally, provision for cancellation is made on any ground ordered 
by a court of competent jurisdiction. 

The goods “classification” section follows the federal act 
except that there is no provision for service marks. 

Circumstances constituting fraudulent registration are de- 
fined. The consequences for making false oaths and obtaining 
a fraudulent registration are detailed with an account as to how 
the wrongdoer shall respond in damages to the injured person. 

The “infringement” section specifies that use of a registered 
mark without consent or reproduction or counterfeiting labels is 
subject to civil action, the remedies being injunctive relief, re- 
covery of profits derived from the unlawful use of the mark and 
all damages sustained. 

Finally there is the all-important section which provides that 
nothing in the act shall affect the rights or enforcement of rights 
in marks acquired in good faith at common law. 

This illustrates how closely the entire model bill follows the 
significant and applicable portions of the federal act. However, 
since the federal act is necessarily designed to be much more 
comprehensive and to provide broader rights, it necessarily in- 
cludes many provisions not found in the model bill. The outstand- 
ing additions in the federal act are those dealing with representa- 
tion by attorneys before the patent office; the specific requirements 
for drawings and specimens setting forth the trademarks to be 
registered; the processes for examining applications before regis- 
tration; the system for publication after allowance; procedures 
with respect to interferences, oppositions and cancellations; pro- 
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cedures with respect to appeals and petitions; and the require- 
ments to be met in establishing continued use and incontestability. 

Significant additions in the federal act are the provisions for 
an elaborate prosecution system designed to avoid improper 
registration, the provision for oppositions, cancellations and in- 
terferences, the need to show continued use after the first five 
years, and finally, the means by which to obtain incontestability. 

The federal act must also be recognized for the fact that it 
was carefully designed to prevent state registrations from inter- 
fering with marks used in interstate commerce. 

After the model bill had been thoroughly hammered out and 
had passed the scrutiny of many critical eyes, it promptly found 
its place on legislative agendas of numerous states. The first 
enactments occurred in 1951. Arkansas, Colorado and Mississippi 
claimed the honors for early enactment. Others followed swiftly. 

Today the model bill or a close equivalent is in force in the 
following eighteen states: 


ARKANSAS LOUISIANA OHIO 

CoLoRADO MARYLAND PENNSYLVANIA 
GEORGIA MICHIGAN SoutH CAROLINA 
ILLINOIS MISSISSIPPI SoutH DaKkotTa 
INDIANA New York UTAH 

Kansas New Mexico WASHINGTON 


This is a fairly impressive record considering the laborious pro- 
cedure of enacting legislation. Presently the model bill or its 
equivalent is on the legislative agendas in various states. Thus 
the state-by-state enactments have reached a significant point 
some seven years after the model bill appeared upon the scene. 
The fact that so many states have adopted the model bill or its 
equivalent so soon after it appeared demonstrates that it is filling 
a real need. 

Of the states named as having adopted the model bill, all 
have rather closely followed it except for certain details. One 
notable exception is the addition of the right to register service 
marks. This provision was originally omitted because it is con- 
sidered controversial by some, although today it has been ap- 
proved and enacted by various states. A significant addition is 
the anti-dilution provision, first adopted by Massachusetts and 
New York and more recently by Illinois and Georgia. Colorado 
and Louisiana, though adopting the model act, have made some 
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substantive changes. For example, Colorado provides that the 
registration shall issue only upon a finding that the mark is not 
identical with a mark already registered. Louisiana added pro- 
visions with respect to the definition of what constitutes a trade- 
mark such as a word or symbol used to “designate a particular 
place of business.” It also gives the Secretary of State broad pow- 
ers to promulgate rules to administer registration of trademarks 
and to conduct formal proceedings for cancellation. 

The widespread and prompt acceptance of this model law 
demonstrates that it is filling a great need in providing well- 
rounded protection in establishing positive rights, promoting uni- 
form laws and preventing undesirable legislation. 

As we would expect, our dual system for protection of marks 
has given rise to endless debate concerning the comparative value 
of each. Few, save the extremists, have taken the position in which 
one system is so favored as to exclude the other. On the contrary, 
few will deny that both federal and state laws are necessary. Each 
is peculiarly effective in its own particular sphere. 

The fact that the line of demarcation between the respective 
spheres of operation is often obscure gives rise to considerable 
argument as to which course should be followed for adequate pro- 
tection. There are but few instances where state protection could 
not be secured. On the other hand, federal protection is always 
dependent upon interstate commerce. 

Because most marks are used in interstate trade so that dual 
protection is available, the question arises again and again as 
to whether or not the usual trademark owner should secure federal 
protection or state protection or both. Really, that answer is not 
too difficult. The enactment of the Lanham Act in 1946 on the 
federal level and the subsequent appearance of the model bill in 
many states, has done much to resolve doubts and confusion as to 
the respective roles to be filled by each. Since federal registration 
affords the broadest rights obtainable, it is naturally to be pre- 
ferred when all the elements necessary to such registration, like 
interstate commerce, are present. Failing to meet the minimum 
demand for federal registration, of course, suggests the need for 
state protection. 

Although most trademark owners qualify for federal protec- 
tion, there will always be a need for state trademark laws to 
effectively protect intra-state activities. This is true for the local 
merchant, and particularly those enterprises which are confined 
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to rendering services. At the same time it has been common prac- 
tice to obtain state registration protection in addition to federal 
protection. The pros and cons for dual registration are numerous. 
It is undoubtedly safe to conclude, however, that the prevailing 
opinion, except in unusual circumstances, is that state registra- 
tions are of little additional value once broad federal protection 
has been secured. There are some notable exceptions. For exam- 
ple, when a mark is used only in limited geographical areas, specific 
registration by states may be valuable. The same is true in the 
event of litigation in State Courts or if relief is sought under 
specific State penal Codes or dilution Statutes. 

Though it is apparent that federal registration affords the 
broadest and most comprehensive protection for trademark owners, 
it is equally apparent that there is an area which can be served 
only state by state. That area can be served most effectively by 
uniform state laws which embrace the proven provisions of the 
model bill. 
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JUDICIAL INTERPRETATIONS OF THE 
UNIFORM STATE TRADEMARK LAW* 


By Arthur A. March** 


Several years have elapsed since legislation based upon the 
Uniform State Trademark Law was first enacted. While there 
has been only limited opportunity for the state courts to con- 
sider and interpret this progressive legislation, it is nevertheless 
apparent that as a result thereof common law rights in trademarks 
and the fundamental principles of the trademark law have been 
effectively preserved. 

The evolvement of the Uniform State Trademark Law and 
the need therefor has been excellently reviewed.’ It is to be noted, 
however, that before the necessity for this legislation arose, the 
courts had interpreted prior state trademark registration statutes 
as not adversely affecting the rights acquired in trademarks at 
common law. In an action involving a registration under the 
state trademark law of Illinois prior to the uniform law, a United 
States District Court succinctly stated: 

“Only the owner of a trademark has the right to register it.” ? 
A State Court in interpreting the prior trademark statute of 
New York stated: 


“Tt may be observed, however, that the Legislature by this 
statute has not attempted to confer trade-mark rights, but 
merely to more effectively regulate existing common-law 
trade-mark rights and to afford an additional speedy remedy 
for the violation thereof, and to prevent fraud and imposition 
on the public, which are matters within the police power 
of the state.” * 


While most jurisdictions have not yet appraised the effect 
of the Uniform State Trademark Law, there is a continuing pat- 
tern of protection on the basis of the principles of the trademark 
law of this country and of conformity with the Federal law where- 
ever the statute has been adjudicated. 


* Address delivered at the 80th Annual Meeting of The United States Trade- 
mark Association in Chicago, Ill., May 16-17, 1957. 

** Member of the New York and Connecticut bars; member of the firm of Munn, 
Liddy, Daniels & March, New York City. 

1. Groen, Recent Changes in State Trademark Statutes, 47 TMR 679. 

2. Coca-Cola Co. v. Stevenson et al., 276 Fed. Rep. 1010 at page 1015, 11 TMR 
113, 119 (D. C. 8. D. Ill. 1920). 

3. Prest-O-Lite Co. v. Ray et al., 147 N.Y.S. 138 at p. 144, 4 TMR 202, 210 
(162 App. Div. 62; 1914). 





THE TRADEMARK REPORTER Vol. 47 T. M.R. 


The necessity for use of a trademark prior to its registration 
in a state is shown in an action where a counterclaim was inter- 
posed that a state trademark registration was obtained without 
use. A motion to strike the counterclaim was denied by the court 
which held: 


“The first counterclaim, by incorporation of prior parts of 
the answer, alleges that the plaintiff obtained its New York 
registration of oxy without ever having used this term singly 
as a trade-mark and that the registration is, therefore, sub- 
ject to cancellation, pursuant to the statute, General Business 
Law §367. A cause of action for cancellation under the stat- 
ute is stated; the defendant’s answer demands such cancella- 
tion. The counterclaim is sufficient.” * 


The court also refused to strike defenses of prior use and unclean 
hands, stating: 


“The first defense alleges, in substance, that the defendant in 
good faith adopted the trade-mark oxy-pry, derived from 
its corporate name, in 1942 and has used it continuously ever 
Since on its device sold in interstate commerce, and that in 
1950, on an application filed by it in 1948, its trade-mark 
was registered pursuant to the Federal Trade-Mark Act of 
1946, 15 U.S.C.A. $1051 et seq. and that, under this Act, 
its right to use its registered trade-mark has become incon- 
testable. Under the Act a sufficient defense is set up by the 
defendant. Within the limitations of section 15 of the Act 
itself the plaintiff is not thereby foreclosed from establish- 
ing that the defendant’s registered mark infringes on a valid 
mark acquired by it and antedating the defendant’s registra- 
tion. Presumably, this will be one of the issues for determin- 
ation in the action. The defense adequately states the defen- 
dant’s position under the Trade-Mark Act and, as pleaded, 
states a valid defense. Accordingly, the motion to strike the 
first defense is denied. 


“The fourth defense, concluding with the charge that the plain- 
tiff has brought the action in bad faith and is guilty of un- 
clean hands, contains sufficient factual allegations to support 
the charge so made, among them that the plaintiff never used 
oxy as a trade-mark, but only in association with other 
enumerated words, that oxy itself, as used by both plaintiff 
and defendant, is descriptive and suggestive of the function 


4. Herbert Products v. Oxy-Dry Sprayer Corporation et al., 145 N.Y.S. 2d 168 
at p. 171. 
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of their products; the plaintiff did not register its oxy trade- 
mark in New York until May, 1955, shortly before the 
service of the complaint in this action, well knowing that 
it had never used oxy as a trade-mark; the plaintiff filed a 
false petition for the cancellation of the defendant’s Federal 
trade-mark in which it, without basis therefor, accused the 
defendant of having obtained its registration fraudulently; 
there is no conflict between the marks and the plaintiff is 
maliciously endeavoring to deprive the defendant of its 
business, good-will and trade-mark. The foregoing summary 
of itself demonstrates the sufficiency of the fourth defense and 
the motion to strike it is denied.” *® 


A state registration of a mark involving common descriptive 


words does not give the registrant any rights. The court in 
denying a motion for temporary injunction in an action involving 
the use of common descriptive words where no secondary meaning 


was 


established, held: 


“Registration does not create a trade-mark and is not essential 


lite 


to its validity for it is not the trade-mark but the good-will 
in connection with which the trade-mark is used that is pro- 
tected, and the proprietor of a trade-mark cannot monopolize 
markets that his trade has not appropriated.” ° 


The reluctance of the courts to grant an injunction pendente 
has not been changed by the Uniform State Trademark Law. 
Despite the plaintiff’s ownership of a state registration a court 
has held: 


“While the complaint states a cause of action, it does not 


5. 


follow that the plaintiff is entitled to the temporary restraint 
requested. The papers disclose that the defendant operates 
the TRUE-VALU coRNER. Conceding that the plaintiff’s trade- 
mark trv vAL (by virtue of registration or of secondary mean- 
ing or both) is entitled to protection and assuming that 
plaintiff-manufacturer and defendant-retailer are ‘competi- 
tors’—since in some respects they both market the same goods 
—the plaintiff has not shown clearly and compellingly that 
it is entitled to injunctive relief pendente lite. Infringement, 
per se, of the registered trade-mark is not proved as a matter 
of law or fact. There is no proof, on the present submission, 
that the defendant has acted otherwise than in good faith; 


Herbert Products v. Oxy-Dry Sprayer Corporation et al. (supra), pp. 170-171. 


6. Good Health Beverage Dealers Association, Inc. v. Hyman Friedman et al., 
143 N.Y.S. 2d 14 at p. 16, 45 TMR 816, 817. 
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there is shown no intention to deceive, or the fact of deception 
of the public. While tru va and rru-vaLvu are obviously both 
derived from a bastardized spelling of ‘true value,’ the letter- 
ing, signs and displays are not so similar that I may now 
determine that there exists even the likelihood of confusion.” ’ 


Recently there has been a very interesting interpretation of 
the provisions of the Uniform State Trademark Law involving 
the cancellation of a state trademark registration. The law pro- 
vides, in addition to cancellation for failure to renew or for volun- 
tary cancellation, that: 


“The secretary of state shall cancel from the register: 


(4) Any registration concerning which a court of com- 
petent jurisdiction shall find 


(a) that the registered trade-mark has been aban- 
doned, 


(b) that the registrant is not the owner of the 
trade-mark, 


(c) that the registration was granted improperly, 
(d) that the registration was obtained fraudulently, 


(5) When a court of competent jurisdiction shall order 
cancellation of a registration on any ground.” ® 


In an action for mandamus against a Secretary of State to cancel 
a registration on the grounds of improper grant and fraud, the 
court held as follows: 


“The petition alleges that the registration was granted im- 
properly and obtained fraudulently. The Secretary of State 
has no duty to act and indeed he may not act until there has 
been a judicial finding of the existence of one of the conditions 
to cancellation alleged by the petitioner. Proceeding by way 
of mandamus is not the proper remedy. If a declaratory 
judgment were obtained and the Secretary of State then re- 
fused to cancel, mandamus clearly would be available. The 
petition is dismissed without prejudice to any properly pro- 
cedural remedy available to the petitioner.” ® 


7. Tru Val Manufacturers, Inc. v. Tru-Valu Corner, Inc., 144 N.Y.8. 2d 558, 
at pp. 559-560, 45 TMR 1200, 1201; see also International Latex Corporation v. Revion 
Products Corporation, 148 N.Y.S. 24 304, 46 TMR 117. 

8. Uniform State Trademark Law §8; N. Y. Gen. Bus. Law $367. 

9. Wolfies Rest, Inc. v. Carmine DeSapio, 153 N.Y.S. 2d 436 at pp. 437-438. 
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This indicates that the rights of a registrant to a trademark can- 
not be determined in his absence and without affording him an 
opportunity to be heard. The propriety of this ruling is evident. 

The Uniform State Trademark Law has not disturbed the 
basic tenets of the common law of trademarks governing unregis- 
tered trade-marks. Since the enactment of the Uniform State 
Trademark Law in the states involved, various state courts have 
held as follows concerning unregistered marks: 


(a) In the absence of secondary meaning or fraudulent intent, 
geographical names are not subject to exclusive appropri- 
ation ;*° 


(b) a confusingly similar trademark may not be used to the 
damage of the owner thereof and the confusion of the 
public ;* 


(c) no injunction will issue against the use of a name not 
established to be exclusively owned by the plaintiff or to 
have acquired a secondary meaning ;’* 


(d) a fanciful or arbitrary term can be exclusively appropri- 
ated and its use by another enjoined ;* 


(e) a descriptive word may not be exclusively appropriated 
in the absence of secondary meaning, but a distinctive 
non-functional feature of an article shown to have ac- 
quired secondary meaning may not be imitated ;* 


(f) the use of a family name in such fashion as to tend or 
threaten to induce confusion in the public mind may be 
enjoined ;*° 


(g) geographical terms may not be exclusively appropriated 
in the absence of secondary meaning ;** 


(h) the use of a mark which amounts to misrepresentation 
as an unfair competitive practice may be enjoined ;*’ 


10. Edmondson Village Theater Inc. v. Einbinder, 116 A. 2d 377, 45 TMR 1211 
(Md. Ct. App. 1955). 
ll. Bogosian v. Fine, 118 A. 2d 190 (New Hampshire 1955). 
12. Susie Products, Inc. v. Greenman, 140 N.Y.S. 2d 904 (1955). 
13. Fassman v. Active Auto Parts, Inc., 142 N.Y.8. 2d 691, 45 TMR 975 (1955). 
14. Murray v. Miller, 142 N.Y:S. 2d 857 (1955). 
on ™ tng Sullivan v. Ed Sullivan Radio g T.V. Inc., 152 N.Y.8. 2d 227, 46 TMR 
(1956). 
16. Winer v. Dorfman, 152 N.Y.8. 2d 748, 46 TMR 849 (1956). 
17. Santa’s Workshop, Inc. v. Sterling, 153 N.Y.8. 2d 839, 46 TMR 1356 (1956). 
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(i) a person has a right to use his family name in the absence 
of confusion or fraudulent intent and descriptive words 
may not be exclusively appropriated.*® 


As was to be expected various problems have arisen in the 
administrative interpretations of the Uniform State Trademark 
Laws. These problems have been successfully resolved by reason, 
in great measure, of the close cooperation between the administra- 
tive officials of the states and The United States Trademark 
Association. Questions concerning the registrability of common 
words (which were not descriptive), renewals under the Uniform 
State Trademark Law, the registrability of surnames, the renewal 
of conflicting marks and others have been satisfactorily answered. 
This cooperative program is continuing. 

From the foregoing it seems apparent that progress is being 
made toward the goal of the Uniform State Trademark Law which 
is to preserve common law rights in trademarks and to provide 
a common basis for protection of trademarks throughout the 
country. 


18. White v. White, 8 S. 2d 648 (Louisiana 1953). 
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Under the title “Coke and Dubonnet”? in 1953, I took you on 
a conducted tour through the varied countryside of trade mark 
cases. My purpose this evening is to take you on a similar ramble 
through a few cases which have been decided mainly since 1953. 

My first objective is a case decided by the German Patent 
Office involving the word Fox, which we might perhaps more 
readily associate with sweets or umbrella frames, is fairly widely 
known in Germany as the trade mark applied to a light weight 
motor bicycle made by N.S.U. I suppose we should say that N.S.U. 
was the house mark and rox the trade mark. When in those cir- 
cumstances a rival firm started to market auto-rox, N.S.U. had 
no difficulty in getting the Court to stop them (GRUR, 1954 p. 123). 

To what extent can the owner of a trade mark which resembles 
an ordinary word stop the use of that word as a trade mark? 
That is a problem with which you are doubtless familiar, and I 
have met it in relation to Lux as a trade mark and DE LUXE as an 
ordinary trade description. In Germany the question was taken 
through to the Federal Court. For local reasons the trade mark 
LUxOR is used in Germany as the trade mark for the toilet soap 
which nine out of ten film stars say they use. The German for 
DE LUXE is LUxUs and a competitor started marketing a toilet soap 
under the name “Luhn” (in small letters), Luxus sgrre (in large 
letters). On those facts the Federal Court was confident in hold- 
ing that there had been confusion which it would stop. Of course 
the case is no authority as to the position if the packets had in 
fact been labelled LuHN (capitals), “Luxus Seife” (small letters) 
or “Luxus-sEire” (GRUR, 1955 p. 484). 


j The lengths to which the German Unfair Competition law can 
a be driven was well illustrated by a decision of the Oberlandes- 
4 gericht at Cologne. (GRUR, 1956, p. 563). Local manufacturers 


of Eau de Cologne had adopted the practice of calling their product 
“Genuine Eau de Cologne” (Echt Kolnisch Wasser). One of them 
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4 * This is substantially the paper read before the members of The Institute of 
#4 Trade Mark Agents, London, on May 22, 1957 and reprinted here with the permission 
; of the author and the Institute. 

** Trademark Advisor and Counsel to Unilever Ltd., London; President of The 
Institute of Trade Mark Agents; Vice-President of the Trade Marks Patents and 
Designs Federation, London; Treasurer of the British Group of AIPPI and Convenor 
of the Trademarks Committee of the International Law Association. 
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tried to improve on this by using the word “Ur-Echt” meaning 
“original Genuine.” The Court found that a not inconsiderable 
part of the public would regard this description as representing 
an increase in the degree of genuineness and assume that the prod- 
uct to which it was applied must be better than those of the com- 
petitors. I wonder if advertisement copy writers are at the head 
of the emigration queue? 

It must be common knowledge that surF and TIDE can co-exist 
on the market for similar goods (“similar” in the trade mark 
sense!). Can a similarity of verbal connotation be relied upon 
to induce a Tribunal to stop one of them? In particular circum- 
stances, the Paris Court of Appeal answered this question affirma- 
tively. The first mark to be deposited and used and advertised 


was pronto for metal supports. Later a competitor adopted and 


used susito for similar apparatus. Both words of Italian origin 
strongly connote immediacy. So both the Court of First Instance 
and the Court of Appeal upheld the first acquired rights of the 
user of pronto and granted an injunction and damages against 
the user of sustro (RIPIA, 1956, p. 11). 

A case which caused quite a stir amongst French practitioners 
was that of pHoto HALL a trade mark deposited by a Paris com- 
pany of that name. A certain Rizzo used the words PHOTO HALL 
on his shop front at Nice and on his letter heading, but not on 
goods. Naively he pleaded that no one would compare his little 
shop at Nice with the great establishment in Paris. The two 
Lower Courts refused an injunction because they saw no confusion 
nor bad faith nor any actual use on goods, but the Court of Cas- 
sation in Paris confidently granted it (Annales etc. 1955, 145 and 
1956, 81). 

A variant of this series is found in the case of Compagnie Fran- 
caise de la Grande Chartreuse v. Vergnaud, where the defendant 
based his alleged right to continue using PETITE CHARTREUSE aS & 
trade mark for liqueurs on the fact that his predecessor in title 
had bought a property near Beaune, Bordeaux, known as PETITE 
CHARTREUSE. It had been noted in Court proceedings in 1879 that 
the property had been so called since 1817. The defendant argued 
that notwithstanding an interruption of user since 1879 and 
changes of ownership, he had a right, indefeasible against cranDE 
CHARTREUSE based on the combined ownership of a trade mark and 
an appellation of origin. The Court at Angouléme did not agree 
and granted damages and an injunction (Annales etc., 1955, p. 23 
et seq.). 
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S. A. Belle Jardiniére were equally successful in a similar 
case at Montlugon where the Court regarded the defendant’s use 
of the initials B. 3. as clear evidence of bad faith. This was con- 
firmed by the Court on appeal at Riom, but the weakness of ini- 
tials as a trade mark was demonstrated when General Motors, who 
had deposited Gc. m., tried to stop the use of m. a. for substantially 
similar goods and failed (Annales 1955, pp. 34 and 46). 


The existence of a divided Germany, each part having its 
own separate registrations, has given rise to a number of trade 
mark problems. Two of them came before the Belgian Courts. 
Both cases related to seeds. In the first case at Arlon the Court 
held that the sale of seeds from East Germany under a name 
known to belong to a firm which used to be there but moved to West 
Germany, is unfair competition. The defendant did not improve 
the position by using the word “type” or by suggesting that the 
West German firm had re-taken its East German connections. 
The West German exclusive agent was also a person aggrieved 
entitled to damages (L’Ing. Cons. 1955, p. 26 et seq.). 

In the second case the distinguishing mark was the name of 
a place in East Germany known for its cultivation of beetroot 
seeds, the trade mark being used in the adjectival form KLEIN- 
WANLZEBENER. Goods bearing that name lawfully affixed in the 
place of origin in East Germany were admissible to the Belgian 
market. But the West German firm that had removed from East 
Germany was entitled by reason of the long connection it had 
had with the place, to use the name KLEINWANZLEBENER with a 
distinguishing device. It was not entitled to advertise itself as 
the only firm entitled to use the place name (L’Ing. Cons. 1955, 
p. 29). 

What remedies are open to the proprietor of a trade mark in 
one country who finds on the market in that country goods bearing 
the same trade mark lawfully affixed in another country possibly 
by another company of a Concern? In my previous paper I re- 
ferred to the Lux case before the Swiss Federal Court in which 
the rights of a national proprietor to stop the sale of imported 
goods bearing the same trade mark was upheld. In 1955 a simi- 
lar case arose in Belgium. nescare made by The Nestlé Company 
in the United Kingdom found its way into Belgium where the pro- 
prietor of the trade mark nescare was the Swiss company whose 
registration had been extended to Belgium via the Berne Bureau 
under the Madrid Arrangement. The Commercial Court at Namur 
held that the sale in Belgium of the English nescare was an in- 
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fringement of the Belgian mark and was also an act of unfair 
competition (RIPIA, 1956, p. 91). 

The Netherlands Industrial Property Office at The Hague in 
1954 refused a mark on the ground that the applicant had not fur- 
nished proof that it actually dealt in all the goods mentioned in 
the application. The applicant took the matter to the Court which 
over-ruled the Office, holding that even though the applicant did 
not manufacture or trade in the goods in question, it could at any 
time start to manufacture and trade in them and it should there- 
fore be considered to have a legitimate interest in the registration 
(I. P. O. v. Douwe Egberts Tabak, ete., Bijblad 1955, p. 94). 

Is the Registrar or Court entitled, when considering whether 
two pharmaceutical marks are confusingly similar or not, to take 
note of the fact that the goods to which one of them is applied 
will be obtainable only on a doctor’s prescription? The Court 
held that there was nothing in Dutch law to support the theory 
but the question whether marks are identical or substantially 
similar must be answered as a thing apart, and that marketing 
considerations must be excluded (J. P. O. v. Farmaceutica Italia, 
Bijblad, 1957, p. 15). 

The question whether the trade mark Episouzs is confusingly 
similar to TYRESOLES and wyYRESOLEs received different answers in 
three courts. The component part “soles” for tyre treads was 
found by the First Court to have little distinguishing power and 
by the next Court to have none. The Supreme Court held that if 
—as submitted by the petitioners—the component part “soles” 
had distinguishing power for the public at the time the mark was 
first used, the proprietors’ rights to that component part would not 
be lost because it had subsequently become an indication of the 
type of goods and the question was referred back to the first Court 
to settle on that basis (Bijblad, 1955, p. 161). 

The trade mark BALLy is well-known on the Continent for foot- 
wear. Could the Scholl people use the word BatLoroor for chirop- 
ody material? The Hague Court said “No,” that would be con- 
fusing (Bijblad, 1956, p. 18). 

A Court at The Hague came to a decision which we might 
expect on the ground of “imperfect recollection” and held the 
device of a child’s head with the words mon BéBé confusible with 
a similar device of a boy’s head and the words my soy—for con- 
densed milk (Bijblad, 1956, p. 120). 

To whom does the trade mark zetss rkon belong in Switzer- 
land? This question was considered by the Cantonal Court of 
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Basle City. The plaintiff was the Zeiss Ikon company of Stutt- 
gart (where the Contessa Camera factory had existed as a subsidi- 
ary) the company having by formal resolution of 3rd March 
1948 removed its head office from Dresden following the expropria- 
tion, without compensation in July 1946 of the Dresden establish- 
ment, by the East German authorities. The defendant was a Basle 
company which had imported cameras bearing the ZEIss IKON 
trade marks from East Germany and exhibited them at the Basle 
Fair. The Court, relying on the ground, amongst others, that a 
decree of expropriation without compensation has no extraterri- 
torial effect, upheld the title of the Stuttgart company and granted 
it the appropriate remedies (Revue Suisse de la Propriété Indus- 
trielle 1953, 200). 

The trade mark carBorRUNDUM was registered in Switzerland 
in the name of the Czech Carborundum Company. That company 
was nationalised and the nationalised undertaking applied for re- 
newal of the mark. The Swiss Federal Court declined to recognise 
the nationalised undertaking’s title relying on the same principle 
that expropriation without compensation has no extraterritorial 
effect (GRUR, AulIT 1957, 128). 

My next Swiss case is of a much lighter nature. Could the 
Swiss public distinguish between the words scaNDAL and saANDAL 
as applied to stockings? The Court by-passed the question by de- 
ciding that as scanpau was first in the field for these goods, sanDAL 
was both by sight and by sound too close to be allowable (Revue 
Suisse de la Propriété Industrielle 1954, 115). 

Roses have been in the news in Switzerland. A German firm 
tried to get in Switzerland a registration via Berne of the trade 
mark SCHWEIZER GRUSS syn. RED FAvoRIT for Roses. The Swiss Reg- 
istrar objected to a Swiss rose grown in Germany and pointed 
to Article 6, B. 3 of the Paris Convention. The Court upheld his 
objection (Revue Suisse de la Propriété Industrielle 1954, 118). 

In Austria some recent decisions tend to show that a mark 
(like some beverages) matures by age. Consequently a mark 
which on first principles ought never to have been admitted to reg- 
istration, if in fact it has remained on the Register for years or 
decades, will not be cancelled by the Patent Office (Oe Bl. 1956, 
p. 15). Moreover there being no obligation under Austrian law 
upon the proprietor of a mark to use it, an action to stop the use 
of a later trade mark which clashes with his own may be brought 
based on a trade mark registration where the mark is really a 
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reserve mark (or defensive mark in the Continental sense) (Oe BI. 
1952, p. 35). 

Austrian law does not provide any protection to well-known 
marks beyond that required by the Paris Union Convention. There 
may be an exception if the ‘“‘new” trade mark is calculated to 
belittle or ridicule an existing mark. An Austrian commentator 
has given an example. The producers of a beverage with which 
is associated a slogan pU FUHLST DICH WOHL (you'll feel fine’) 
(cf. G. is good for you) could get the Courts to stop a competitor 
from using the same slogan for aperients. 

NESCAFE, to which I have referred before in the case of- Bel- 
gium, came up for consideration before the Vienna Regional Ap- 
peal Court. The Continental owner of the trade mark protected 
in Austria under the Madrid Arrangement via Berne was able 
to stop the sale of genuine nEscaFre made by the English company 
which had no rights in Austria (Oe BI. 1956, p. 18). 

Italy, like Belgium, is a country where a trade mark may fall 
into public domain and an Italian Court has held that asprmia has 
so fallen. 

One of the features of that trade mark law which it is often 
difficult to interpret, is that requiring (in addition to distinctive- 
ness) novelty or originality. The Milan Court of Appeal has ex- 
plained that the concept of novelty is an eminently relative one, 
no absolute originality being required. It upheld uUNIvERsaL as 
a valid trade mark for bicycles and their accessories (Rivista 
etc. 1952, p. 374). Is there any concept of novelty in the use of 
the word sussie for a fizzy drink? The Italian word spuma 
had been used in the form spuMA-NEsozzI in connection with aer- 
ated waters, and the Milan Court of Appeal held that spumapor 
was an unlawful usurpation of Nesozzi’s rights (Rivista ete. 1954, 
p. 80). There is no sufficient novelty in the addition of a diminu- 
tive suffix: RoBIOLINA can’t be a trade mark for Robiola cheese. 

There has been an Italian series of cases (like those of nzs- 
caFE in Belgium and Austria) establishing that a national propri- 
etor may stop the sale of goods bearing his trade mark imported 
from abroad. Following the Nestlé case in 1951 (referred to in 
“Coke & Dubonnet,” p. 6) the rights of the Italian registrations of 
PALMOLIVE and PARKER PENS were held paramount; in the case of 
PALMOLIVE the Genoa Court of Appeal (12/6/54) held that the agent 
with exclusive rights for Italy over that mark was entitled. to 
take action against anyone including the grantor of the license. 
The Court ordered seizure and destruction of the wrongfully im- 
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ported goods (being genuine goods emanating from Australia 
and Argentina) and granted damages. 

If an Italian manufacturer makes replacement needles for 
a Swiss knitting machine, how should he describe them? Not by 
using the word “type” or “system,” said the Court at Brescia. 
Despite these words, the use of the trade mark establishes a con- 
nection between the goods offered and the reputation acquired 
by the original product which reputation is exploited to the ad- 
vantage of the imitator offering the replacements. The Court also 
held that that kind of use constituted unfair competition because 
the average supplier, not being a very discriminating person, 
would be influenced by the reference to a well-known name (Rivista 
1955, pp. 120 & 143). 

The proprietors of BRYLCREEM had a puzzle in Spain. By virtue 
of their Spanish registrations of BRYLFoAM and BRYLSHAVE, could 
they successfully oppose the registration of priLLANor for similar 
goods? The puzzle was solved rather simply by the Spanish High 
Court which relied largely on the fact that the tonal accent of 
BRYLSHAVE and BRYLFOAM is on the first syllable, but that of srim- 
LANoR is on the last (Revista de la Prop. Ind. 1955, p. 231). 

A successful action in the High Court, Madrid, by Fox’s Gla- 
cier Mints Ltd., of Leicester, relying on the Spanish registration 
of cuacieR for sweets etc. revealed a peculiarity of Spanish prac- 
tice. Traders of Alicante had applied to register the word La 
GLACIAL as a Signboard to distinguish the shop where they sold 
ice-cream and light breakfasts. Whilst it was agreed that the 
effect of the registration of a trade mark extends to the whole 
national territory, that of a signboard was limited to the municipal 
area in respect of which it had been applied for. But the Court 
held that visually and phonetically cLacrer and GLACIAL are so 
close that they cannot be allowed for similar goods and accord- 
ingly annulled the signboard registration. Fox’s must be proud 
of their success but one is not surprised that at least one Spanish 
commentator thinks the decision went too far (Revista de la Prop. 
Ind. 1955, p. 60). 

In trade mark cases reported in Portugal I can find no gen- 
eral principle—but merely a reminder of how chancy decisions 
may be. mosquito for bicycle lamps was held not to be confusible 
with veLos mosquito for bicycles. 

SPARLETTA was held distinguishable from suPERLETTEN and 
SUPERLETS for cordials, and metRavo for electrical measuring in- 
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struments, from metrovino for mechanical inclinometers (Bole- 
tim de P.J. 1956, pp. 1070 and 878). 

The Olympic Winter Games in Norway in 1952 gave rise to 
an interesting trade mark case which shows a practical limitation 
on the trade mark monopoly. In 1932 a Norwegian firm obtained 
a registration of the word oLymMPiaALUEN (meaning “Olympia Cap”) 
for skiing caps. In 1952 the Olympic Games Organising Committee 
gave a rival firm permission to use the Olympic Games Badge 
(the interlocked rings) and the words osLo 1952. On the market 
these special caps may have been known as oLtympia caps. Neither 
the Oslo City Court nor the Appeal Court was satisfied that 
there was real confusion or damage. The Appeal Court gave 
the defendants their costs. Would it not be extending the trade 
mark monopoly too far if the proprietors of the words oLyMpIA 
caP could stop the sale (by competitors) of caps with the Olympic 
Games Badge? (N.I.R. 1955, pp. 152-155) 

In Denmark H1s MASTER’s voIcE device mark was the subject 
of a successful action (in the Maritime and Commercial Court 
in Copenhagen in 1954). The Plaintiffs alleged that the predom- 
inant feature of their mark, the seated short haired terrier, had 
been deliberately plagiarised by the defendants who used a similar 
dog in combination not with a gramophone but with a child. The 
Trade Marks Office and the Court accepted the Plaintiffs’ view 
that the disputed trade mark could easily be confused in commerce 
with the H.M.V. device and they rejected as irrelevant the defen- 
dants’ contention that their device had been registered and used 
in Germany and several other countries (N.I.R. 1955, p. 125). 

The Gillette Company’s application for the trade mark prom 
for home permanent waving outfits was rejected in unexpected 
circumstances. Mr. Poul Prom, chartered translator of English, 
opposed the registration, stating that his family had borne the 
name of Prom (or originally Prommus) for more than 300 years 
and that the name, when it had died out in the male line, was 
assumed by the Plaintiffs father by deed poll in 1906. The Mari- 
time and Commercial Court held that as long as the name is used 
unassociated with the defendants world famous name GILLETTE, 
in the public’s mind the use of the trade mark will, insofar as any 
meaning at all is attached to the name, be connected with Plain- 
tiffs surname and he must therefore be protected vis-a-vis the 
defendants. In the circumstances no costs were awarded (N.I.R. 
1955, p. 128). 
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The Swedish Office like our own finds that American sug- 
gestive marks give rise to difficulties. Helene Curtis Industries, 
Inc., Chicago, Illinois, applied for registration of the words spray 
neT for wave setting lotion. Advertising material submitted on 
the appeal showed that the applicants used in conjunction with 
the words for which registration was applied for, such expressions 
aS THE LIQUID HAIR NET and THE MAGIC MIST IS SPRAYED ON. The 
Court upheld the Patent Office objection on the ground that the 
words which it was desired to register were calculated to indicate 
the nature and the purpose of the product. It will be noted that 
the fact that the words were English and not Swedish did not 
avail the applicants (N.I.R. 1955, p. 167). In Sweden as elsewhere 
a composite mark with a device may attain registration where a 
word mark alone would fail to do so. A device mark containing 
a cogwheel and serpent and underneath the word compoLax was 
allowed for pharmaceutical preparations notwithstanding the prior 
registration of compo (word only) for chemical preparations for 
medicinal use (N.I.R. 1955, p. 168). 

In Finland the Supreme Administrative Court over-ruled the 
Registrar and held that the Minnesota Mining and Manufacturing 
Company’s mark was not entirely lacking in distinctive character, 
viz: 3M Company (N.I.R. 1956, p. 40). 

In Greece the Court had to consider whether a single resident 
of a place called zirsa was a person aggrieved entitled to oppose 
the application to register zitsa as a trade mark for wines, such 
resident not being concerned in the wine trade. The majority of 
the Court held that he was not so entitled, but justice was finally 
done by a separate decision that zitsa being a place name was 
descriptive and was therefore incapable of registration (P.I. 
1954, p. 99). 

Proprietors of trade marks who have doubted whether they 
would get any redress against imitations in Turkey may be glad 
to know that the perfumery firm cHanet obtained a court order 
cancelling the registration of saNEeL, but it appears that the Turk- 
ish pronunciation of the two words is the same! (RIPIA 1955, p. 
137.) 

Trade mark law in the United States has taken various paths 
that differ from our own, and I propose to refer to four of them: 
slogans, service marks, so called suggestive marks, and extraterri- 
torial jurisdiction. On the subject of slogans, the Commissioner 
over-ruled the Examiner and held that in the absence of a pro- 
hibitory provision a slogan which had in fact (as shewn by addi- 
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tional evidence admitted at the appeal) acquired a secondary 
meaning was registrable: MovING AIR IS OUR BUSINESS being dis- 
tinctive of applicants’ fans sold under the primary mark PRopPEL- 
Lain. (Ex parte Robbins & Myers, Inc., 104 USPQ 403, 45 TMR 
477.) 

The increasing willingness of the U.S. Patent Office to register 
slogans has its parallel in regard to service marks. The extent 
of radio and television and other entertainment advertising is 
such that nowadays a manufacturer may almost automatically 
claim an interest in entertainment services and obtain registration 
of a service mark. The Proprietors of the trade mark wEaTHER- 
VANE registered for women’s wearing apparel, conducted in four 
states WEATHERVANE GOLF TOURNAMENTS. The Assistant Commis- 
sioner, over-ruling the Examiner, directed registration of wEaTH- 
ERVANE as a service mark. (Hx parte Handmacher-Vogel, Inc., 
98 USPQ 413, 44 TMR 191 and see Allen, ‘Ma Perkins rides 
again,” 45 TMR 636 (1955).) 

The limits of relief obtainable as between one service mark 
and another or between it and an ordinary mark are illustrated by 
two cases in which the cREYHOUND bus service were involved. They 
obtained an injunction against a rival offering a GREYHOUND ser- 
vice of conducted tours to Cuba, but they failed to get relief 
against a defendant who used a running dog as a trade mark 
for optical machinery. (Greyhound Corp. v. Goberna, 54 USPQ 
45, 32 TMR 333 (C.A. 5, 1942) and Greyhound Corp. v. Robinson 
Houchin Corp., 89 USPQ 621.) 

The title of a case heard in the Court of Appeals, Second Cir- 
cuit, conveys to the reader a fair idea of the dispute: Maternally 
Yours, Inc. v. Your Maternity Shop, Inc. The defendants, whose 
shop was two blocks away from the plaintiffs, thought that the 
best defence was attack, maintaining that the plaintiffs’ mark was 
void because their application had falsely stated that “The trade 
mark had been continuously used and applied to Maternity Ap- 
parel consisting of dresses, slips, bloomers, toppers, lounging 
robes, housecoats, girdles, brassiéres and nightgowns, but the only 
evidence of use prior to the application was the mailing of a 
‘jumper’ from New York to a customer in New Jersey. The Court 
held that a single instance of interstate use coupled with an in- 
tention to continue use was sufficient. The alleged clash with 
MATERNELLE did not help as the Patent Office held that that mark 
had been abandoned. The Court of First Instance granted an 
injunction and the Appeal Court upheld it, observing “We think 
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that the result reached was correct, although we would place less 
emphasis upon the subjective intent of an alleged infringer. An 
intent on the part of an alleged infringer to palm off his products 
as those of another is, of course, a relevant factor in determining 
the likelihood of consumer confusion” (110 USPQ 462, 46 TMR 
1509). 

In anti-trust suits the U.S. courts have shewn much boldness 
in extending their jurisdiction beyond the Federal frontier, and 
we have seen that boldness applied in a Trade Mark case (Steele 
v. Bulova Watch Co., 92 USPQ 266, 42 TMR 299 and 95 USPQ 
391, 43 TMR 57. Cf. British Nylon Spinners Ltd. v. I.C.J. 1953 
Ch. 19). We shall none of us be sorry that an overbold plaintiff 
failed—Vanity Fair Mills, Inc. v. T. Eaton Co., Lid. et al., 24 
C.P.R. 85, 45 TMR 1191 (1955) and 25 C.P.R. 61, 46 TMR 852. 
VANITY FAIR was registered in U.S.A. as a trade mark for women’s 
underwear by the Plaintiff on 3rd April, 1917. The Defendant had 
independently registered the same mark for similar goods in 
Canada on 10th November, 1915. Notwithstanding the earlier 
date of the Canadian registration (for the date seems to have 
had no effect on the proceedings) the Plaintiff sought a judgment: 


“(1) That plaintiff’s rights in the trade mark vanity Falk are 
superior in Canada to those of defendant. 


(2) That defendant has infringed plaintiff’s United States 
trade mark VANITY Fark. 


(3) That defendant has been guilty of unfair competition 
in Canada. 


(4) That defendant has been guilty of unfair competition 
in the United States. 


(5) That defendant has breached a contract.” 


Both the District Court and the Appeal Court declined to 
grant the remedies sought, the latter making it plain that in the 
instant case only the first factor existed (and was insufficient) of 
the three factors in the earlier BuLova case, which were (1) The 
defendant’s conduct had a substantial effect on U.S. commerce (2) 
the defendant was a U.S. citizen and (3) there was no conflict with 
the trade mark rights established under the foreign law, the 
foreign (Mexican) registration having been cancelled. 

The Appeal Court dealt with the pleading based on Art. 10 
of the Paris Convention (whereby Union countries are bound to 
assure nationals of the Union an effective protection against un- 
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fair competition) by an interpretation summarised in the follow- 
ing words of Waterman, C.J.: 





“The Convention is not premised upon the idea that the 
trade mark and related laws of each member nation shall be 
given extraterritorial application, but on exactly the converse 
principle that each nation’s law shall have only territorial 
application. Thus a foreign national of a member nation 
using his trade mark in commerce in the United States is 
accorded extensive protection here against infringement and 
other types of unfair competition by virtue of United States 
membership in the Convention. But that protection has its 
source in, and is subject to the limitations of, American law, 
not the law of the foreign national’s own country. Likewise, 
the International Convention provides protection to a United 
States trade mark owner such as plaintiff against unfair 
competition and trade mark infringement in Canada—but only 
to the extent that Canadian law recognizes the treaty obliga- 
tion as creating private rights or has made the Convention 
operative by implementing legislation. Under Canadian law, 
unlike United States law, the International Convention was 
not effective to create any private rights in Canada without 
legislative implementation. However, the obligations under- 
taken by the Dominion of Canada under this treaty have been 
implemented by legislation, most recently by the Canadian 
Trade Marks Act of 1953, 1-2 Elizabeth II, Chapter 49. If 
plaintiff has any rights under the International Convention 
(other than through $44 of the Lanham Act) they are derived 
from this Canadian law, and not from the fact that the Inter- 
national Convention may be a self-executing treaty which is 
part of the law of this country.” 




































Section 9 of the Canadian Unfair Competition Act reserves to 
a person the right to use his own name. But in practice the man- 
ner of such use may be limited to obviate confusion. The Queen’s 
Bench Court of Manitoba granted an injunction and damages in 
favour of the company registered as proprietor of the trade mark 
A KILROY ORIGINAL for women’s blouses against a company formed 
by Frank Kilroy, a former officer and shareholder of the pro- 
prietors, using the word xizRoy also for blouses, in a script which 
as a matter of first impression looked similar to the registered 
mark as used (Donald Hart Ltd. v. Kilroy, 20 C.P.R. 44—1954). 

The Ontario High Court in an action in which the plaintiff 
sought damages and an injunction for infringement of copyright 
and passing off had occasion to hold that the use by the defendant 
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of his own mark does not preclude passing off. The dispute arose 
in connection with electric lamps. Spence J. observed “In this 
trade there is such a clutter of brand names and company names 
that the repetition in the defendant’s sales catalogue and even 
in the order book of illustrations and get-up strikingly similar to 
those which originated with the plaintiff and had been used for 
some time by it might well persuade a customer that he was 
buying the plaintiff’s products, perhaps through the agency of 
the defendant.” The defendant had pinned too much faith on his 
trade mark sun Ray as sufficient to distinguish his material from 
that from which he had made copies. The Judge remarked “Such 
a device cannot protect the defendant and has failed to protect 
many a defendant who has copied a distinguishing mark or get-up 
and inserted his own name in the place of that of his model.” 
(Standard Industries Ltd. v. Rosen et al., 24 C.P.R. 41, quotations 
pp. 53 and 54) (1954). 

Sometimes the fact that a concern divides its various types 
of business amongst controlled companies limits its trade mark 
monopoly. In Canada, Watermans, the Pen people, owned a com- 
pany Presto Lighters Limited. That company using presto for 
lighters and flints, and advertising its lighters on television along 
with WATERMAN pens, failed in its opposition against the registra- 
tion by a third party of presto for pens, in view of the difference 
of products and the manner of use. One surmises that the result 
might have been different if Waterman had called their controlled 
company Presto Lighters and Pens Limited (Presto Lighters 
Limited v. Granik, 26 C.P.R. 43). 

OVOMALT was refused registration in India (Calcutta) on two 
grounds: it could not be considered as an invented word and it 
was dis-entitled to protection in a Court of Justice seeing that the 
product was prepared from “ragi,’” a cereal, and not from egg 
(P.D.T.M.R. 1954, p. 107). 

An application before the Registrar by Glaxo Laboratories 
Limited, proprietors of ptexan for liver extract, for rectification 
of the trade mark FERROPLEXON for the same goods failed, save for 
the addition in the Register of the words “in capsule form,” the 
Registrar holding that pLEx is common to the pharmaceutical trade. 

In South Africa (Transvaale) Cavalla Limited, manufac- 
turers of cavALLA cigarettes, obtained from the Court a declara- 
tion that the Registrar had erred in granting a registration of a 
device the most prominent feature of which was the word cava- 
uER (Cavalla Limited v. International Tobacco Company of S.A. 
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Iimited, 1953 (1) S.A. 461). A couple of interesting trade name 
cases are also reported. The Eastern District Local Division and 
the Appellate Division held that the plaintiff’s name, Car and 
Truck Company Limited, lacked sufficient distinctiveness to enable 
it to stop, in the absence of clear proof of actual confusion, which 
it did not adduce Kar-N-Truk Auctions (1954 (4) S.A. 552). Union 
Bakery and Union Steam Bakery had for some forty years traded 
separately in towns some fifty miles apart but when one started 
delivering bread in the town where the other was situated and 
known the Court was prepared to grant an interdict (injunction) 
(Union Steam Bakery (Pty.) Limited v. Nichas (1955 (1) S.A. 
25)). 

Remembering that our own Office allowed the registration 
of pustic (72 R.P.C. 1955, p. 151) for adhesives for industrial pur- 
poses, one is interested to read that the Australian Registrar de- 
clined to register pusLay for a cleaning preparation (A.O.J. 1957, 
p. 237). On the other hand one wonders if he was not taking the 
British swaLLow decision too far in refusing registration of REVERE 
as a trade mark for “magnetic tape sound recorders” on the 
ground of its surname significance, even though it was not found 
as a surname in Australia (A.O.J. 1957, p. 239). 

Perhaps few would question the Registrar’s objection of num 
in respect of “anaesthetic” (A.O.J. 1957, p. 107). 

One may feel more doubtful about the rejection (for textile 
products) of miss AMERICA on the grounds that every trader has 
the right to claim or aspire to claim that his goods have been 
patronised by the person who by her success in a contest is entitled 
to call herself miss america. (The unsuccessful opponents had as- 
serted that no one would believe that sockrey brand briefs were 
worn only by jockeys (A.0.J. 1957, p. 109).) 

When I looked in the Index of the State Reports of New 
South Wales (1952) under the heading Trade Marks, it read “See 
Defence and War”! I believe there is a moral there, but I must 
conclude without tracing it and I thank you for your patient 
attention. 
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REPORT ON ITALIAN TRADEMARK DECISIONS 
By Attilio Luzzatto* 


In this report I propose to discuss briefly certain problems 
arising in the application of the Italian Trademark Act of 1942, 
which have formed the object of recent Court decisions and may 
be of interest to foreign trademark owners. 

These problems are: 


a) whether certain provisions of the Trademark Act of 1942 
are constitutional and therefore enforceable; 

b) what are the nature and the limits of the rights resulting 
from trademark registrations; 

ec) whether the effects of a trademark registration extend 
beyond the class of registration, and, if so, to what degree; 

d) whether special rules apply to the protection of trade- 
marks for pharmaceutical preparations; 

e) under what conditions will a registration become void on 
the ground that the trademark has become generic; 

f) what are the conditions for a trademark assignment; 

‘g) when a foreign owner of a trademark has assigned his 
Tights to an Italian registrant, the importation into Italy, 
by others than the assignee, of the goods manufactured 
by the foreign trademark owner or other assignees, and 
bearing the original trademark, constitutes infringement. 


The first Italian Trademark Act dated from 1868 and was 
very schematic: in practice, trademark matters were governed 
until 1942 by a set of rules developed by the Courts interpreting 
the Act of 1868. The Act of 1942 mostly translated the rules of 
jurisprudence into specific statutory provisions, but it also intro- 
duced some new provisions. 

But even the Act of 1942 has not proved entirely satisfactory 
and there has been talk that it should be revamped. However, at 
the moment the attention is concentrated on problems of patent 
law and it is likely that the Trademark Act will remain unchanged 
for a good many years. 

In Italy, of course, only Parliament (the House of Deputies 
and the Senate) is empowered to enact legislation. Occasionally, 


* Attorney and Counsellor-at-Law at Milan; Member of the Supreme Court Bar; 
Foreign Associate Member USTA. 
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however, Parliament may delegate its powers to the Executive, 
by a so-called “delegation act,” viz. an act authorizing the Gov- 
ernment (a word which in Italy designates the Executive branch 
exclusively) to regulate a specified subject matter by a so-called 
“legislative decree,” which acquires thereby the standing of an 
act of Parliament. Every “delegation act” lays down the limits 
and the basic principles of the legislation to be enacted. Any pro- 
vision contrasting with, or exceeding the limits set by the cor- 
responding “delegation act,” is unconstitutional, and may be so 
pronounced to be, and thereby voided, only by the Constitutional 
Court. The first decision of the Constitutional Court is dated 
June 14, 1956; previously, the general Courts had jurisdiction 
over matters of constitutionality and could decline to enforce a 
provision of law, although they could not void it on the ground 
that it was unconstitutional. 

In 1956, the Government was delegated to enact new legisla- 
tion on Industrial Property (Patents, Models and Trademarks), 
and proceeded to do so by a decree of September 13, 1934. This 
legislation was to become effective six months after publication 
of the enforcement rules. However, these rules were never pub- 
lished. A Delegation Act of 1939 delegated the Government to 
render the decree of 1934 effective, and to coordinate and modify 
its provisions to bring them into agreement with the International 
Convention and with the other Italian laws, provided that the 
several matters, such as trademarks, were to be dealt with by 
separate Acts and the enforcement of certain provisions was to 
be indefinitely postponed. 

The Trademark Act of 1942, enacted under the authority of 
the Delegation Act of 1939, contains several provisions that have 
been challenged as unconstitutional. The tendency of the general 
Courts was to construe the requirements for constitutionality 
rather strictly as evidenced by the refusal to enforce more than 
one Section of the Patent and Trademark Acts. Recently, the 
Constitutional Court has examined Section 14 of the Patent Act 
of 1939 (unpatentability of processes for the manufacture of 
medicinal products) and has reversed the decisions of the Courts 
by holding it to be constitutional (In re Carlo Erba et al. v. Parke 
Davis et al., January 26, 1957). The decision relates only to that 
specific Section, but is believed to indicate a trend towards a more 
lenient concept of constitutional requirements in this particular 
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field. It is hard to say whether such a trend really exists and how 
it may affect other cases. 

The most interesting among the provisions of the Trademark 
Act that have been challenged as unconstitutional, is the require- 
ment for the renewal of trademark registrations every twenty 
years. Under the Act of 1868, the duration of registrations was 
unlimited. The Court of Appeals of Milan, Jn re Siade v. Gandini, 
June 16, 1953 held the statutory requirement of renewal to be 
unconstitutional and the non-renewed registrations to be still in 
force. Later decisions of the lower Courts have affirmed the same 
point of view; but since the question has not yet been brought 
before the Constitutional Court, all trademark owners will be well 
advised to renew their registrations at the proper time. They 
should keep in mind however, that when a mark was not renewed, 
the registration has not necessarily lost its effectiveness. 

Another new provision of the Act of 1942, namely the cancel- 
lation of trademark registrations because of non-use over a 
period of three years, may also be unconstitutional; but this 
question has never been decided by any Court. 

The determination of the nature and limits of the rights 
arising from trademark registrations, involves first of all the 
question as to whether a trademark is infringed when confusing 
similarity exists between the registered trademark and that of the 
defendant. Even though it does not lead to a confusion of goods 
and to a misleading of the purchasers as to the origin of the goods. 
The answer is that it is infringed. 

In Italy, the rights of the owners of trademark registrations 
have long been conceived as autonomous property rights, and their 
violation as independent of any actual passing off. 

For purposes of registration rights, the trademark must be 
dissociated from the goods on which it is applied. Infringement 
is a consequence of confusing similarity between trademarks 
taken per se, independently of the goods; if trademark infringe- 
ment also leads to confusion of the goods, then there are grounds 
for an action of unfair competition as well. 

These principles have not always been applied by the lower 
Courts. In a recent case (In re Ditta Angiolini and Goedecke v. 
SMIT, August 2, 1956) the Supreme Court stated that when an 
infringement suit is brought “the existence of confusing similarity 
between the two trademarks should be examined . . . but—contrary 
to unfair competition suits—the examination should not extend 









710 THE TRADEMARK REPORTER Vol. 47 T. M.R. 


to the possible confusion of the goods to which the trademarks 
are applied.” 

This principle having been laid down so explicitly by the 
Supreme Court, it seems unlikely that the lower Court will fail 
to apply it in the future. 

Of course, while in principle trademark infringement and 
unfair competition are two different and independent things, in 
most practical cases they are more or less interlocked, but a 
discussion of their relationship and of the claims for damages 
that may arise from one or the other or both, would lead too far 
afield. 

It is to be noted that the registrant has a right to the word or 
sign constituting the trademark only insofar as it functions as a 
trademark within a certain domain of commercial activity. Thus, 
a word of the common language, which in itself could never be 
claimed by an individual, can be validly registered and become the 
object of the aforesaid right of property, as a trademark for 
goods unrelated to its common meaning. 

To define the boundary of this domain, is a basic and much 
discussed problem. The broad principle is clear: the registration 
covers not only the goods indicated in it, but also “all the goods 
related thereto either because of their intrinsic nature or because 
of their destination to the same class of customers or to the satis- 
faction of the same needs” (Supreme Court, Jn re Verga v. 
Riccardi, July 24, 1956). But the application of this principle 
is not always easy, especially in borderline cases. Generally, the 
Courts tend to be more generous in granting protection to the 
more notorious trademarks. The following instances are indica- 
tive of the attitude of the Courts. 

A registration covering “liquors and alcoholic beverages” was 
held to extend to non-alcoholic flavoring extracts used in the 
manufacture of liquors (Supreme Court, Jn re La Florida v. 
Pugno, March 15, 1952). A registration in a class comprising 
“leather and hide, rubber, leather and rubber substitutes in sheets, 
threads and tubes,” where the plaintiff manufactured rubber heels 
and soles and the like, was held to extend to rubber suckers for 
babies (Court of Appeals of Milan, In re Stabilimento Astro 
Pietro Ferraris v. Prodotti Astro, December 3, 1954). A regis- 
tration in the classes comprising “alcoholic and non-alcoholic 
beverages,” was held to extend to candy (Supreme Court, Sic v. 
Martini & Rossi, February 21, 1955). However, in the latter 
case, the defendant manufactured liquor-filled candy, and it is not 
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clear whether the decision would have been the same had it 
been ordinary candy. 

The Supreme Court, Jn re Ditta Angiolini and Goedecke v. 
SMIT, supra, took under advisement the question whether specially 
restrictive criteria should be applied to determine the existence 
of infringement of trademarks for pharmaceutical products. In 
that case, the Court of Appeals of Turin held that the defendant’s 
use of the trademark vacamin did not infringe the plaintiff’s 
registered trademark vecanin. While the difference between the 
two marks was admittedly slight, nevertheless it would be de- 
tected if the marks were examined by physicians due to their 
special knowledge. Other Courts of Appeal had rendered similar 
decisions in the past. The Supreme Court, on appeal, reversed 
the lower Court’s decision, holding among other things, that the 
trade in pharmaceutical preparations involves various classes 
of people who are not particularly discriminative, and that the 
judgment as to whether two marks are confusingly similar, 
“should be based on the average intelligence and diligence of the 
consumers for whom the goods are intended and not on the 
possibility of an examination on the part of a person endowed 
with particular intelligence or knowledge.” 

As a result of this decision, the lower Court will have to grant, 
at least in principle, the same degree of protection against in- 
fringement of trademarks for pharmaceutical preparations as 
to all other trademarks. 

Under the Trademark Act of 1868, no specific provision was 
made for the cancellation of a trademark registration when the 
mark has become generic. The Courts, after considerable debate, 
reached the conclusion that the registration lost its effectiveness 
only when an extensive and unopposed use of the trademark by 
the registrant’s competitors, effectively proved that the registrant 
had abandoned his exclusive rights on the trademark or at least 
had acquiesced in its general use. 

The Act of 1942 contains the following provision (Section 41) : 
“The registration becomes void . . . if the trademark has become 
the generic name of a product or merchandise.” This would 
appear to be a clear provision that cancellation is the consequence 
of the objective fact that the trademark has become generic, irre- 
spective of how this has come about, but actually it had been 
construed in two opposite manners. 

The Tribunal of Milan, in what is likely to become a cause 
celébre (In re Farbenfabriken Bayer and Soc. COFA v. Istituto 
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Farmaterapico Italiano, May 28, 1954) refused to consider the use 
of the word asproninina for a pharmaceutical preparation an 
infringement of the registered trademark asprrina, on the ground 
that asprrina had become a generic name, although only the plain- 
tiffs applied it to their goods as a trademark. The Tribunal said: 
“The trademark’s owner has no defence against the public, and 
it may occur that a mark, swept off by its own fame, escapes its 
creator’s control... A moral argument has been invoked against 
the apparent paradox of this result... But since we are dealing 
with a natural phenomenon, the concept of injustice has no 
juridical relevance here ... Just as the property of a thing is 
lost if the thing is lost, this... through the force of circumstances 
the trademark right becomes empty of content.” 

However, the Court of Appeal of Milan (July 31, 1956) re- 
versed the Tribunal’s decision. The Court said that since asprrina 
“was used only by the plaintiffs as a trademark,” it may be said 
that the word asprrina has become of common use, but not that 
the trademark has become a generic name, because a generic 
name comes into being when a trademark ceases to be the dis- 
tinctive mark of a product and becomes indicative of a genus of 
products, that is, necessarily, of a plurality of products originat- 
ing from different manufacturers .. .” 

The case is due to come up before the Supreme Court, on 
appeal from the last mentioned decision. Although the Supreme 
Court has already held in other cases that the cancellation of 
a trademark registration only occurs when the registrant has 
remained inactive in the presence of infringement (for instance, 
In re Nesozzi v. Codazzi, August 2, 1956) the new judgment is 
awaited with interest as the entire matter will be reviewed; until 
then, it cannot be stated without reservation that the concurrent 
use on the part of a plurality of competitors is necessary for a 
trademark to become a generic name, and that common use by 
the public is not sufficient. 

Section 15 of the Trademark Act of 1942 deals with the con- 
ditions for a valid assignment of a trademark. A trademark can 
be assigned provided that: a) the assignee acquires its exclusive 
use; b) the “business” (this is an approximate translation of an 
Italian technical term, which will be explained later) or a branch 
of the “business” are concurrently transferred to the assignee; 
c) the assignment is not misleading the public as to the essential 
character of the goods. Of the three conditions, the first is prac- 
tically superfluous, and the third creates no legal problem. The 
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second, however, often proves something of a stumbling block, es- 
pecially to foreign trademark owners. Incidentally, it is strength- 
ened by the fact, that it is taken from the general Civil Code 
(Section 2573). No specific provision is made for an exclusive 
licence of trademarks, but the tendency is to construe it whenever 
possible, as implying an assignment. 

The word “business” is a translation of the Italian word 
“azienda” which indicates the collective assets (real and personal 
property, good will, ete.) on which the industrial or commercial 
activity of an individual or a juridical person (any one of the 
various types of companies and corporations that may be organ- 
ized under Italian law) is based. 

The application of this statutory provision is not always easy. 
It seems obvious that if a company manufactures, i.e., a brand of 
razors, under a registered trademark, and sells the registration 
to another razor manufacturer while continuing to make the 
same razor under a different mark, so that the trademark is 
merely shifted from one brand and one manufacturer to another 
brand and another manufacturer, the statutory provision is not 
complied with. But a more difficult situation arises when a manu- 
facturer assigns the trademark registration and agrees to cease 
making the goods covered by the registration, which will be made 
by the assignee, but does not sell to the assignee any personal 
property. 

In this case the only element of the business that passes to 
the assignee is the good will of that branch of the business 
connected with the manufacture and sale of the specific goods. 
If the language of the Trademark Act were taken literally, the 
assignment might be null and void, and the lower Courts have 
often tended towards that point of view. 

However the Supreme Court, In re A.R.A.R. v. Soc. Prodotti 
Profumeria e Igiene, October 7, 1952, held that the statutory pro- 
vision had been complied with when the assignor of a trademark 
registration for cosmetics, also gave to the assignee the know-how 
for making the products covered by the registration and the 
exclusive right for Italy to manufacture and sell the said prod- 
ucts. More recently, the Court of Appeal of Genoa, Jn re Roger 
Bellon v. Istituto Chimico Savio, March 6, 1954, held that the 
trademark registrations RECTOCALCIUM and REcTocaLcio for phar- 
maceutical preparations, had been validly assigned, inasmuch as 
the assignment mentioned that “all the activities related to said 
marks” had been transferred, and the assignor had not yet begun 
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to manufacture the goods in Italy (less than three years having 
elapsed after the registrations) and therefore the public could not 
be misled by the assignment. 

It appears therefore that the Courts lately tend to ease the 
rigid provision of the act by a wise consideration of the condi- 
tions prevailing in each case, and to consider valid an assignment 
when it does not lead to any confusion of the public. Nevertheless, 
care should be exercised in drafting assignments, and mention 
should always be included that all the activities connected with 
the trademark are being assigned together with the registration. 

In many instances a foreign trademark owner has assigned 
the Italian registration to an exclusive licensee or agent. Others 
have purchased abroad the goods manufactured by the assignor or 
other foreign assignees bearing an original or authorized trade- 
mark, and have imported them into Italy. The controversy as to 
whether this constitutes infringement has persisted for some time: 
it should not be confused with the controversy as to whether 
importation into a territory where there is an exclusive agent, 
constitutes unfair competition independently of trademark in- 
fringement. 

The Courts have rendered conflicting decisions in the past. 
However the matter seems to have been settled by a recent deci- 
sion of the Supreme Court, In re Istituto Burlando v. Palmolive 
S.p.A., October 20, 1956, which held the importation of soap bear- 
ing the mark PaLMOLIvE, applied thereon by the Palmolive com- 
panies in Argentina and Australia, to constitute infringement of 
the registered Italian trademark. 

The Court said: “It is irrelevant that the mark has been 
legitimately applied abroad to the goods manufactured there 
and later imported into Italy, since that which was originally 
lawful becomes unlawful at the moment in which the goods are 
brought into Italy, and use is made in the territory of the State of 
the. trademark, on goods not manufactured by the only party 
having exclusive rights to the trademark in Italy, said rights 
being thereby infringed.” 

A report on problems on this subject that are still under 
discussion will be prosecuted at a later date upon their clarifi- 
cation. 
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Canada 
Opposition Proceedings 






The owners of the trademark russrPsEct, registered in Canada 
in respect of medicated preparations for human use in the treat- 
ment of coughs, colds, bronchitis, pneumonia, catarrh, asthma and 
like ailments, opposed an application to register TUSSALGINE in 
respect of suppositories for colds. The Registrar held: 









“...I have carefully considered the evidence submitted and 
also the comments of the attorney for the opponent at the 
hearing held before me on March 28, 1957, the attorney for 
the applicant having failed to appear for the hearing after 
having been duly notified. 









It is my decision that the proposed trademark TussALGINE 
would not be confusing with the trademark Tussrpect. Ac- 
cordingly the opposition is rejected ...”. 







P. Betersdorf & Co. A.-G. v. Tremis of Canada Ltd., 26 Canadian 
Patent Reporter 90 (Section IT). 










Opposition Proceedings 


The owners of the trademark russirect, registered in Canada 
in respect of medicated preparations for human use in the treat- 
ment of coughs, colds, bronchitis, pneumonia, catarrh, asthma and 
like ailments, opposed an application to register TUSSIPHEN in 
respect of cough syrup. The Registrar held: 









“...I have carefully considered the evidence submitted and 
also the comments of the attorney for the opponent at the 
hearing held before me on March 28, 1957, the attorney for 
the applicant having failed to appear for the hearing after 
having been duly notified. 


J It is my decision that the trademark of the opponent is con- 

fusing within the meaning of Sections 6(2), (3) and (5) of | 
the Trade Marks Act. Accordingly, therefore, the applica- 
tion for the registration of the trademark TussIPHEN is re- 
fused ...”. 












P. Beiersdorf & Co. A.-G. v. Tremts of Canada Ltd., 26 Canadian 
Patent Reporter 91 (Section II). 
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Great Britain 
Malicious Falsehood—Passing-Off 


The plaintiffs are manufacturers and distributors of milk and 
milk products. One of their products is condensed milk sold under 
the trademarks BRITISH MAID and MOONRAKER. F'rom 1940 to 1954 
the plaintiffs’ entire output of condensed milk was taken by the 
Ministry of Food. When this product was decontrolled in March 
1954, the plaintiffs and other milk manufacturers were concerned 
about what would be done with the large stock of milk products 
which the Ministry still had on hand. Of particular concern to 
the plaintiffs was the fact that some of this stock held by the 
Ministry was more than six months old and no longer in its original 
fresh state, and if it were put on the market the plaintiffs believed 
that their good will would be impaired. After negotiations, the 
Ministry sold back to the original producers a certain amount of 
its stock and the remainder, including all of the plaintiffs’ con- 
densed milk was sold to other purchasers who were required to 
covenant that the milk would be used for manufacturing purposes, 
or for animal feeding, or for export. It is clear that this covenant 
could be enforced against those who purchased the milk directly 
from the Ministry but subsequent purchasers could not be bound 
by it. 

The defendants purchased a large amount of the plaintiffs’ 
BRITISH MAID milk from someone other than the Ministry. The 
defendants were aware that the price which they paid for this milk 
was considerably below the prevailing wholesale rate. The defen- 
dants had received, along with all of the plaintiffs’ other customers, 
a notice from the plaintiffs warning against the purchase of con- 
densed milk at bargain prices and that the plaintiffs could accept 
no responsibility for the condition of such milk if the quality 
should prove sub-standard on account of age. When the plaintiffs 
learned that the defendants were selling the old milk directly to 
the British public for human consumption, they sued the defen- 
dants for malicious falsehood and passing-off. 

It was established that, although the plaintiffs did not stamp 
a date on the BritisH MalID labels, they did put a code number on 
the labels which let them know when the milk was produced and 
it was established that the plaintiffs took effective steps to pre- 
vent stale milk of its own from being sold to the public. With 
respect to the claim of passing-off it was not necessary for the 
plaintiffs to establish that the defendants knew that they were 
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passing something off as being something other than what it was 
in fact (although the question of knowledge might be relevant to 
the assessment of damages) and the contention of the plaintiffs was 
that the defendants were passing-off one class of the plaintiffs’ 
goods for another class. The defendants argued that there could 
be no such passing-off if the public were not aware that there 
were two different classes. Furthermore, the defendants con- 
tended that there was really nothing wrong with the BriTIsH MAID 
milk which they sold. On these two points Stable, J., held that 
(1) it was not necessary for the public to be aware of the two 
different classes as long as the distinction was recognized by the 
trade; and (2) the milk sold by the defendants was apparently 
between two and three years old and had turned into a sort of 
jelly and, although such milk might not be harmful to health, a 
substantial number of the plaintiffs’ customers had objected and 
complained and accordingly the defendants could not be heard to 
say that there was nothing wrong with the milk which they had 
sold. Accordingly, the decision with respect to passing-off rested 
upon the question of whether or not the defendants had made any 
false representations with respect to the milk they sold. None of 
the defendants’ purchasers were ever informed of the source, 
origin, age and true nature of the milk. However, since the milk 
was sold in its original containers bearing the plaintiffs’ label and 
trademark, the Judge held that this was a representation that the 
milk was the plaintiffs’ normal current output and this representa- 
tion by the defendants was not true. 

On the issue of malicious falsehood, having established that 
there had been falsehood and that such falsehood was injurious 
to the plaintiffs, the Judge held that the defendants knew that 
they were making false representations or if they did not know 
that it was because “they deliberately and wilfully shut their 
eyes to the truth.” The only thing, therefore, which remained 
to be settled was whether or not the falsehood was malicious and, 
in this connection, the Judge stated: 


“As I have no doubt this case will go further I had better 
state quite plainly what my findings on that issue are. I am 
quite satisfied here that there was never any intention—that 
is to say, deliberate intention—in the mind of the defendants 
or anybody connected with them to do the plaintiff company 
harm. I do not think that the defendants cared a row of pins 
whether it was the plaintiffs’ milk or whether it was one of 
their competitors’ milk. They were not there to harm the 












The Judge then considered various precedents and continued: 





The defendants were held to be guilty of both passing-off and 
malicious falsehood and the question of further relief was held in 
abeyance pending an appeal. Wilts United Dairies, Ld. v. Thomas 
Robinson Sons & Coy., Ld., 1957 R. P. C. 220. 
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plaintiffs, what they were out for was making a profit, to ad- 
vantage themselves. So that if you limit ‘malice’ in this context 
in this way, that there cannot be malice unless there is the 
direct intention to harm the plaintiffs—or, putting it in an- 
other way, unless the object in view was to harm the plaintiffs 
then, accepting that as being the definition of ‘malice’ in this 
context, in this case there was no malice.” 


“As I understand the law it is this, that if you publish a 
defamatory statement about a man’s goods which is injurious 
to him, honestly believing that it is true, your object being 
your own advantage and no detriment to him, you obviously 
are not liable. If you publish a statement which turns out to 
be false but which you honestly believe to be true, but you 
publish that statement not for the purpose of protecting your 
own interests and achieving some advantage to yourself but 
for the purpose of doing him harm, and it transpires, contrary 
to your belief, that the statement that you believed to be true 
has turned out to be false, notwithstanding the bona fides of 
your belief because the object that you had in mind was to 
injure him and not to advantage yourself, you would be 
liable for an injurious falsehood. 


The third proposition which I derive from the cases is this, 
that if you publish an injurious falsehood which you know to 
be false, albeit that your only object is your own advantage 
and with no intention or desire to injure the person in rela- 
tion to whose goods the falsehood is published, then provided 
that it is clear from the nature of the falsehood that it is 
intrinsically injurious—lI say ‘intrinsically,’ meaning not de- 
liberately aimed with intent to injure but as being inherent 
in the statement itself, the defendant is responsible, the malice 
consisting in the fact that what he published he knew to be 


false.” 


Opposition Proceedings 
An application was filed to register the word EXxCELLA in re- 


spect of boots, shoes and slippers. The applicants own an existing 
registration for ExcELLALL for the same goods. The ExcELLA ap- 
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plication was opposed by the owners of the trademark ExcELLo 
registered in respect of stockings and socks. It was conceded that, 
the two marks being almost identical, the only issue was whether 
or not shoes on the one hand and stockings on the other are goods 
of the same description. Although shoes and stockings are worn 
in close association by the user, and although they are sometimes 
sold in the same shops over the same counters, and although they 
may on occasion have similar and in some cases identical whole- 
sale and retail trade channels, there was no evidence of the actual 
proportion of goods so sold and the Registrar held that the goods 
“«... are so completely different that the fact that members 
of the public saw the two classes of goods exposed for sale in 
the same shop under very similar marks would not be sufficient to 
raise a real tangible danger of confusion.” One of the factors 
leading to this decision was a well-known precedent in which 
shoes and shoe polish were held to be dissimilar and the Regis- 
trar’s opinion was that shoes and shoe polish were much closer 
than shoes and stockings. The opposition was dismissed. Darnell 
(J.) & Son Ld., 1957 R. P. C. 177. 


Netherlands 


Amendment of the Trademarks Act 


An amended Dutch Trademarks Act was promulgated on May 
8, 1957. 


Confusing Similarity of Trademarks 


The Dutch Trademarks Office refused protection in the Nether- 
lands to an international registration for crIsEomicinAa on the 
basis of a prior international registration for CHRISTAMYCINE. 
Both registrations covered pharmaceuticals broadly. 

On appeal to the Court of First Instance the decision of the 
Trademarks Office was affirmed. The owners of criszomicina then 
offered to limit the coverage of their registration in the Nether- 
lands to “an antibiotic preparation of the tetracycline species, 
available only upon a doctor’s prescription” and the Court ordered 
that the international registration be accepted in the Netherlands 
in respect of this limited specification, on the basis that, although 
the difference between the marks was slight, it was sufficient to 
be perceived by physicians and pharmacists. 

The Trademarks Office appealed to the Court of Second In- 
stance and finally to the Supreme Court and lost all the way. The 
Supreme Court either ignored or dismissed the arguments of the 
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Trademarks Office that the limitation of the specification of goods 
to prescription items was without legal effect, that no proof was 
furnished that the goods in question were necessarily prescrip- 
tion items under the health laws and that the coverage of the 


older mark had not been similarly restricted. Supreme Court, 
Decision of October 12, 1956. 
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PATENT OFFICE 


The following notice appeared in the Official Gazette of May 
14, 1957, 718 O.G. 219: 


Appointment of Substitute Attorney 


In order to simplify the procedure relative to new powers of 
attorney filed in connection with the formation, dissolution or re- 
organization of firms, a power of attorney signed by the attorney 
or firm orginally empowered to act appointing a substitute attor- 
ney or firm, will be accepted provided that the original power of 
attorney authorizes a substitution, and provided further that the 
substitute attorney or firm includes at least one person who was 
empowered to act under the original power of attorney. 

Except as indicated above, no appointment of a substitute 
attorney will be accepted unless it is signed or concurred in by 
the applicant or the assignee of the entire interest. In all cases 
where the substitute power of attorney is accepted, the name of 
the replaced attorney or firm will be cancelled from the file. 

The Docket Clerk of the examining division will enter all 
proper substitute powers of attorney filed in ex parte cases which 
are signed by the principal attorney or firm. Other substitute 
powers of attorney should be forwarded immediately to the 
Docket Branch for acknowledgment, acceptance and entry when 
properly signed or for return when not in compliance with this 
Notice. 


This Notice supersedes the Notice of July 13, 1953. 


Rosert C. Watson, 
Apr. 23, 1957 Commissioner. 





Copies of Trademark Registrations 


The following notice was printed in the Official Gazette on 
May 21, 1957 (718 O. G. 9, TM 91): 


To the list of uncertified copies of trademark registrations 
available, published in the Official Gazette on January 18, 1955 
(690, O. G. 3, page TM 83, 45 TMR 46) there is added: 

Status copy showing title -.................-......... $1.50. 


DapHneE LEEps, 
May 3, 1957. Assistant Commissioner of Patents. 
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BOOK REVIEW 


THe Law or RestricTivE TrRapE PRAcTICEs AND Monopo.ies. By 
R. O. Wilberforce, Q.C., Alan Campbell and Neil P. M. Elles. 
R. Gresham-Cooke, Consulting Editor. London, Sweet & Max- 
well,. Ltd., 1957. (Toronto, The Carswell Company, Ltd.) Pp. 
667. $13.45. 


Trademark owners in the United States have, for some time, 
followed with much interest and growing concern the severe re- 
strictive trade practices statutes, which have recently been enacted 
on the part of such European countries as Sweden, Norway and, 
most recently, Great Britain. The Restrictive Trade Practices Act 
of 1956, which came into force in Great Britain on August 2d of 
that year, has now been analyzed, commented upon and explained 
in this comprehensive treatise which undoubtedly will be considered 
the standard work on the subject. It is indeed quite amazing that 
a scholarly work discussing the infinite variety of problems under 
the 1956 Act should have been published even before the first 
official interpretations of the act have been made. “The London 
Times” of April 17, 1957, reported that the first cases have been 
filed with the newly formed Restricted Practices Court and that 
they concern a wide variety of registrable restrictions in the bakery 
products, paper, cotton, pharmaceutical, building construction and 
other industries. The newly appointed Registrar of Restrictive 
Trading Agreements has been asked to bring a number of regis- 
tered agreements pertaining to price or territorial restrictions 
before the court in the near future. According to information 
received from the Trade Marks Patents and Designs Federation, 
in its May 1957 Report, the features of agreements covered by 
the Board of Trade’s first direction include the following: national 
and local recommendations for minimum prices of bread; fixing 
of prices, cutting charges and discounts to wholesalers in respect 
of corrugated paper; fixing of minimum prices for single and 
double cotton yarns; national and regional recommendations for 
flour prices; distribution of certain proprietary remedies and 
chemists’ goods only through approved wholesalers and retailers; 
recommendations for prices to be quoted for supplying milk to 
schools, and, in some cases, deciding which firms may quote; and 
fixing. of minimum prices to retailers for certain kinds of carpets 
and discounts to wholesalers on an approved list. 
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The volume here under review aims at a complete description 
and analysis of the act, including its interesting legislative his- 
tory and its effects upon foreign corporations doing business in 
Great Britain. There are chapters on trade association activities, 
on resale price maintenance and many other problems which form 
so important a part of our own antitrust law. Interestingly 
enough, the authors, in analyzing the new act, lean heavily on 
certain U. S. precedents in the antitrust field and often take oc- 
easion to explain the purposes and probable scope of the British 
Act by drawing analogies from some of the leading U. S. cases. 

Of particular interest to trademark owners will be that part 
of the book which deals with the exemption provided by the new 
act with regard to registered user agreements under the British 
Trade Marks Act. According to Section 8.7 of the act, the act 
does not normally apply to registered user agreements nor to cer- 
tain agreements authorizing the use of certification marks. 

In our opinion, this treatise constitutes the most important 
publication yet published in Great Britain with regard to any 
aspect of those restraint of trade problems which, in the United 
States, have been within the purview of our antitrust laws. For 
any large corporate law department doing business in or with 
Great Britain, this book will be indispensable. 


W. J. D. 
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COMMON NAMES FOR PEST CONTROL CHEMICALS, K 62 


A procedure whereby manufacturers of pesticides may seek 
national recognition and acceptance of coined names to replace 
long technical names has been established by the American Stand- 
ards Association through its Committee on Common Names for 
Pest Control Chemicals. This committee consists of representa- 
tives of ten associations, including The U. S. Trademark Associa- 
tion, sponsored by the U. S. Department of Agriculture. The 
common name applies to the pure chemical and is available for 
unrestricted use. 

Copies of the Standard Procedure are available from the 
American Standards Association, 70 East 45th Street, New York 
17, New York. A fee of $300 is charged to defray the expenses. 
The procedure includes preparation of a statement by the manu- 
facturer which, among other information, includes a trademark 
search to assure there is no conflict and listing of trademarks 
having a remote connection with the proposed common name. 


Grorce W. Fiero 
U. S. T. A. Delegate to 
A. S$. A. Committee on 
Common Names for Pest Control 
Chemicals 





1. See also Dr. Fiero’s report in 46 TMR 177 (1956). 
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IN MEMORIAM ., 


Professor Dr. Eduard Reimer 


It has just been learned that Professor Eduard Reimer, Presi- 
dent of the German Patent Office and internationally known authority 
on the law of industrial property, unexpectedly passed away while 
attending the recent International Conference at Nice for the re- 
vision of the Madrid Arrangement for international registration of 
trademarks. 


Throughout his active life Professor Reimer not only authored 
the most up-to-date and comprehensive text and commentary on the 
German law of trademarks and unfair competition but he also 
established an international reputation and became widely known in 
the United States as the editor of both the “Gewerblicher Rechts- 
schutz und Urheberrecht” and the accompanying “Auslands-und 
Internationaler Teil” of the same publication. Moreover, Professor 
Reimer was one of the first who advocated a more liberal international 
approach toward the assignment and licensing of trademarks. In 
1938 he published a study based on the discussions during the 
London Conference of 1934 entitled “New Ways for Assignment and 
Licensing of Trademarks in National and International Business” 
which received wide attention in other countries, including the 
United States. More recently Professor Reimer pioneered toward 
establishing a European Patent and Trademark System. When he 
was appointed president of the German Patent Office at Munich 
after the war, he not only succeeded in re-establishing that Office for 
the West German Republic but in addition brought about the crea- 
tion of an institute for the comparative study of patent, trademark 
and copyright law which works in close cooperation with the Uni- 
versity of Munich. 


A few years ago our members and readers had the privilege of 
welcoming Professor Reimer as guest of The United States Trade- 
mark Association and gaining the benefit of his views presented in 
an address which greatly contributed towards better understanding 
of the civil law conception of trademark protection and unfair 
competition. We believe that his untimely and unexpected death 
has deprived all those interested in the promotion of better inter- 
national relations in the trademark field of one of its most distin- 
guished and universally respected leaders. 


W. J.D. 
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ARTICLES 


Callmann, Rudolf 
Unfair Competition with Imported Trademarked Goods. (Virginia Law Review, 
v. 43, no. 3, April 1957, pp. 323-351.) 









Dexter, George T. 

Changing Company Name Brings Problems, Profit. (Industrial Marketing, vol. 42, 
no. 5, May 1957, pp. 51-53.) 
Puget Sound Sheet Metal Works changed name to Puget Sound Fabricators, Inc. 







Diamond, Sidney A. 
How Safe Are Your Trade Characters? (Advertising Agency Magazine, May 10, 
1957, pp. 35-36.) 


Ecke, Alice B. 
Sheaffer-Parker Rivalry Dominates 57 Pen & Pencil Sales Battle. (Sales Manage- 
ment, May 17, 1957, pp. 29-31, 110-117.) 


Freeman, J. William 
Ohio’s New Trademark Act. (Ohio Bar, v. 30, no. 15, April 15, 1957, pp. 285-292.) 









Green, Harold E. and Sarah Lee Gerrish 
Battle of the Brands gets Hotter. ( Printers’ Ink, May 17, 1957, pp. 95-98.) 
Analysis of 23-market survey polls opinions of 70,000 families on 150 subjects. 







Jayson, Tom 
Anniversary Promotion Can Be an Investment in the Future. (Printers’ Ink, May 
24, 1957, pp. 40, 44-45, 48, 50.) 
The Borden Co. and its promotion program after 100 years. 
Knight, Bob 


Selling Power of Brand Acceptance. (Printers’ Ink, May 17, 1957, pp. 25-27.) 
Eastman Kodak Co.’s ad campaign for new home-movie camera BROWNIE. 









Morocco 
Patents and Trademarks. (Patent and Trade Mark Review, v. 55, no. 7, April 


1957, p. 199.) 


Saudi-Arabia 
Trademarks. Prohibition to Use of Pictures and Emblems. (Patent and Trade 


Mark Review, v. 55, no. 7, April 1957, pp. 197-198.) 


Smith, Jo 
“If You’re Curious, You Have a Head Start. (Printers’ Ink, May 24, 1957, pp. 

31-32.) 

Author tells her story about her “Havabanana” series for United Fruit Company. 










* Copies of these articles are available for reference in the Association’s library. 
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UNITED STATES LIFT SLAB CORPORATION et al. v. 
C. D. WAILES CO. et al. 


No. 643208 — Calif. Super. Ct., Los Angeles Co. — December 7, 1956 













REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—SECONDARY MEANING MARKS 
Even a descriptive trade name can acquire a secondary meaning. 
Secondary meaning signifies a meaning second in chronological order which 
has become primary and dominant denoting not a product but a particular producer. 
The secondary meaning doctrine is the result of the law’s concern for the 
protection of the public from deception and the business firm whose efforts have 
created such meaning from piracy of its good will. 
The words “lift-slab” used in connection with a slab-lifting method of con- 
struction found to be descriptive and without secondary meaning. 



























Action by United States Lift Slab Corporation and Vagtborg Lijt 
Slab Corporation v. C. D. Wailes Co., C. D. Wailes, Western Concrete 
Structures Company, Allan H. Stubbs, and Edward K. Rice for unfair 

competition. All defendants except C. D. Wales Co. filed cross-complaint 

against plaintiffs, C. Henning Vagtborg, William O. Miller, Kenneth N. 

Lind, Carl Fornstrom, Seymour I. Amster, and Patric Ryan. Judgment 
against C. D. Wailes Co.; complaint and cross-complaint otherwise dis- 

missed. 


Huebner, Beehler, Worrel & Herzig, Herbert Huebner, Joseph Dubiel, and 
John K. Ford, of Los Angeles, California, for plaintiffs and cross- 
defendants. 
Maynard B. Henry, of Los Angeles, California for C. D. Wailes Co. 
Fulwider, Mattingly & Huntley, William K. Rieber, and Henri Grivi, of 
Los Angeles, California, for remaining defendants. | 


PaLMER, Judge (orally). 

My appreciation for the magnificent effort of all counsel in this case is 
unbounded. I regret that the demands on my time are such that I cannot 
prepare a written opinion as exhaustive in detail as your briefs. 

When those briefs were completed and filed and I thus could take the 
case under submission, I was (and still am) engaged in a trial longer and 
more difficult than yours. Believing that promptness of judicial de- 

4 cision is more important than wordiness, having read and thoughtfully con- 
sidered your briefs, having done a good deal of independent research, and 
believing that my thoughts on the case have matured to the point of de- 
cision, I shall not delay announcing that decision, making this rather in- 
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formal statement to apprise you as concisely as possible of the reasons for 
the decision. 

The theory pursued by plaintiffs has been made quite clear both in 
their amended complaint and in their briefs: Defendants, it is claimed, 
acquired their knowledge of the lift-slab method when occupying a con- 
fidential relationship to plaintiffs, and having thus acquired such knowl- 
edge, they may not, in law, equity, or ethics, use such knowledge to the 
injury of plaintiffs. 

The principle of equity asserted here is well established, universally 
recognized in the United States, and is not questioned by counsel for de- 
fendants. The variety of circumstances in which the principle can be 
effective is such as to incline us to the illusion that we need no precise 
or clear definition of the term “confidential relationship” and no definite 
conception of its necessary ingredients. I have used the word “illusion” 
thoughtfully, because, in my judgment, a vitally important premise to our 
reasoning is a clear, specific conception of what is involved in a confidential 
relationship. If such a premise were required by nothing else, it would be 
enjoined by the basic policy of our law favoring competition and by the 
very infinity of situations in which we humans can become involved. 

I hold that a confidential relationship, as required by the principle 
evoked by plaintiffs, must have three ingredients. No one of them needs 
to be expressly stated by the parties or proved by direct evidence. But 
all must be present, and their existence must be at least reasonably in- 
ferable. For simplicity of statement in defining those elements, I omit 
elaboration on the possibility of reciprocation, sometimes, of course, an 
actuality. 

1. A must trust B, not necessarily to do or not to do a specific thing, 
but in a real and positive way related to B’s conduct insofar as it may affect 
A. The most common and perhaps the most extreme example is the re- 
lationship of husband and wife, wherein each trusts the other, nearly always 
silently, to be loyal, honest, and solicitous of the other’s well being. 


2. B must know of that trust, or the circumstances must be such as to 
make reasonably inexcusable a lack of such knowledge, and he must accept 
the trust, if not expressly, then by acquiescence or conduct reasonably 
justifying A in believing that B knows of A’s trust in him and that B 
accepts or has accepted the ethical responsibility of that trust. 


3. Out of the synchronism of intent, interests, and motive thus estab- 
lished, and all the enveloping and involved facts, a duty of loyalty must 
be begotten to rest on B, a duty which may be too broad or general for 
specific definition but which, nevertheless, must be determinable in relation 
to any specific conduct of act or omission. 

As I view it, the evidence in this case not only fails to show the con- 
fidential relationship asserted by plaintiffs, but positively and convincingly 
shows that no such relationship existed, and that no information about the 
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slab-lifting method acquired by defendants was obtained in or through any 
such relationship. 

My attention now is directed to plaintiff’s claim of having an exclusive 
right to use the words “lift-slab” in designating the slab-lifting method of 
construction. 

That these are descriptive words seems to me to be a fact not admitting 
reasonable question. I observed throughout the trial that even the extraor- 
dinarily able counsel for plaintiffs, when clearly intending only a de- 
seriptive term, apparently were able to think of no other description of 
the construction method involved than “slab-lifting” or “slab raising” or 
“lift-slab.” Confronted in the drafting of briefs with the same problem of 
terminology, they responded in the same way. Of many instances, I shall 
mention only two. On page seven of the opening brief, at lines 14 and 15, 
they say: “ * * * before Rice and Stubbs had gone into the business of 
lifting slabs * * * .” On page 13, of the same brief, at lines six and 
seven, they use the term as an adjective, thus: “ * * * and a slab lifting 
subcontractor, * * * .” Clearly the building method involved in the case 
is a method of lifting slabs of concrete or of raising them, if you prefer a 
synonymous verb, or, if you would follow the modern trend to contraction, 
a lift-slab method. 

I agree with counsel for plaintiffs that even a descriptive trade name 
may come to have a “secondary meaning” related to a particular business 
entity, and as such be protected in the ownership of that entity. This pos- 
sibility requires us to gain an accurate conception of what is denoted by 
the term “secondary” meaning. 

The term can be highly confusing unless we understand that the word 
“secondary” relates to chronology and not to any ratio of acceptance or use 
of two or more possible meanings. The vital fact required in applying the 
doctrine of secondary meaning is that a meaning which is secondary in time 
has become primary and dominant in use and acceptance, with the addi- 
tional increment that in its newer meaning, the term denotes to the buying 
and consuming trade not a product, or not merely a product, but a par- 
ticular producer. 

Of numerous opinions and texts that might be cited let me quote from 
only these: 

Mr. Justice Brandeis in Kellogg Company v. National Biscuit Com- 
pany (Plaintiff), 305 U.S. 111, 59 S.Ct. 109, 39 USPQ 296, 299 (28 TMR 
569), concerning the contention that the words “shredded wheat” had 
acquired a secondary meaning: 


“The evidence shows only that due to the long period in which the 
plaintiff or its predecessor was the only manufacturer of the product, 
many people have come to associate the product, and as a conse- 
quence the name by which the product is generally known, with the 
plaintiff’s factory at Niagara Falls. But to establish a trade name 
in the term ‘shredded wheat’ the plaintiff must show more than a sub- 
ordinate meaning which applies to it. It [plaintiff] must show that 
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the primary significance of the term in the minds of the consuming 
publie is not the product but the producer. This it [plaintiff] has 
not done.” 


The “shredded wheat” case has extra significance in the fact that the 
original user of the term had spent a fortune in developing its business and 
promoting its product under the name “shredded wheat.” 

Judge Learned Hand in Crescent Tool Co. v. Kilborn & Bishop Co., 
247 F. 299, 300 (8 TMR 177): 


“All of them [instances where the doctrine of ‘secondary meaning’ 
is applicable] presuppose that the appearance of the article, like its 
descriptive title in true cases of ‘secondary meaning,’ has become as- 
sociated in the public mind with the first comer as manufacturer or 
source, and, if a second comer imitates the article exactly, that the 
public will believe his goods have come from the first and will buy, 
in part, at least, because of that deception. Therefore it is apparent 
that it is an absolute condition to any relief whatsoever that the plain- 
tiff in such cases show that the appearance of his wares has in fact 
come to mean that some particular person—the plaintiff may not 
be individually known—makes them, and that the public cares who does 
make them, and not merely for their appearance and structure.” 


Restatement of the Law of Torts, sec. 716, comment b, p. 560, vol. 3: 


“The phrase ‘secondary meaning,’ * * * does not mean a sub- 
ordinate or rare significance. It means rather a subsequent significance 
added to the previous meaning of the designation and becoming in the 
market its usual and primary significance. 

* * * 

“The issue in each case is whether or not in fact a substantial num- 
ber of present or prospective purchasers understand that designation, 
when used in connection with goods, services or a business, not in its 
primary lexicographical sense, but as referring to a particular per- 
son or association.” 


It is easy in looking for the desired or alleged “secondary meaning”’ 
to overlook a distinction clearly seen and noted by Justice Brandeis in the 
shredded wheat case. It is a primary goal of nearly all commercial 
advertising to bring the buying public or a substantial part of it to the 
point where, when it thinks of a certain article or service, it will think of a 
specific institution or person making or selling the product or service. One 
advertiser says in effect: “When you think of cameras or film, think of East- 
man.” Another: “When you think of tires, think of Goodyear.” Another: 
“When you think of gasoline, think of Standard.” All these efforts succeed 
to a certain extent. But that success does not make the descriptive words 
taken from the public domain, trade names for the exclusive use of the 
advertiser. Admitting a possible few exceptions among subnormal people, 
even those who, for example, do think of Heinz when they think of baked 
beans, know that the words “baked beans” merely refer to a product 
marketed by a firm named Heinz as well as by others. 
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In the shredded wheat story, the National Biscuit Company, because 
of pioneering in the field, enjoyed for a considerable period a monopoly 
in manufacturing and selling the product and in using the name. Within 
that period, no doubt, anyone who had any concern in the relationship 
associated shredded wheat with the National Biscuit Company as maker. 
Still the descriptive words were held not to have acquired a “secondary 
meaning.” In the story of our case, the plaintiffs, because of the pioneer- 
ing of themselves and their predecessors in interest, have had a Virtual 
monopoly in the slab-lifting method of construction, with the almost cer- 
tain consequence that persons in the building trades, when thinking of the 
lift-slab method, have thought of plaintiffs or one of them. It does not 
follow, however, and it is not probable, that contractors, engineers and 
architects ever have failed to note the distinction between the term lift- 
slab as descriptive of a method or process and the same words as part of 
a firm name. 

It is important to note the purpose and function of the doctrine of 
“secondary meaning.” The concern of the law reflected in the principle has 
two aspects, both of which derive from the same possibility, deception. The 
law means to protect the buyer from being deceived into purchasing the 
product or service of one institution under the belief that he is buying that 
of another. And the law means to protect the good will and trade of a 
business firm from being pirated by such deception. 

This necessary ingredient of actual or probable deception is clearly 
indicated in the opinion of Judge Learned Hand previously quoted. It 
is set forth even more specifically in Richmond Remedies Co. v. Dr. Miles 
Medical Co., 16 F.2d 598 (13 TMR 382), wherein the court said (p. 602; 
the emphasis is mine) : 


“When a descriptive or geographical word or symbol comes by 
adoption to have a secondary meaning denoting origin, its use in this 
secondary sense may be restrained, tf 1¢ amounts to unfair competition. 
In such a case, tf the use of tt by another be the purpose of palming 
off the goods of one as and for the goods of another, a court of equity 
will interfere for the purpose of preventing such a fraud.” 


The evidence in this case shows no deception in or from the conduct 
of defendants, no act or omission that was likely to deceive, no intention to 
deceive, no probability of deception, and no effort whatsoever to “palm 
off’ defendants’ service as that of the plaintiffs or either of them. The 
trade involved in this story is an intelligent, discriminating, bargaining 
trade in which the buyers are building contractors, architects and en- 
gineers. They work continually in a highly competitive market in which 
most of the descriptive terms of their jargon are used by many competi- 
tors. Not the slightest chance exists that the use of the words “lift-slab” 
by defendants to correctly denote a method of construction offered by them 
will deceive any of these potential buyers into contracting with defendants 
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believing that the service contracted for will be furnished by plaintiffs 
or either of them. 

The following cases also will be found pertinent and helpful in rela- 
tion to the doctrine of “secondary meaning”: U-Drive-It Co. v. Wright & 
Taylor, 110 S.W.2d 449, 453, 270 Ky. 610; Quaker State Oil Refining Co. 
v. Steinberg, 189 A. 473, 476, 325 Pa. 273; Nu Enamel Corporation v. Nate 
Enamel Co., 271 N.Y.S. 656, 151 Mise. 405; Saunders System Atlanta Co. 
v. Drive It Yourself Co., 123 S.E. 132, 135, 158 Ga. 1; Beneficial Loan 
Corp. v. Personal Loan & Finance Corp., 100 F.Supp. 838, 848, 92 USPQ 
14, 21 (42 TMR 114) (D.C. Ark.) ; Howards Clothes Inc. v. Howard Clothes 
Corp., 52 N.W.2d 753, 758, 236 Minn. 291, 93 USPQ 107, 110 (42 TMR 
675) ; French Am. Reeds Mfg. Co. v. Park Plastics Co., 90 A.2d 50, 54, 20 
N.J. Super. 325; Koolvent Metal Awning Corp. of America v. Price, 84 
A.2d 296, 298, 368 Pa. 528; Schwartz v. Television Center, 189 F.2d 691, 
692, 89 U.S. App. D.C. 30, 89 USPQ 362 (41 TMR 568) ; Navy Club of 
U.S. of America v. All-Navy Club of U.S. of America, 85 F.Supp. 679, 682, 
83 USPQ 65, 67 (39 TMR 928) (D.C. R.I.) ; Morse-Starrett Products Co. 
v. Steccone, 86 F.Supp. 796, 83 USPQ 496 (40 TMR 41) (C.C. Cal.); 
Mavco, Inc. v. Hampden Sales Assn., 77 N.Y.S. 2d 510, 516, 273 App.Div. 
297, 77 USPQ 62 (38 TMR 568) ; Foss v. Culbertson, 1386 P.2d 711, 718, 17 
Wash.2d 610, 57 USPQ 341, 347 (33 TMR 325); Bagby v. Blackwell, 211 
S.W.2d 69, 75, 240 Mo. App. 574; Balttmore Bedding Corporation v. Moses, 
34 A.2d 338, 343, 182 Md. 229, 59 USPQ 405, 409 (34 TMR 17) ; Selchow & 
Righter Co. v. Western Printing & Lithographing Co., 142 F.2d 707, 709, 
61 USPQ 470, 472. 

For the reasons indicated in the foregoing statement, my decision is 
that plaintiffs may not take anything by this action, and that cross-com- 
plainants should have declaratory relief under their ninth cause of action, 
as prayed. 

This notice already is longer than I expected it to be, and I shall not 
burden you with a detailed discussion of the first eight causes of action of 
the Second Amended Cross-Complaint. Counsel, I am sure, will appropri- 
ately relate the observations and findings that follow to the respective 
causes of action. 

I have no hesitancy in finding a total absence of malice on the part of 
Cross-defendants in relation to any conduct charged against them. True, 
they have been aggressive, eager and alert in an effort to protect what they 
have believed to be exclusive rights in the lift-slab method of construction ; 
and they have had, I am sure, a very sincere belief in those rights, a belief 
founded, if not in the letter of the law, in their sense of equity and fair 
play. Their attitude is easily understood. I am appreciative of it and 
am not without a normal empathy toward it. In their zeal they may have 
erred in judgment, but they have not been malicious. Indeed, I am sure 
that they do not bear and have not borne any ill will of a personal nature 
toward the defendants. 





Vol. 47 T. M.R. U. 8. LIFT SLAB v. WAILES CO. 


We have a principle of law that the violation of a statute constitutes 
actionable wrong creating civil liability only as to those persons for whose 
benefit or protection the statute was enacted. Bateman v. Doughnut Corp. 
of America, 63 Cal.App.2d 711, 717, 147 P.2d 404, 407, 408; Richards v. 
Stanley, 43 Cal.2d 60, 271 P.2d 23; Hagen v. Laursen, 121 Cal.App.2d 
379, 263 P.2d 489; Nunneley v. Edgar Hotel, 36 Cal.2d 493, 497; 225 P.2d 
497, 499. 

This law is pertinent to the cross-complaint. For example, consider 
section 17500 of the Business and Professions Code, cited and in part 
relied on by cross-complainants. Clearly this statute was enacted for the 
benefit and protection of the buying public, not for competitors bidding 
for trade in the same market, although they, of course, may indirectly 
benefit from the statute. 

The letter of October 11, 1954, Exhibit D-75, does overstep the bounds 
of exactitude, but the significant fact in respect to it is that in spite of it, 
defendants did the slab-lifting job for the Santa Ana Junior College 
building. 

It is not an actionable wrong for one person to tell another that the 
former intends to file suit against the latter, when such an intent actually 
exists, especially as confirmed by the later filing of the suit, even though the 
plaintiff have no meritorious cause of action. The law favors litigation as 
against “shooting it out.” The law does afford this protection: if a person 
brings suit without probable cause and with malice, the defendant, after 
winning the case, has a cause of action for malicious prosecution. 

The fact that a person, in the face of a “threat” of litigation, pulls out 
of an association, contractual relationship or proposed transaction, does 
not in itself support an inference of an actionable wrong against another 
person injured by the withdrawal. A man has a right to exercise his own 
business judgment, and many men of superior judgment will go a long way 
to avoid litigation even when thoroughly convinced of the total weakness of 
the claims of the proposed adversary and completely confident in the ethical 
and legal rectitude of their own position. That a man takes steps to avoid 
litigation does not necessarily mean that he has been deceived by the 
threat of it. 

In the foregoing statements I have not ignored the type of case in 
which one person may commit an actionable wrong in inducing another to 
break a contract with a third person. 

In maintaining an encouraging legal environment for a competitive 
economy, it is a practical necessity to allow some margin from precise virtue 
for “puffing” as between competitors, when no harm is done to the buying 
public. Otherwise, how could we have the mattress most conducive to sleep 
of all mattresses, or one of the only two America’s great beers, or the world’s 
largest service station, or the cigarette approved by most doctors, or the 
automobile found by actor Lowry Dorey to give the smoothest, swiftest. 
soothingest, of all rides? 
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I find a good deal of merit in the arguments on the cross-complaint 
advanced by counsel for cross-defendants in their closing brief, although 
I do not imply complete endorsement. 

From the controversy and competition between the parties, cross- 
complainants plainly have suffered very substantial damage, and I am as 
sympathetic toward them in that injury as I am toward the cross-defendants 
in their effort to protect a large investment and a business structure built 
on faith in the protectability of asserted exclusive rights. The consequences 
of the battle, I feel, are the non-actionable consequences of fighting for a 
market before courts have reached decisions on the contested issues. 

I was sincerely impressed by what I believed to be the integrity of in- 
tent and the general high character of all the witnesses in this case. The 
cross-complainants, as younger men, are entitled, I think, to this special 
word: I admire them profoundly for their intelligence, their learning, 
their ambition, their integrity, their judgment and their courage. 

That statement probably is poor compensation for my decision that 
they may not take anything by their cross-complaint. However, it is my 
judgment that they have and recover their costs of suit. 

Before closing this statement, I would express also a very great admira- 
tion and a citizen’s gratitude for the Institute of Inventive Research and 
its kindred organizations and for Mr. Thomas B. Slick from whose splendid 
vision and generosity those institutions were born. 

Counsel for defendants will prepare findings of fact, conclusions and 
judgment. The judgment against one non-contesting defendant as stipu- 
lated for will be included in the one judgment on the case. 


McCABE-POWERS AUTO BODY CO. v. AMERICAN 
TRUCK EQUIPMENT COMPANY 


No. 7725 — D. C., D. Oregon — February 28, 1957 


REGISTRABILITY—GEOGRAPHIC TERMS 
REGISTRABILITY—SECONDARY MEANING MakkKS 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—EVIDENCE 
Testimony pertaining to the extensive use of the mark AMERICAN for the pur- 
pose of establishing secondary meaning could not be lightly treated when offered 
by independent dealers based upon long personal knowledge. 
REGISTRABILITY—GEOGRAPHIC TERMS 
REGISTRABILITY—SECONDARY MEANING MARKS 
While it is extremely difficult to acquire trademark rights in a geographical 
word such as AMERICAN so as to preclude others from using the said word, a 
secondary meaning can be created therein and when this occurs the mark will be 
accorded the same degree of protection as a mark which is “strong” at its inception. 
REGISTRABILITY—ABANDON MENT 
Abandonment is dependent upon intent as well as upon non-use and where the 
evidence showed that the plaintiff after taking an assignment of the secondary 
meaning mark AMERICAN added thereto its own name POWERS, no abandonment 


could be inferred. 
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REGISTRABILITY—SECONDARY MEANING MARKS 
REMEDIES—INFRINGEMENT—EVIDENCE 
It is not necessary to establish fraud in order to prevail in a trademark in- 
fringement and unfair competition case but such element if present is a matter 
for consideration in determining secondary meaning. Where it appeared that prior 
to defendant’s adoption of the name and mark AMERICAN its principal officers and 
stockholders had knowledge of the value of such mark to plaintiff as a result of 
their former employment relation with it, fraud and bad faith were inferred. 
REGISTRABILITY—GEOGRAPHIC TERMS 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
It is necessary to show only a likelihood of confusion, not actual confusion, 
in order to justify the grant of injunctive relief. Such likelihood was found to 
exist as a consequence of defendant’s use of the word AMERICAN in its corporate 
name and in connection with the sale of metal bodies and vehicle mounted equip- 
ment used by public utility companies in view of the prior use of such word by 
plaintiff and its assignor in connection with similar goods. 


Action by McCabe-Powers Auto Body Co. v. American Truck Equip- 
ment Company for trademark infringement and unfair competition. Judg- 
ment for plaintiff. 

Hart, Spencer, McCulloch, Rockwood & Davies and W. W. Wyse, of Port- 
land, Oregon, and Alfred W. Petchaft, of St. Louis, Missouri, for 


plaintiff. 
W. E. Ramsey and J. Pierre Kolisch, of Portland, Oregon, for defendant. 


East, District Judge. 


PARTIES AND JURISDICTION 


The Plaintiff, McCabe-Powers Auto Body Co., is a Missouri corpora- 
tion, with its principal office and place of business in St. Louis, Missouri. 

The defendant, American Truck Equipment Company, is an Oregon 
corporation, having its principal office and place of business in Portland, 
Oregon. 

Jurisdiction of this Court is founded upon diversity of citizenship 
with the amount of the controversy involved exceeding $3,000.00. Further, 
that the suit is prosecuted under trademark laws of the United States, 
Act of July 5, 1946, C.540 Title VIII, Sec. 43. 


STATEMENT OF CASE 


The Plaintiff filed its complaint alleging, in connection with its mer- 
chandising affairs, first, unfair competition, second, trademark infringe- 
ment, and third, false designation of origin on the part of the Defendant 
in its merchandising activities, and prayed for relief, in short, as follows: 


1. Injunction from the use by Defendant of the designation, AMERICAN 
in its corporate name or as trademark or in any way, manner or form what- 
soever in connection with Defendant’s merchandising of its product. 


2. An accounting by the Defendant for profits and damages. 
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3. The appointment of a master herein. 
4. Costs. 


5. For such further equitable relief as the Court sees fit. 










The Defendant’s answer is, in short, a general denial of the allega- 
tions of Plaintiff’s complaint, and by way of counterclaim the Defendant 
asserts that Plaintiff’s action is filed wilfully, maliciously and in bad faith 
to harass the Defendant and for the sole purpose of damaging the Defen- 
dant rather than to protect any right Plaintiff might have, and prays, in 
short, for the following: 









1. That Plaintiff’s complaint be dismissed. 


2. That Defendant be awarded $50,000.00 general damages and 
$50,000.00 exemplary damages. 






3. For recovery of costs of action and further equitable relief as the 
Court deems just. 






STATEMENT OF FACTS 







From the agreed facts in the pre-trial order admitted herein and the 
evidence adduced at the trial, the Court finds: 

That the American Coach and Body Company, an Ohio corporation 
(American Coach), was founded in 1922. American Coach maintained its 
principal office in Cleveland, Ohio, and was engaged in the business of 
manufacturing and selling throughout the United States metal bodies and 
vehicle mounted equipment used by public utility companies and authori- 
ties. American Coach, in promotion of its merchandise, advertised under 
the notation AMERICAN. These advertisements appeared in various maga- 
zines and publications throughout the United States. 

There had been filed in the United States Patent Office application 
for registration of the trademark AMERICAN. The exact status of the trade- 
mark registration through the Patent Office of the notation, AMERICAN 
is not clear. Suffice to say registration of the notation is of no concern to 
this litigation as the plaintiff claims a common law trademark in connec- 
tion with the notation AMERICAN. 

Salesmen of American Coach were generally known throughout the 
trade and referred to as AMERICAN salesmen. Brochures and catalogues 
identified equipment and parts as AMERICAN. Orders for equipment and 
replacement parts were ordered from American Coach by the trade through- 
out the United States through the use of the word, AMERICAN plus a serial 
or identification number. 

That from 1922 until 1950, American Coach was the leader and in all 
probability the largest manufacturer in this particular field of merchan- 
dise in the United States, all with national distribution and good reputa- 
tion. The trademark of American Coach was a shield with the letters 
ACB inscribed. 
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Prior to 1950 the plaintiff and American Coach had been competitors 
in this specialized field. The plaintiff had its original inception in Missouri 
in 1871 as the McCabe-Young Manufacturing Company and has been a 
corporation with its present name since 1923. The trademark of plaintiff 
had been POWERS within an oval. 

In 1950 the plaintiff, at a cost of over $1,000,000.00 purchased the 
business of American Coach as an addition to its business, acquiring 
all trademarks, good will, patents, files and assets of every nature except 
real estate. 

. After the mentioned purchase, plaintiff, with an intent to consolidate 
the good will of the powers company and the AMERICAN company, com- | 
bined the words POWERS and AMERICAN within the Powers oval. This 
edmbination was and is still being used in advertising, letterheads, bro- 
chures and catalogues. Plaintiff has expended approximately $600,000.00 
for advertising within the field using the above designation during the 
six} year period since the purchase. 

Plaintiff has developed an intended plan whereby the powers oval was 
to be gradually de-emphasized and the acs shield dropped entirely. For 
this reason there would be a transitional period where both names would 
be used and therefore the application for registration of the trademark 
was allowed to drop. 

The Defendant was organized in 1951. The principal stockholders 
and officers are Mr. Thomas R. Hall and his father, Mr. Fred Hall. 
Prior to the organization of Defendant, both of the mentioned men were 
in the employ of the plaintiff and had been previously in the employ of 
American Coach. Mr. Fred Hall, for many years, had been a salesman 
for American Coach and later manager of their Oakland, California, 
branch office. 

Shortly before the purchase of American Coach by the Plaintiff, 
but after knowledge of the purchase and negotiations for future employee- 
employer relationship, the connection of the two men with Plaintiff was | 
severed. The evidence does not clearly indicate the entire circumstances 
of the severance, however, it is clear there was an irreconcilable disagree- 
ment between the parties over the basis of future employment. It is evi- 
dent from the evidence that the parting of the ways was not friendly or 
harmonious. Shortly after the severance of employer-employee relation- 
ship the Messrs. Hall organized the Defendant corporation, and engaged 
as principal stockholders and officers in its corporate management. 








































CoNTENTIONS 










It is the Plaintiff’s contention that since at least 1924 and until 1950, 
the trade within the utility field had come to recognize merchandise bear- 
ing the notation AMERICAN as emanating from and being the product of 
American Coach. That because of this, the word AMERICAN, although ad- 
mittedly being geographic in its inception, had acquired a secondary 
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meaning within the utility body and vehicle equipment field, and thus 
become a valid common law trademark. 

Defendant contends that it adopted the word AMERICAN in its corporate 
name because when it started business it was handling the products of at 
least two companies whose names included the name AMERICAN, and, fur- 
ther, that it was spreading nationally and was not to be confined to a local 
concern status. 


Is the word AMERICAN capable of trademark significance in the 
public utility field? 


A leading case in this Ninth Circuit is North American Air Coach 
System, Inc., et al., appellant v. North American Aviation, Inc., appellee, 
231 F. 2d 205, 208, 107 USPQ 68, 69-70 (46 TMR 70) (1955), wherein the 
following premise is made basic: 


“The purposes for which plaintiff was organized, its history as a 
business concern, the relationship of the public to the activities so 
conducted and the good will built up in that business are important 
factors in determining the existence and extent of a secondary mean- 
ing of the name of plaintiff.” 


The Court points up a distinction between so-called “strong” and 
“weak” trade names and classifies “weak” names as words of common speech 
and those descriptive of the locality or area where services are performed, 
and that where facts warrant Courts will grant protection even to “weak” 
trade names or marks. The court continues at page 210, 107 USPQ at 71 
(46 TMR at 74): 


“The doctrine of secondary meaning is applied as to weak names 
and particularly as to descriptive or geographic designations. The 
question of whether a monopoly of such a title has been acquired 
depends upon its use in relation to goods, business or service to the 
point where the public identifies the name with a particular individual 
or entity. It is extremely difficult to give to a geographic term a 
proprietary connotation since under ordinary circumstances it can- 
not be used to exclude others who operate in the same area, as above 
noted. But this does not mean that a name of territorial origin may 
not acquire a secondary or fanciful meaning. When this occurs, the 
proprietorship in the designation or mark will be afforded as complete 
protection as if it were a ‘strong’ mark at the inception.” 


See the following cases that reason a geographic name which has 
acquired a secondary meaning in connection with or in relation to a mer- 
chandise product will be protected: Phillips v. Governor & Co. of Adven- 
turers of England Trading into Hudson’s Bay, 79 F. 2d 971, 27 USPQ 
229 (25 TMR 635); American Automobile Insurance Co. v. American 
Auto Club, 184 F. 2d 407, 87 USPQ 59 (50 TMR 955). 

The defendant lays stress upon the case of American Wine Co. v. 
Hohlman, 158 F. 830, in suggesting that the word AMERICAN is ordinarily 
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incapable of being a trademark. This Court believes the mentioned case 
is distinguished from the case at bar for the reason that the single issue 
in The American Wine Co., case was whether a valid technical trademark 
had been established. Quoting from the case at pages 832-833: 


“The bill in the case at bar does not proceed upon the ground 
of unfair competition in trade. There are no facts alleged in the bill 
which show that any injury has resulted to the complainant, or is likely 
to result to it. It is not alleged that the defendants are engaged in 
the business of manufacturing or selling wine. It is not alleged that 
they are in any business similar to that of complainant, or that they 
deal in or sell any goods or product of like kind with those of com- 
plainant. It is not alleged that the defendants are selling or palm- 
ing off or attempting to palm off, by any particular device, symbol, 
name, or manner of marking, their goods for those of complainant. 
There are no facts alleged in the bill showing ground of fraud on the 
public and on complainant perpetrated by the defendants by inten- 
tionally and fraudulently selling or attempting to sell their goods as 
those of complainants.” 


Defendant insists that the Plaintiff has not offered sufficient proof of 
its alleged secondary meaning of the notation AMERICAN in connection with 
its business. Plaintiff’s evidence in this respect consists of testimony at 
trial and by way of depositions of Plaintiff’s agents and officials and em- 
ployees, independent dealers and distributors and other persons handling 
Plaintiff’s line of product for resale, plus catalogues, advertising material 
and purchase orders. Many of the witnesses whose testimony was taken 
by deposition were independent dealers. It is clear that these dealers 
handled competing lines of merchandise. These agents purchased from 
Plaintiff and sold to public utilities. This Court cannot treat this type of 
testimony, of long personal knowledge of the product and familiarity with 
the notation AMERICAN as a trademark in the utility field lightly. 

The long practice of advertising the word AMERICAN and by its use in 
catalogues and brochures to identify parts and products as that of its com- 
pany, are relevant, material and strong evidence. It clearly goes to show 
the purposes for which Plaintiff was organized, its history, the business 
conducted, the relationship of the public (selling area) to the activities so 
conducted and good will built up in that business, bearing in mind that 
Plaintiff’s customers are in a highly specialized field or market as dis- 
tinguished from the general purchasing public. 

The Defendant urges that the evidence should be viewed in the light 
of the doctrine of Steem Electric Corporation v. Herzfeld-Philipon, 29 
F.Supp. 1011, 44 USPQ 113 (30 TMR 129) ; and The Folmer Graflex Corp. 
v. Graphic Photo Service et al., 44 F.Supp. 429, 53 USPQ 287 (32 TMR 
280); and Skinner Mfg. Co. v. General Foods Sales Co., Inc., 52 F.Supp. 
432, 59 USPQ 118 (33 TMR 494). 

This Court believes that these cases are distinguishable from the case 
at bar. For, in the Steem Electric case the evidence, with which the Court 
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was not impressed, came from “paid investigators.” The Folmer case was 
later set for rehearing and a contest judgment against the defendant was 
entered in 1946. The point of the Skinner ease decision is that the term 
“raisin-bran” was used in a descriptive rather than a trademark sense 
and that the testimony established descriptive usage rather than secondary 
meaning. 

The Court is of the opinion that the evidence on behalf of the Plaintiff 
clearly establishes that as to American Coach the designation AMERICAN 
had a secondary meaning in line with the merchandising of its product and 
that the plaintiff succeeded to the rights of American Coach with refer- 
ence thereto. 


Does the fact that the word AMERICAN was later used in connection 
with the word PowERS constitute an abandonment on the part of 
Plaintiff ? 


Defendant urges that if American Coach had a common law trademark 
in a designation of the word, AMERICAN, it was acquired by the plaintiff at 
the time of its purchase of American Coach and its assets as aforesaid, 
and it was unnecessary and in derogation of the trademark for plaintiff 
to change the mark to POWERS-AMERICAN and thus, through its action and 
conduct abandoned any common law trademark it may have acquired. 

In Bunte-Bros. v. Standard Chocolates, Inc., 45 F.Supp. 478, 53 
USPQ 668 (32 TMR 349), the Court was presented with a somewhat 
analogous situation with the instant case. The Bunte Bros. case was an 
action involving alleged trademark infringement. The plaintiff for several 
years had been using the trademark in question in connection with his own 
name, and in considering the question of alleged abandonment, the Court 
said, at page 480, 53 USPQ at 670: 


“The burden is on the defendant to prove abandonment and the 
latter is purely a question of intent. It cannot be said that the plain- 
tiff intended to abandon its trademark merely by using its own name in 
conjunction with it and certainly abandonment cannot be found in 
view of the admission of user in paragraph 5 of the stipulation.” 


The following cases establish the premise that to prove abandon- 
ment there must not only be a non-user but a concurrent intent to aban- 
don. Gold Seal Associates, Inc. v. Gold Seal Associated Inc., 56 F.2d 452; 
Southeastern Brewing Co. v. Blackwell, 80 F.2d 607, 27 USPQ 427 (26 
TMR 1); Nieman v. Plough Chemical Co., 22 F.2d 73 (15 TMR 265). 

It therefore follows, that inasmuch as American Coach had established 
a valid common law trademark in the designation AMERICAN and plaintiff 
acquired such rights as American Coach had in the same, it would neces- 
sarily follow, under the above authorities, that the mere addition to the 
trademark AMERICAN of the use of its own name in connection therewith, 
would not constitute an abandonment. Furthermore, the evidence is con- 
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elusive that the Plaintiff did not at any time intend to abandon the 
designation of the word AMERICAN. 


Is bad faith or motive a factor in trademark infringement ? 


Bad faith is not a necessary element to establish unfair competition or 
trademark infringement. Cotex Corp. v. Oxtex Corp. et al., 187 Atl. 780. 

It appears from that case that Cotex Corp. for a number of years had 
heen engaged in the manufacture of artificial leather. It had registered 
the name coTEX in oval form. In the fall of 1935 one of its salesmen left 
its employ and organized the defendant corporation which engaged in the 
business of manufacturing and marketing artificial leather. It had stamped 
on its product the word oxTEx with the letter “T’’ enlarged and the head 
of an ox superimposed. 

The Court opined in that case: 


“The fact that the defendant was organized by a former employee 
of the complainant is immaterial. He has as much right as any third 
person to use the name oxTEx and of course he had no greater right.” 


However, where there has been bad faith the Courts have uniformly 
viven relief. 


“A fraudulent intention or bad faith will be inferred where the junior 
appropriator had knowledge of plaintiff's trademark, trade name or 
trade symbols and nevertheless deliberately copies such mark or name 
or symbols.” Lone Ranger v. Currey, 79 F.Supp. 190, 78 USPQ 244 
(38 TMR 891). 


In Chas. S. Merton Co. v. Percy Merton, 143 Atl. 515 (18 TMR 558) ; 
Percy, a brother of Chas., had for many years been employed by the Chas. 
S. Merton Co. He started as an office boy and at the time he withdrew 
from the company was a director and sales manager, following which he 
organized a new competing business giving it his own name. The case 
held that the use of the name by the new company should be enjoined. It 
is clear the Court could enjoin even the use of one’s own name in estab 
lishing a competing business when bad faith is shown. 

Other similar cases following this line of reasoning are: Akroun- 
Overland Tire Co. v. Willys-Overland Co., 273 F. 674 (11 TMR 281); 
California Fruit Growers Exchange et al. v. Windsor Beverage, Limited, 
et al., 118 F.2d 149, 48 USPQ 608 (31 TMR 121) ; Premier-Pabst Corpora 
tion v. Elm City Brewing Co., 9 F.Supp. 754, 23 USPQ 84 (25 TMR 602). 

Quoting again from North American Aircoach Systems et al. vy. 
North American Aviation, Inc., supra, 107 USPQ at 72 (46 TMR 70): 


“It may be remarked in passing that there is no rule that knowing 
an unauthorized appropriation of the name by defendants is not a fac- 
tor for consideration in determining whether the rights of plaintiff 
have been infringed. ‘These two considerations, the length of user 
and the fraud, are enough evidence of secondary meaning to support 
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an injunction.’ American Medicinal Spirits Co. v. United Distillers, 
Limited, et al., 2 Cir. 76 F.2d 124, 125, 25 USPQ 82, 83 (25 TMR 155).” 


Although the present case can be distinguished from the North Ameri- 
can case and cases cited therein, one principle of law involved is the same. 
The defendants in the cases recognized the selling power in the plaintiff’s 
name or trademark and intentionally endeavored to capitalize upon it to the 
expense of the plaintiff. 

The ease of Phillips v. Governor and Company of Adventurers of Eng- 
land, supra, lends light to this matter. In that case the defendant was 
permanently enjoined from advertising or conducting business under the 
name, HUDSON BAY FUR COMPANY. The plaintiffs in that case were and are 
commonly called the HUDSON BAY COMPANY, and the defendant, Frederick 
Phillips, was an individual doing business under the assumed name and 
style of HUDSON BAY FUR COMPANY. The history of the English firm is 
legendary in North America. The defendant operated a retail store in Reno, 
Nevada, known aS HUDSON BAY FUR COMPANY. The Court held that although 
the name was geographic it had by long use acquired a secondary meaning 
in the kind and quality of its goods and, therefore, 27 USPQ at 231 (25 
TMR at 639) : 


“it is no objection to the issuance of an injunction that its name is 
geographical.” 


and also, at page 973, 27 USPQ at 231 (25 TMR 639) : 


“Defendant’s second contention is that no injunction should issue, 
because HUDSON’S BAY is a mere descriptive term and therefore plaintiff 
is not entitled to the exclusive use thereof. He states that there are 
cities named HUDSON and HUDSON FALLS, that there is a HUDSON river 
and a HUDSON motor car, and that HUDSON in the fur industry has been 
used to denote a particular fur, such as HUDSON SEAL, HUDSON BAY SABLE 
and HUDSON BAY SEAL. In 63 C. J. 424, Sec. 115, it is said: ‘Descrip- 
tive terms and generic names are publici juris and not capable of ex- 
elusive appropriation by any one, but may be used by all the world in 
an honestly descriptive and non-deceptive manner. * * * Nevertheless, 
even descriptive and generic names may not be used in such a man- 
ner as to pass off the goods or business of one man as and for that of 
another. Where such words or names, by long use, have become iden- 
tified in the minds of the public with the goods or business of a 
particular trader, it is unfair competition for a subsequent trader to 
use them in connection with similar goods or business in such a manner 
as to deceive the public and pass off his goods or business for that of 
bis giver °° * .” 


In the case at bar the Messrs. Hall had been employed by American 
Coach and the plaintiff. Both knew the good will and reputation of the word, 
AMERICAN in the utility field and of plaintiff’s plan to capitalize upon and 
use the good will name of the company it had purchased. Therefore, the 
use of the word, AMERICAN at the outset by a local business in a highly 
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specialized field is indicative of and permit the inference of bad faith on 
the part of the principal stockholders and main officers of the defendant. 


Must plaintiff establish confusion in order to obtain injunctive 
relief? 

The defendant contends that plaintiff cannot prevail unless plaintiff 
ean show satisfactorily that defendant’s use of the word, AMERICAN as a 
distinctive part of its corporate name had resulted or was reasonably likely 
to result in confusion on the part of the purchasing market between prod- 
ucts of the plaintiff and defendant, and cites Kellogg Company v. National 
Biscuit Company, 305 U.S. 111, 39 USPQ 296 (28 TMR 569), and Palmer 
v. Gulf, 70 F.Supp. 731, 78 USPQ 349 (38 TMR 1101). 

In the Kellogg case the plaintiff sought to enjoin the defendant from 
using the name, “shredded-wheat,” and not to produce its biscuit in pillow 
shaped form. The Court held that the term, “shredded-wheat” was the 
general designation of the product. The Court said, 39 USPQ at 299 (28 
TMR 574). 


“But to establish a trade name in the term ‘shredded-wheat’ the plaintiff 
must show more than a subordinate meaning which applies to it. It 
must show that the primary significance of the term in the minds of the 
consuming public is not the product but the producer.” 


In speaking of confusion, after holding Kellogg Company had the 
right to manufacture “shredded-wheat,” the Court further said, 39 USPQ 
at 300: 


“The obligation resting upon Kellogg Company is not to insure 
that every purchaser will know it to be the maker, but to use every 
reasonable means to prevent confusion.” 


In the instant case it is not the product that is involved. The plain- 
tiff is not complaining that the defendant has no right to manufacture 
and sell its manufactured goods in the public utility field even though the 
defendant’s vehicle and body work may be of similar design to that of the 
plaintiff. The plaintiff is aggrieved, however, by the defendant’s use of the 
word, AMERICAN to designate its manufactured goods and seeks to restrain 
the defendant from using the name, AMERICAN, in connection with the 
manufacture and marketing of its product, in competition with that of the 
plaintiff. 

The dissimilarity of Palmer v. Gulf Publishing Co., supra, and the 
instant case is pointed up by the following language of District Judge 
Yankwich, 78 USPQ at 355 (38 TMR 1101): 


“And here, as will presently be shown, the external appearances 
of the magazine are so dissimilar that ‘to the eye there is not the 
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slightest danger of deception’. 
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So it follows that there is no necessity to show actual confusion. 
Likelihood of confusion in the minds of the purchasing market as to prod- 
ucts of respective companies is all that is necessary. 

Bunte Bros., supra, at page 481, 53 USPQ at 671, summarizes this 
principle as follows: 













“Each case stands on its own facts and the basic question involved in 
all of this is whether there is likelihood of confusion. It is of no 
moment that there is no direct evidence of confusion or intention to 
confuse, which element I find missing in the present case.” 









This Court is quite of the opinion that the use of the word AMERI- 
CAN as a distinctive part of the defendant’s corporate name and in con- 
nection with the sale of its product, whose principal officers were formerly 
employed by the plaintiff and American Coach, can and probably will re- 
sult in confusion in the minds of the purchasing market. 

See also a relatively recent case of Ed Sullivan vy. Ed Sullivan Radio 
d& T. V., Inc., 152 N.Y.8.2d 227, 110 USPQ 106 (46 TMR 954). 











CONCLUSION 







From the foregoing the Court concludes that the plaintiff is entitled 
to a decree herein to the effect that the defendant, its officers, agents, and 
employees, as well as any other and all persons acting by, through or 
under them, be permanently restrained and enjoined by order and injunc- 
tion of this Court from directly or indirectly using, selling or acting, in 
each and all of the particulars set forth in sub-sections (a), (b), (¢) and 
(d) of paragraph 1, of plaintiff’s prayer for relief, and allowing plaintiff 
costs of suit to be taxed, and denying the remainder of plaintiff’s prayer 
for relief. 

Counsel for the plaintiff is requested to submit proposed Findings of 
Fact and Conclusions of Law in conformity with the foregoing opinion 
and serve counsel for the defendant with copy thereof on or before March 
15, 1957, and settlement of Findings is set for Monday, March 25, 1957, 
commencing at 2 P.M. 

















BAVARIAN BREWING COMPANY, INC. v. 
ANHEUSER-BUSCH, INC. 


No. 3649 —D. C., S. D. Ohio, W. Div. — March 25, 1957 








REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—EVIDENCE 
REMEDIES—DESCRIPTIVE TERMS 

Plaintiff sues for trademark infringement and unfair competition on the 

ground that defendant’s use of the mark BUSCH BAVARIAN is an infringement of 

plaintiff’s marks BAVARIAN or BAVARIAN’s. Defendant counterclaims for the can- 

cellation of plaintiff’s trademarks on the ground that the registrations were invalidly 

obtained by fraud, costs and attorneys’ fees and damages by reason of the fraudu- 
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lent registrations. The evidence showed that plaintiff had sold its beer in a local- 
ized area surrounding Cincinnati and that it had been substantially advertised as 
BAVARIAN or BAVARIAN’S beer. Defendant urged that BAVARIAN was descriptive of a 
type of beer and produced evidence of the use of the term BAVARIAN by over sixty 
concerns in the United States and by numerous other concerns in foreign countries, 
as well as voluminous testimony by independent brewing experts that BAVARIAN is 
the name of a well-known type of beer in the United States. 
REMEDIES—DEFENSES—LACHES 
While no actual competition existed between the products, the expressed intent 
of defendant to sell BUSCH BAVARIAN in plaintiff’s area required plaintiff to bring 
action to avoid subsequent charge of laches. 
REMEDIES—EVIDENCE—SURVEYS 
Plaintiff to show secondary significance offered survey evidence that many mem- 
bers of the public had heard of BAVARIAN beer and knew it was made in the Cin- 
cinnati area, which was received over objections as to credibility of the supervisor 
of the survey. 
CANCELLATION PROCEDURE—EVIDENCE 
Defendant urged cancellation of plaintiff’s registrations upon ground that the 
affidavits supporting the registrations under §2(f) were not sworn to as affidavits 
but notarized subsequently without the knowledge of affiants, but court refuses to 
cancel registrations since substance of affidavits was substantially true. 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—TERRITORIAL LIMITATIONS 
Court held that plaintiff was not entitled to the sole and exclusive right to the 
trademark BAVARIAN on beer but the term BAVARIAN or BAVARIAN’S has ceased to be 
geographically or otherwise descriptive of the product and has in plaintiff’s localized 
area acquired a secondary significance which entitles plaintiff to an injunction 
restraining defendant from selling BUSCH BAVARIAN beer in plaintiff’s trading area 
of northern Kentucky, southeastern Indiana and southern Ohio. 





Action by Bavarian Brewing Company, Inc. v. Anheuser-Busch, Inc., 
for trademark infringement and unfair competition in which defendant 
counterclaims to cancel trademark registrations. Judgment for plaintiff 
in part and defendant in part. 


Clarence B. Des Jardins, Edward M. Tritle, Richard W. Todd, Des Jardins 
& Robinson, and Dinsmore, Shohl, Dinsmore & Todd, of Cincinnati, 
Ohio, for plaintiff. 

Wallace H. Martin, Walter J. Halliday, Robert Bonynge, William Bu- 
chanan, and Nims, Martin, Halliday, Whitman & Williamson, of New 
York, N.Y., Joseph J. Gravely, Dwight D. Ingamells, and Gravely, 
Lieder, Woodruff & Wills, all of St. Louis, Missouri, and Leonard A. 
Weakley, John H. Clippinger, Carl Turner, and Taft, Stettinius & 
Hollister, of Cincinnati, Ohio, for defendant. 


DruFFE£L, District Judge. 

This action is brought for infringement of common law rights in the 
trademark BAVARIAN, for unfair competition in trade, and for infringement 
of a trademark registration issued by the United States of America under 
the Trademark Act of 1946. 

Plaintiff’s complaint, among other things says: 

That a brewery was first established in 1866 on the premises now owned 
by plaintiff, and on which it operates a brewery. About 1870, said brewery 
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was named, and became known as, BAVARIAN BREWERY, and it has continued 
to be so known up to the present time. In 1889, a corporation was organized 
under the laws of Kentucky, having the name BAVARIAN BREWING COMPANY, 
and said corporation acquired said brewery and thereafter operated it 
until, in 1918, the brewing of beer was discontinued due to wartime re- 
striction and the advent of the National Prohibition Act. Upon the re- 
peal of the National Prohibition Act, operation of said brewery was resumed 
in 1933, by Bavarian Brewing Company, Inc., a Delaware corporation, 
which had acquired the brewery property and operated it until 1937. Plain- 
tiff, Bavarian Brewing Company, Inc., was incorporated under the laws 
of Kentucky on January 21, 1938, and immediately thereafter acquired 
said brewery known as BAVARIAN BREWERY, and has continued since Jann- 
ary, 1938, up to the present time, to operate said brewery and sell and dis- 
tribute the products thereof; 

That inasmuch as the brewery now owned and operated by plaintiff 
has been known as BAVARIAN BREWERY since 1870, and the word BAVARIAN 
has been the most prominent and distinctive part of the corporate name of 
plaintiff, and its predecessors, since 1889, the beer produced by plaintiff and 
its predecessors, became known as BAVARIAN beer within the areas in which 
said beer was sold and distributed including the States of Ohio, Kentucky, 
and Indiana, and plaintiff has acquired the sole and exclusive right to the 
trademark BAVARIAN in connection with the sale of beer, and is the owner 
thereof ; 

That since 1938, continuously, up to the present time, plaintiff has sold 
its beer in packages having prominently displayed thereon the trademark 
BAVARIAN, indicating origin of said beer with plaintiff; that the use by 
plaintiff, and its predecessors, of the word BAVARIAN in connection with the 
sale of its beer, has been so long continued and so exclusive that the term 
BAVARIAN has ceased to be geographically or otherwise descriptive of the 
product, and has acquired a secondary significance, in plaintiff’s area of 
distribution, as denoting the beer of plaintiff; 

That plaintiff has expended large sums of money in advertising its 
BAVARIAN beer from 1938 to the present time, and has continued to expand 
and increase its facilities for production of its BAVARIAN beer and extended 
the area of distribution thereof; that plaintiff’s BAVARIAN beer has become 
well and favorably known throughout its area of distribution, and plaintiff 
has acquired a valuable good will in the sale of its beer, identified as 
originating with plaintiff, and distinguished from other beers, by the mark 
BAVARIAN. That thereby, plaintiff has become the owner of the trademark 
BAVARIAN for beer, and of the sole and exclusive right to use said trade- 
mark in connection with the sale of beer; 

That on or about March 1, 1946, plaintiff adopted the trademark 
BAVARIAN’S for beer and has, since March 1, 1946, continuously used said 
trademark BAVARIAN’s in connection with the sale of beer, by applying it 
to the packages in which said beer is sold. Trademark Registration No. 
609,692 was registered to plaintiff on July 26, 1955, by the United States 
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Patent Office, for the trademark BAvarRIAN’s for beer of a legal alcoholic 
content, on the Principal Register under the Trademark Act of 1946. Said 
registration is owned by plaintiff and is in full force and effect; 

That defendant, in violation and infringement of the rights secured to 
plaintiff by its said ownership of the trademark BAVARIAN for beer, and in 
unfair competition with plaintiff, has sold, since September 1, 1955, beer 
under the trademark BAVARIAN, the said mark being prominently displayed 
on the packages of beer sold by defendant, and in the advertising of such 
beer ; 

That defendant has used, in interstate commerce, without the consent 
of plaintiff, a reproduction, counterfeit copy or colorable imitation of the 
mark BAVARIAN’s registered to plaintiff by said trademark Registration No. 
609,692, in connection with the sale, offering for sale, and advertising of 
beer, which use is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of origin of such beer; that defendant has repro- 
duced, counterfeited, copied, or colorably imitated the mark BAVARIAN’s 
registered to plaintiff by said Registration No. 609,692, and has applied such 
reproduction, counterfeit, copy, or colorable imitation to labels, signs, 
prints, packages, wrappers, receptacles, or advertisements intended to be 
used upon, or in connection with the sale, in interstate commerce, of beer 
produced by defendant, and prays: 

That defendant be permanently enjoined and restrained from: 


(a) Using the trademark BAVARIAN, or any colorable imitation thereof, 
in connection with the distribution and sale of beer or any related products; 


(b) Using the trademark BAvaRIAN, or any colorable imitation thereof, 
in connection with the distribution and sale of beer, or any related prod- 
ucts, or otherwise infringing upon plaintiff’s said Trademark Registration, 
No. 609,692; etc., ete. 


Defendant denies the existence of or the infringement of the alleged 
trademark BAVARIAN, denies any unfair competition in trade, and denies the 
validity of or the infringement of any of plaintiff’s trademark registrations, 
including Registration Nos. 583,028 and 609,692. 

Defendant denies that plaintiff’s beer became known or is known as 
BAVARIAN beer, and denies that plaintiff has the sole and exclusive right to 
use BAVARIAN in connection with the sale of beer. On the contrary, defen- 
dant alleges BAVARIAN has long been used by others in connection with beer 
and malt beverages, from dates preceding plaintiff’s first use, as the name of 
a kind or type of beer or to associate said beverage with Bavaria, a well- 
known province of Germany where many famous breweries are located, and 
that one of defendant’s predecessors was named THE BAVARIAN BREWERY 
from the early 1850’s to about 1873, which fact has been widely publicized 
periodically from that time down to date. 

Defendant denies the existence of an alleged trademark BAVARIAN and 
denies that plaintiff has used BAVARIAN as a trademark; denies the use of 
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BAVARIAN per se by plaintiff and denies that BAVARIAN has ceased to be 
geographically or otherwise descriptive of a beer product, and denies 
that BAVARIAN has acquired a secondary significance in plaintiff’s area of 
distribution or anywhere else as denoting only beer of plaintiff; denies that 
plaintiff uses or advertises BAVARIAN by itself; denies that plaintiff has good 
will in or has the sole and exclusive right to use BAVARIAN in connection 


with the sale of beer. 
Defendant admits that on or about March, 1946, plaintiff adopted 
BAVARIAN’S (possessive form of BAVARIAN) as part of an alleged composite 


(BAVARIANS and design) trademark for beer, and admits the issuance of 
Registration No. 583,028 dated December 1, 1953, under Section 2(f) of the 
Trademark Act of 1946, and admits the issuance of Registration No. 609,692, 
dated July 26, 1955, for the possessive form BAVARIAN’s under said Section 
2(f) of said Act, but denies that said registrations are valid or were 
properly issued. 

Defendant admits that since on or about September 1, 1955, it has sold 
BUSCH BAVARIAN beer in the State of Kansas, and in the Kansas City, Mis- 
souri, trade area; alleges that within the last several months defendant 
has introduced different beers to the public under the registered trademark 
BUSCH, having introduced BuscH lager beer in St. Louis, Missouri, and 
several other cities and BUSCH BAVARIAN beer in the State of Kansas and in 
the Kansas City, Missouri, area. 

Defendant denies ownership of an alleged trademark BAVARIAN, by 
plaintiff, denies any violation of plaintiff’s rights, and denies any acts of 
unfair competition. Defendant further denies that it has ever used or 
is presently using an alleged trademark BAVARIAN, denies the sale of 
BUSCH BAVARIAN beer in the States of Ohio, Kentucky, or Indiana, or any 
geographic area in which plaintiff’s product is distributed. 

Defendant alleges that it and its predecessors have been making beer for 
over a century at the present site in South St. Louis, whose population is 
largely of German ancestry, and in this time defendant has become the 
world’s largest brewery. One of defendant’s predecessors, The Bavarian 
Brewery, occupied buildings within defendant’s present site (and adjacent 
to defendant’s present main office building), and received financial help 
during the early 1850’s from Eberhard Anheuser, who later in 1857 became 
sole owner of The Bavarian Brewery. In or about 1879, the name was 
changed to The Anheuser-Busch Brewing Association, and in or about 
1919 the name was changed to Anheuser-Busch, Inc., and has so remained 
ever since. 

Defendant denies that plaintiff has ever had or presently has the sole 
or exclusive right in its Cincinnati trade territory, or elsewhere, to use the 
word BAVARIAN Or BAVARIAN’S, either as a trademark or the name of a type 
or kind of beer, but even if it did, plaintiff has waived and is estopped to 
assert any exclusive rights which it might have had since others used 
BAVARIAN in connection with beer and other malt beverages long prior to 
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plaintiff’s first use, and throughout the years others have continued to use 
BAVARIAN without protest from plaintiff. 

Defendant counterclaims for cancellation of plaintiff’s Registration 
No. 583,028 (Bavarian’s and Design), and No. 609,692 (Bavarian’s) as pro- 
vided for by Sections 14 and 37 of the Trademark Act of 1946 (15 U.S.C. 
1064, and 1119), alleging plaintiff’s Registrations No. 583,028 and No. 
609,692 were obtained by erroneous representations to the Patent Office 
by plaintiff; and that plaintiff erroneously represented to the United States 
Patent Office that it used as a trademark and had substantially exclusive 
use of the word BAVARIAN or BAVARIAN’S for the five years next preceding 
the filing dates of the applications resulting in Registration Nos. 583,028 
and 609,692, so as to induce the Patent Office to grant registrations includ- 
ing a merely geographical or primarily geographically descriptive term 
under the five-year clause of Section 2(f) of the Trademark Act of 1946 (15 
U.S.C. 1052). 

Defendant further alleges that plaintiff filed suit alleging that its trade- 
mark is BAVARIAN and that defendant’s descriptive use of Bavarian—suUscH 
Bavarian beer—to designate the name of the type or kind of BuscH beer 
being sold constitutes infringement; that plaintiff was not the first to be 
known aS BAVARIAN BREWERY, and was not the first brewery to adopt a 
trade name with the word BAVARIAN therein; and that when used in con- 
nection with the sale of beer, BAVARIAN designates a kind or type of beer, 
and as such, anyone who makes such beer is entitled to use the word 
BAVARIAN in connection with its sale and no one is entitled to its exclusive 
use, and defendant prays: 





(1) that plaintiff's complaint be dismissed with prejudice at plain- 
tiff’s cost; 








(2) that plaintiff’s Registration No. 583,028 dated December 1, 1953, 
be declared invalid and that the same shall be cancelled from the records 
of the United States Patent Office ; 












(3) that plaintiff’s Registration No. 609,692 dated July 26, 1955, be 
declared invalid and that the same shall be cancelled from the records 
of the United States Patent Office ; 





(4) that defendant have and recover its costs and reasonable at- 
torneys’ fees. 





Finally, defendant moved to amend the prayer for relief to include 
damages as a result of securing of registrations improperly. 

During the trial counsel for both parties offered voluminous evidence 
in support of their contentions as shown by the pleadings, including several 
hundreds exhibits, which need not be noted separately, but which will be 
generally considered in arriving at a decision on which the court con- 
siders the important and controlling issues. 
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From the evidence offered, it appears among other things that al- 
though defendant is not presently distributing its BuscH Bavarian beer in 
plaintiff’s distribution area, August A. Busch, Jr., President of Anheuser- 
Busch, Inc., defendant, testified that it was defendant’s intention to ex- 
tend the sales of this beer throughout the world, including the States of 
Ohio, Indiana, and Kentucky, where plaintiff distributes its beer. This 
evidence becomes important by reason of a decision by the United States 
Court of Appeals for the Third Circuit, in the case of Anheuser-Busch, Inc. 
v. DuBois Brewing Co., 175 F.2d 370, 81 USPQ 423 (39 TMR 573), revers- 
ing a District Court decision enjoining DuBois from using the word 
BUDWEISER in connection with its sale of beer. The Court of Appeals held 
in effect that Anheuser-Busch, Inc. was guilty of laches in delaying for 
several years before asserting its right to enjoin DuBois from using the 
word BUDWEISER, meanwhile permitting DuBois to spend an appreciable 
amount of money in advertising DUBOIS BUDWEISER. With this precedent it 
appears that plaintiff had no alternative but to timely bring this action 
to protect its claimed rights, rather than be subjected later to a defense 
of laches by waiting too long. 

To meet defendant’s claim that the term BAVARIAN is “geographically or 
otherwise descriptive” of beer, plaintiff offered expert testimony to the 
effect “ * * * that in the second half of the nineteenth century and at the 
beginning of this century there was recognized in the industry a Bavarian 
type beer which had special characteristics as being brown in color, aro- 
matic, malty in flavor, somewhat on the sweet side. This Bavarian type 
changed later its name so that the literature doesn’t carry any more the 
name BAVARIAN, but it is replaced by the term ‘Munich’ and other cities in 
Bavaria and also these terms apply to the brown type of beer. In recent 
years, although the literature carries these characteristics for the Munich 
type of beer, in reality the Munich beer or any beer in Bavaria may be either 
light * * * or dark, as they call it * * * . Today in reality, there are both 
types known, and as a matter of fact, when around 1900 Bavaria was pro- 
ducing 80 percent dark and 20 percent light, around 1950, according to 
statistics, there is 90 percent light and 10 percent dark. * * * ” (Record, 
pages 434, 435); that for the past twenty to thirty years BAVARIAN is no 
longer recognized as a type of beer. 

Plaintiff, to support the claim that “in its area of distribution” 
BAVARIAN and/or BAVARIAN’s has acquired a secondary significance as de- 
noting the beer of plaintiff, offered testimony by way of a consumer survey 
ON BAVARIAN BEER conducted by U. O. Cumming and his son, Peter M. Cum- 
ming, in Southwestern Ohio, Northern Kentucky, and Southeastern Indiana; 
that out of 1090 interviews 784 persons had heard of BAVARIAN BEER, and 
knew it was made in the greater Cincinnati area, while 306 had heard of 
BAVARIAN BEER but did not know where it was made. This survey was re- 
ceived in evidence over vigorous defense objections, particularly as to the 
credibility of U. O. Cummings. Testimony was received from a Covington, 
Kentucky, tavern keeper who sold Bavarian beer for eighteen years, that 
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when a customer asked for Bavarian beer that they only handled one 
Bavarian, which he knew to be the product of plaintiff. Evidence to the 
same effect came from two waiters, one from the Hotel Alms, Cincinnati, 
Ohio, and one from the Netherland Plaza Hotel, in Cincinnati, Ohio. 

Evidence was also offered by plaintiff concerning its extensive adver- 
tising campaign over the period 1938 through 1955, by newspaper, radio, 
and particularly television after 1946, at a total cost of advertising expense 
$5,191,819.29, plus sales promotion expense $788,274.99, and as bearing 
particularly on consumer response, the barrelage sold rose from 15,752, 
for eight months in 1938 to a high of 336,157 in 1950, the net sales for 
the period 1938 through 1955, including taxes, being $74,726,094.60. 
(Plaintiff’s Exhibit 37.) 

In its case defendant offered voluminous evidence of the use of the word 
BAVARIAN in connection with beer and related products in the United States 
by domestic concerns other than the parties, approximating sixty, and also 
foreign concerns, approximately fifty, currently advertising and selling 
Bavarian beer in the United States, all supported by exhibits of labels and 
other advertising matter. Defendant also offered testimony by independent 
brewing experts, and members of the trade that BAVARIAN is the name of a 
well-known type of beer and has been so recognized in the United States 
and abroad since long prior to any use of the word BAVARIAN by plaintiff, 
although many of these witnesses qualified their testimony to the effect 
that this was so until after World War I, when the word BAVARIAN as a 
type of beer, was changed to Munich or Bohemian, among others. 

Defendant also offered testimony that the claimed affidavits submitted 
by plaintiff to support its application for registration of its trademarks were 
not sworn to, and urged that plaintiff’s registrations should be cancelled 
because of fraud, non-exclusive use, and absence of secondary meaning. 

Plaintiff admitted that there was an irregularity in the preparation of 
two of the affidavits in that the Notary Public who certified them, was not 
present when affiants signed them; that this lapse would make the Notary 
Public, under the Ohio law, guilty of a misdemeanor, but would not invali- 
date the affidavit; and claimed there was no fraud since the statements 
made by affiants were true. 

From a consideration of the evidence, exhibits, and entire record, this 
Court finds as a matter of fact: 


1. That plaintiff has failed to sustain its burden of proof that it has 
acquired the sole and exclusive right to the trademark BAVARIAN in connec- 
tion with the sale of beer, and is the owner thereof. 


2. Plaintiff has sustained its burden of proof that the use by plaintiff 
of the word BAVARIAN and/or BAVARIAN’s in connection with the sale of 
beer, has been so long continued and so exclusive that the term BAVARIAN 
and/or BAVARIAN’s has ceased to be geographically or otherwise descriptive 
of the product, and has acquired a secondary significance in plaintiff’s area 
of distribution as denoting the beer of plaintiff. 
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3. That defendant has failed to sustain the burden of proof of its 
counterclaim seeking cancellation of plaintiff’s registrations because of 
fraud, non-exclusive use, and absence of secondary meaning. 


4. That defendant has failed to sustain the burden of proof of its 
counterclaim that the word BAVARIAN when used in connection with the 
sale of beer currently designates a kind or type of beer. The better opinion 
appears to be that that which was known as BAVARIAN type was changed 
to Munich or Bohemian at about the close of World War I. 


By reason whereof this court concludes as a matter of law that plaintiff 
is not entitled to an injunction restraining defendant from using the word 
BAVARIAN in connection with the distribution and sale of beer or any re- 
lated products anywhere, excepting plaintiff’s present trading and dis- 
tributing area of Northern Kentucky, Southeastern Indiana, and South- 
ern Ohio. 

No award of damages or attorneys’ fees will be made, and each side 
will pay its own costs. A separate judgment entry should be prepared to 
earry this decision into effect, with exceptions to both parties. 


WACO MANUFACTURING COMPANY v. 
SYMONS CLAMP & MFG. CO. 


No. 5131 — D. C., D. Minn., 4th Div. — March 28, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DREsS OF GOODS 
PATENTS 
In an action to declare invalid a patent pertaining to concrete wall forms the 

court after ruling the patent ineffective found also that the plaintiff was not guilty 
of unfairly competing with defendant patentee by similarly painting its forms red 
or by constructing them in such a way as would permit them to be used inter- 
changeably with defendant’s; no secondary meaning had been created in the appear- 
ance of defendant’s forms and plaintiff had almost always used its trademark 
prominently on its products with the result that potential users of both products 
were, by reason of their particular knowledge, not likely to be confused as to the 
source of the goods. 


Action by Waco Manufacturing Company v. Symons Clamp & Mfg. 
Co. for declaratory judgment of patent invalidity and noninfringement. 
Defendant counterclaims for patent infringement and unfair competition. 
Judgment for plaintiff. 


John D. Gould and Merchant & Merchant, of Minneapolis, Minnesota, for 
plaintiff. 

George F. Williamson and Williamson, Schroeder, Adams & Meyers, of 
Minneapolis, Minnesota, and Norman H. Gerlach, of Chicago, Illinois, 
for defendant. 


NorpByE, Chief Judge. 
Plaintiff has instituted an action for a declaratory judgment seeking 
to declare Symons’ United States Patent No. 2,702,422 invalid. By 
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amended complaint it alleged unfair competition, which latter claim, how- 
ever, at the close of the plaintiff’s evidence was dismissed upon motion of 
the defendant. No evidence was introduced or attempted to be introduced 
by plaintiff to sustain such a claim. Symons Clamp & Mfg. Co., hereinafter 
referred to as Symons, in its defense to the declaratory judgment action, 
counterclaimed for infringement and unfair competition. The claims 
now involved in the Symons patent are Claims 5, 6 and 9, which are ad- 
mittedly infringed if valid. Claim 7 is admitted by Symons not to be 
infringed. The remaining claims of the patent, 1, 2, 3, 4, and 8, were dis- 
claimed by Symons on April 21, 1955, and filed in the Patent Office on April 
25, 1955. This declaratory judgment action was commenced on April 
26, 1955. 

The patent was issued to Symons Clamp & Mfg. Co. as assignee of 
Arthur H. Symons, the President of the company, on February 22, 1955. 
In brief, it may be stated that the invention relates to concrete wall forms 
which consist of a series of vertical or upstanding panels, rectangular in 
form, placed in an edge to edge relationship and positioned so as to face 
a similar series of panels in opposed relationship, and which are spaced 
so as to provide a uniform area between them into which concrete is poured 
so that when the concrete sets there will be formed a vertical concrete wall. 
The panels are made of plywood and are reinforced by 2 x 4’s about the 
outer rim or edge thereof. Between the vertical 2 x 4’s are several rein- 
forcing metal cross pieces extending horizontally, each equipped with wedge 
plates so positioned that the metal cross pieces may be fastened to the 
inner side of the vertical 2 x 4’s and with a pair of laterally outwardly pro- 
jecting tongues struck out of the wedge plates and designed to be fitted into 
the bolt holes over which the wedge plates are fastened. The panels which 
are placed in opposed relationship are held apart rigidly by elongated metal- 
like members with loops at each end, and which are known as ties. Bolts and 
wedges are used to connect the panels in the edge to edge relationship and 
these bolts, wedges and ties are all anchored together, as disclosed in Figure 
1 of the patent drawing. The panels are removed after the concrete is 
hardened by a release of the wedges and the removal of the bolts. The 
ends of the ties project beyond the concrete wall. These are broken off and 
the remaining portions thereof rest permanently in the concrete. The 
panels, bolts and wedges are, after removal, capable of being used again 
and again. 

Concrete wall forms are not new in the art. Symons was manufactur- 
ing concrete wall forms in 1945. The wall form construction disclosed in 
defendant’s Exhibit B, which is defendant’s catalog for the year 1945, por- 
trays a concrete wall form on page 2 thereof which is strikingly similar, 
particularly in its hook-up construction, to the wall form construction 
in the patent in suit, except that in the catalog referred to, the reinforce- 
ment by way of cross bars is constructed of wood and there are no metal 
bearings for the bolts. The wall forms in the 1945 catalog disclose a con- 
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necting bolt between the two panels in an edge to edge relationship, which 
also acts as an anchorage for the tie bolt. Some of defendant’s early catalogs 
display “L” shaped stop plates which were used as disclosed in defendant’s 
physical exhibits C and C-1. However, it is not necessary to discuss the 
question as to whether these stop plates in any way serve the same pur- 
pose as the lateral projecting tongues on the metal cross pieces referred to 
in the patent, as the plaintiff asserts, but they do serve to illustrate the 
recognized need for some sort of a bearing surface other than wood for 
the bolt to rest upon in the aperture through the perpendicular 2 x 4’s. 
However, in 1950, according to defendant’s catalog, defendant’s Exhibit 
B-5, defendant had adopted metal reinforcing cross pieces with wedge 
plates for its wall construction forms which are identical with the dis- 
closure in the patent in suit, except for the lateral projecting tongues 
which were designed to be inserted in the bolt holes ostensibly as a bearing 
surface. This 1950 catalog displays not only the panel with the metal cross 
members, but also panels with wooden cross members. Apparently the 
trade was requested to select a type of wall form construction which best 
suited its needs depending upon the pressure to which the forms were to be 
subjected in use. 

There can be no serious question but that the metal cross members with 
the out-struck tongues function with greater utility than the metal cross 
members without the tongues. But defendant’s contention that this addi- 
tion to the metal cross members spelled the difference between failure 
and success seems to be without any sound basis therefor in the evidence. 
Defendant had been a successful manufacturer of concrete wall forms 
for some years before 1950. Its forms, as displayed by the photographs 
in its various catalogs prior to 1950, would indicate that commercial build- 
ings of various types and sizes had successfully used the type of concrete 
wall forms which Symons had been manufacturing during those years. 
The utilization of metal cross pieces equipped with metal projecting bear- 
ing tongues did not create any revolutionary change in the evolution of 
wall form construction. This is to be gathered from the contents of the 
annual catalogs which Symons issued to the trade. Never did Symons 
claim in its advertising that these projecting metal tongues performed 
the various functions which it now asserts in this litigation. No doubt the 
metal cross pieces afforded greater stability to the forms and enabled the 
forms to stand greater pressure, particularly when ready-mix concrete was 
used. And it may well be, as defendant now asserts, that with an aperture 
in the 2 x 4’s for the connecting bolts without some type of a metal liner 
or bearing therein, trouble was bound to ensue. But it would be evident to 
any skilled mechanic that the source of the trouble would be due primarily 
to a failure of utilizing some kind of metal liner or bearing in the bolt 
hole. Before the projecting tongues on the wedge plates had been used, 
defendant contends that difficulties arose in various ways, some of which are 
referred to hereafter. For instance, defendant asserts that there was a 
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tendency to loosen the fastening of the wedge plates of the metal cross 
members by reason of the rough edge to edge relationship of the connect- 
ing bolt and the edge of the bolt hole in the wedge plate of the metal cross 
member. Then it also asserts that there was a tendency to wear the bottom 
of the bolt hole at the edge of the wedge plate. Moreover, it contends there 
was difficulty in the removal of the forms after the concrete had set; that 
is, when the workmen attempted to remove the bolts there was a very 
obvious friction between the edge of the wedge plate and the bolt, which 
made bolt removing difficult. And moreover, defendant asserts that there 
was noticeable bolt breakage because the wooden span on which the bolt 
rested in the bolt hole, which was overcome by the bolt resting on the metal 
tongues positioned into either side of the bolt hole. Consequently, it is 
defendant’s position that when it utilized the metal that was formerly 
thrown away when the bolt hole was made in the wedge plate by striking 
out thereof a metal tongue so as to be fitted into the bolt hole, as shown 
by Numeral 32 in the patent, a revolutionary change thereupon was in- 
volved in the manufacture of concrete wall forms. But instead of a 
revolutionary change, the use of a metal tongue illustrates a mere evolution 
which developed as the industry progressed. 

At the outset, it should be stated that a struck-out metal tongue to be 
used as a bearing surface was not new in the art when Symons applied for 
its patent. See Mastrangelo, United States Patent 2,612,399; Irwin, 
United States Patent 2,410,347. It cannot be successfully contended that 
the striking out of a lateral projecting tongue from the wedge plate as a 
bearing surface, in view of the progress that had been made in wall form 
construction and elsewhere, was new in the art. A similar device was : 
utilized by Dietrichs in a concrete wall form back in 1907 when United 
States Patent 871,390 was issued to him. See also Perkins, United States | 
Patent 2,035,666. Moreover, it seems that it would be obvious to any 
mechanic that the difficulty that Symons was encountering could be over- | 
come by some type of a metal liner in the bolt hole. When the concrete wall 
forms were in use, the bolts were subject to considerable pressure. The 
holes in the 2 x 4’s into which the bolt was inserted would necessarily 
wear after use. Of course, there was some bearing surface involved when 
the metal wedge plate was fitted snug and adjacent to the bolt hole in the 
wooden 2 x 4; that is, the bolt resting upon the edge of the wedge plate 
would, to some degree, at least, serve as a means for limiting the wear in 
the bolt hole itself. But, in any event, the need for more bearing surface 
was the solution of the difficulty which Symons was having, and this was 
accomplished by utilizing a projecting metal tongue which was struck out 
of the wedge plate and which was inserted into the aperture in the 2 x 4, 
and upon which metal tongue the bolt rested when the wall form was 
in use. 

When Symons filed his petition for a patent of some 9 claims on July 
24, 1952, all of the claims were rejected by the examiner on Anderson, 
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United States Patent 1,970,547, in view of Venable, United States Patent 
1,129,144, stating that 


“To reinforce the panels of Anderson with a horizontal bar of a 
specific design and to use the tie rod clamping means of Venable in con- 
junction therewith does not amount to invention.” 


In requesting reconsideration, the applicant emphasized that 


“The essential point of novelty of applicant’s wall form resides 
in the use of ecrosspieces which are so constructed and designed that 
it is possible by way of bolts and wedges to attach the apertured ends 
of the combined tie and spreader members so that they are in horizontal 
alignment with the ends of the crosspieces and hence transmit the 
load of the concrete directly to the crosspieces.” 


In characterizing applicant’s crosspieces, reference was made to the fact 
that the channel bars 


““# * * have adjacent the holes therein integral laterally extending parts 
which are disposed in, and are shaped conformally to, the inner side 
portions of the bolt receiving holes in the side pieces of the frames 
and are adapted to be engaged by the inner portions of the bolts 
when the latter are in their operative position.” 


However, the only consideration given to the prior art by the examiner was 
to the patents issued to Anderson, Venable and Geer (United States Patent 
2,352,783). No disclosure was made to the examiner by the applicant that 
the only difference between the prior art as disclosed by Symons’ com- 
mercial structure and the claims in the patent, was the lateral projecting 
tongues on the metal cross pieces. And in fact no specific novelty or im- 
provement over the prior art was claimed by the applicant for these lateral 
projecting tongues. They were mentioned merely as an integral part of the 
metal cross pieces which were designed and placed in concrete wall forms 
in order to transmit the load directly thereto. No doubt the mere fact that 
the improvement in the structure which these projecting tongues were 
designed to attain was not specifically emphasized in the patent application 
and in the request for reconsideration, does not deprive the inventor from 
claiming their inventive novelty, if any. But it is not without significance 
that when these claims of the patent were denied, no mention in the re- 
quest for reconsideration was made of the alleged monumental improvement 
in the art which the defendant now seeks to attach to these multi-func- 
tional bearing tongues. It seems highly improbable that if the examiner 
had been informed of the metal cross pieces which Symons had used com- 
mercially since 1950, and which are shown on page 9 of defendant’s Exhibit 
B-5, the patent would have been issued solely by reason of the addition of 
the metal tongues depicted by Numeral 32 in the patent drawings. 
Defendant rightfully emphasizes the significance of the conduct of the 
plaintiff which made a Chinese copy of defendant’s structure, and certainly 
this is a factor to which the Court should give due consideration in deter- 
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mining the utility of the metal tongues as an integral part of the metal 
cross pieces. However, novelty and invention must be made to appear 
regardless of the obvious copying of the defendant’s structure by plaintiff. 
Here, we have an art which, as disclosed particularly by Symons’ own 
catalogs, has progressed step by step until a reasonably satisfactory form 
had evolved. The difficulty which defendant now recounts in the use of the 
metal cross bars before the lateral projecting tongues were made an in- 
tegral part of the wedge plates would not require inventive skill to over- 
come. As indicated before, it would be obvious to any skilled mechanic 
that some type of a metal bearing in the bolt hole in the aperture of the 
2 x 4’s would overcome these difficulties. And the fact that the bearing 
may have provided advantages other than a mere bearing surface is the 
usual result of the utilization of any type of a bearing. The patentee 
merely utilized an old and well known device to ameliorate and overcome 
certain difficulties which were apparent in the use of the 1950 wall form 
construction. 

Defendant makes reference to the adoption of Section 103, Title 15 
U.S.C.A., as an indication of an intention by Congress to depart from the 
recent strict standards of invention which have been enunciated by the 
courts in revent years. However, in this patent litigation, it does not seem 
necessary to determine whether the courts should now revert to the more 
liberal attitude regarding the determination of novelty and invention and 
to conform to the tenor of the decisions of the courts as enunciated, say, 
some twenty years ago. Suffice it to say here that the addition of the lateral 
projecting tongues on the metal cross pieces did not, in view of the prior 
art, involve invention under any standard, liberal or otherwise. The 
stamping out of the tongue from the metal of the wedge plates did not 
constitute, in and of itself, any novelty in view of the prior art and the 
utilization of that integral part of the wedge plate as a bearing surface 
in view of the evolution of the wall form construction cannot be elevated 
to the standard of invention. True, its mere simplicity should not negate 
novelty, but, on the other hand, the record is impelling that the defendant. 
recognizing that the claimed novelty of the patent in suit was over-claimed 
by reason of the prior use for over a year before the filing of the applica- 
tion, now seeks in this litigation to over-stress grossly the impact on the 
conerete wall form industry of this relatively minor addition to the art. 

My conclusion is, therefore, that Claims 5, 6 and 9 of Patent 2,702,422 
are, for the reasons heretofore indicated, invalid, and plaintiff is entitled to 
a judgment so declaring. 

The issue of unfair competition requires no extended discussion if 
the Court is correct in its determination of the invalidity of defendant’s 
patent. The Court is not convinced that the defendant has sustained the 
burden of proof in establishing that there is any confusion in or among 
the building trade as between the two forms of concrete wall form con- 
struction manufactured by Waco and by Symons. Waco paints its metal 
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cross pieces in a reddish color, and which color already had been utilized 
by Symons before Waco entered the field. However, some form of red 
paint is frequently used to cover a metal surface. The appearance of 
Symons’ wall form has not gained any secondary meaning. The building 
trade which is interested in buying or leasing wall construction forms 
would not be confused by the mere color of the metal cross pieces and 
would not be led to believe that Waco’s forms were Symons’ forms, or 
vice versa. Waco has used, except in possibly a few isolated instances, 
the trademark of Waco on its forms and such lettering is large enough 
and clear enough to catch the eye of any person observing the use of such 
forms on any building construction job. The fact that Waco forms may be 
used interchangeably with Symons forms does give rise to any phase of 
unfair competition where there is no attempt or even likelihood of Waco’s 
palming off its forms as those of Symons’ manufacture. Contractors are 
discriminating buyers, and when they proceed to procure concrete wall 
forms for their building activities, it is highly improbable that any con- 
fusion would arise as between the forms manufactured by Waco and 
those manufactured by Symons. And it is not for the Court to determine 
whether Waco used commendable business ethics in visiting defendant’s 
factory and then proceeded to engage in the manufacture of concrete 
wall forms which are closely imitative of defendant’s product. In the 
absence of a showing that a purchaser exercising ordinary care would 
be confused as to the source and manufacture of these competing wall 
forms, the Court has no right to characterize such competition as unfair 
competition. West Point Manufacturing Company v. Detroit Stamping 
Company, 222 F. 2d 581, 105 USPQ 200. The Court has considered the 
other claims of unfair competition and finds that they have not been 
sustained. 

After due consideration, the Court is constrained to sustain the bona 
fides of defendant’s disclaimer of Claims 1, 2, 3, 4 and 8 in its patent, 
United States 2,702,422. That there was neglect on the part of the patentee 
and his attorney in failing to inform the Patent Office of the extensive 
manufacture and sale of wall form construction of the type as displayed 
in Symons’ catalogs in 1950 and in earlier years, is evident. However, 
the Court has concluded that the evidence reasonably warrants a finding 
that such failure was due to inadvertence and mistake. 

The question of attorneys’ fees has been given consideration by the 
Court. There is precedent in other litigation between these parties for the 
Court’s allowance of attorneys’ fees where a patent case has been dismissed 
after considerable work had been performed by the alleged infringer in 
preparing itself for the claimed infringement trial, but that situation 
does not provide a precedent for the allowance of attorneys’ fees by 
reason of the dismissal of plaintiff’s unfair competition suit herein which 
it instituted by its amended complaint against this defendant. There is 
no showing that any legal services or other activities were performed in 
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preparation for the defense of that suit which could furnish the basis 
for the allowance of attorneys’ fees. And in finding that Claims 5, 6 and 9 
are invalid and that plaintiff is entitled to a declaratory judgment to that 
effect, the Court does not believe that this litigation is one in which 
attorneys’ fees should be allowed to the plaintiff, either in the declaratory 
judgment action or in its defense of the infringement and unfair competi- 
tion action instituted by the defendant in its counterclaim. Hence, no 
attorneys’ fees will be allowed to either party. 

Findings of fact and conclusions of law in harmony herewith may be 
presented by the plaintiff upon ten days’ notice. 


M. & D. SIMON CO., INC. v. R. H. MACY & CO., INC. et al. 
No. 117-88 — D. C., S. D. N. Y. — March 30, 1957 


COMMON LAW TRADEMARKS 
CouRTS—J URISDICTION 
CourRTS—CONFLICT OF LAWS 
Registration under the Lanham Act does not require a surrender of common 
law rights in favor of reliance solely upon the statute for protection and a motion 
by the defendants to transfer from the state to the federal courts an action for 
infringement and unfair competition, which involved a mark registered under said 
Act by the plaintiff, was denied where the complaint evidenced plaintiff’s intent to 
rely only upon its common law rights. 


Action by M. & D. Simon Co., Inc. v. R. H. Macy & Co., Inc., Dorsey 
Knitwear, Ltd., and Donegal Sportswear, Inc., for trademark infringement. 
Plaintiff moves to remand action to state court. Motion granted. 





NATURE OF RIGHTS 


Kirschstein, Kirschstein & Ottinger (David B. Kirschstein of counsel) of 
New York, N.Y., for plaintiff. 

Rosenman, Goldmark, Colin & Kaye (Lawrence R. Eno of counsel) of 
New York, N.Y., for defendants. 


WatsH, District Judge. 

This is an action for trademark infringement and unfair competition. 
It was commenced in the State court and removed to this Court by the 
defendants who claim that, notwithstanding the absence of appropriate 
allegations in the complaint, it is necessarily an action under the Lanham 
Act, an Act of Congress relating to trademarks, and therefore an action 
of which this Court has original jurisdiction. No other basis for juris- 
diction is claimed. Plaintiff has moved to remand the action to the State 
court. Its motion is granted. 

The complaint contains no allegation of Federal registration. It is 
conceded, however, that the trademark has in fact been registered. 

Defendants contend: (1) plaintiff has asserted its claim under the 
Lanham Act; and (2) the failure to allege registration is a fraud upon 
the court because if the mark is in fact registered under the Lanham 
Act, any claim for its infringement must be alleged under that Act. 

The trademark in issue is DONEGAL. The plaintiff uses it to identify 
its men’s and boys’ clothing. Defendant Donegal Sportswear, Ine. is 
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claimed to use the mark in connection with ladies’ sweaters. Defendant 
Dorset Knitwear is Donegal’s parent. Defendant R. H. Macy & Co. 
is claimed to be selling sweaters manufactured and shipped by Donegal 
Sportswear. 

The contention that a claim is asserted under the Lanham Act cannot 
be sustained. It is based upon two allegations, (a) the allegation that 
notice of infringement was given defendants, which refers to a mailed 
notice which did specify that the mark was registered under the Lanham 
Act;' and (b) the allegation of willful infringement and the demand for 
exemplary damages. Defendants claim this demand discloses that it is 
a Lanham Act claim because exemplary damages cannot be granted in 
equity by a New York court. Even if this be assumed, these two allega- 
tions are not enough to characterize the complaint as a claim under the 
Lanham Act. Right to recovery under that Act must be based upon allega- 
tions of compliance with its provisions. See Elka Toy & Novelty Mfg. 
Corp. v. Fisher-Price Toys, Inc., S.D.N.Y., 136 F.Supp. 524, 526, 108 
USPQ 87, 88 (46 TMR 418). The inability of a New York Court to grant 
all of the relief requested cannot generate a claim under a federal statute 
if one is not well-pleaded. The reference in the notice of registration, while 
it might deprive defendant of a contention of surprise if plaintiff sought 
to include an allegation of registration in the complaint, is extraneous to 
the complaint, and could not support a claim under the federal statute 
unless leave to amend were granted. These two items are merely circum- 
stances to be taken into account on the issue of fraudulent concealment of 
federal jurisdiction; they do not state a claim under the statute.’ 

The remaining question is whether there is a fraudulent concealment 
of the jurisdiction of this court by failure to allege the conceded fact that 
the trademark in question was registered under the Lanham Act. Defen- 
dants contend that if in fact the trademark was registered, a claim of its 
infringement must raise a question under the Lanham Act because, they 
argue, once a mark is registered, the Lanham Act is its exclusive source of 
protection. They reason that the Act was intended to establish uniform 
substantive rights for the protection of registrants, 8S. C. Johnson & Son, 
Inc. v. Johnson, 2 Cir., 175 F. 2d 176, 178, 81 USPQ 509, 512 (39 TMR 
557), cert. den. 338 U.S. 860, 83 USPQ 543, and in order for these rights to 
be uniform they must be exclusive. Cf. Time, Inc. v. T.1.M.E. Inc., S.D. 
Cal., 123 F. Supp. 446, 451, 102 USPQ 275, 279 (44 TMR 1396). Plaintiff 
argues that although the Lanham Act gave registrants a group of uniform 
substantive rights which they could claim if they chose, it did not de- 








1. This notice was given in connection with an action upon the same alleged in- 
fringement, which was commenced prior to the present action, in which registration 
under the Lanham Act was alleged. After the earlier action was removed to this Court 
it was discontinued and the present action commenced. 

2. It is not claimed that the allegations of unfair competition alone would support 
removal to this Court. American Automobile Assn. v. Spiegel, 2 Cir., 205 F.2d 771, 
98 USPQ 1 (45 TMR 447), cert. den. 346 U.S. 887, 99 USPQ 490; L’Aigion Apparel, 
Inc. v. Lana Lobell, Inc., 3 Cir., 214 F.2d 649, 102 USPQ 94; Ross Products v. New- 
man, S.D.N.Y., 94 F.Supp. 566, 87 USPQ 420 (41 TMR 161). 
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prive them of the right to protection under the common law in the absence 
of any conflicting claim under the Lanham Act. The question therefore 
is whether a trademark owner, when he registers under the Lanham Act, 
gives up the common law protection of his mark, and accepts that Act 
as his sole protection. 

At the outset, uniformity of application of the Lanham Act does not 
require that it be the exclusive law for the protection of registered marks. 
The allegations of the complaint being accepted as true, we are not dealing 
with conflicting claims to a mark, but with the extent to which a mark 
will be protected. Congress expressed no fear that in some state a trademark 
owner would receive protection beyond that given by Congress. Its con- 
cern, as far as it may be understood from the reports which favored enact- 
ment, and from the expressions of the proponents of the legislation, was 
with the possibility that conflicting state laws might reduce this protection. 
The discussion at the hearings on the bill showed an intent to preserve 
the existing common law protection.* All of the expressions with respect 
to its intent to achieve uniformity are consistent with this view.* 








3. Mr. W. H. Stanley of the National Association of Manufacturers stated two of 
the advantages of the Act as follows (Hearings, Subcommittee on Trademarks of the 
House Committee on Patents, 77th Cong., Ist Sess., at pp. 131-133 (1941) ): 

“The proposed law will generally make registrations conform to common law 
ie * 7 OR, 

“The proposed measure establishes new rights but preserves prior rights”. 
Mr. Hugo Mock, representing Toilet Goods Association, Inc., made the following 

comment (Ibid., at p. 75): 

«* * * under the new and proposed legislation the statutory rights of the 
trademark registrant are increased, and the common law rights of the trademark 
owner are not canceled but are more restricted”. 

At hearings held on April 8, 1943, Mr. Wallace H. Martin, who, although chair- 
man of the trademark committee of the patent, trademark and copyright section of 
the American Bar Association, was appearing in his individual capacity, spoke of the 
rights of the trademark owner and prospective registrant under the Lanham Act in this 
language (Hearings, Subcommittee on Trademarks of the House Committee on Patents, 
78th Cong., Ist Sess., at p. 48 (1943)): 

“Whatever rights are given under the 1905 act, it seems to me, are preserved. 
He does not lose any rights, but he is given an incertive under this new act to 
eer * * =. 

One of the most vigorous and constant opponents of the Act, Mr. Paul A. Struven, 
representing the Trademark Sales Company, objected to the bill on the ground, inter 
alia, that it did not establish an exclusive system of statutory trademark rights. Hear 
ings, Subcommittee on Trademarks of the House Committee on Patents, 76th Cong., Ist 
Sess., at p. 77 (1939). 

The same general contention now advanced by defendants, was considered at a 
Senate subcommittee hearing on December 11, 1942. Senators Pepper, Lucas and 
Danaher, as well as Representative Lanham, were present. The following colloquy 
oecurred (Hearings before the Subcommittee on Trademarks of the Senate Committee 
on Patents, 77th Cong., 2d Sess., at p. 12 (1942)): 

“Senator Lucas. Does this [the bill] eliminate common law protection? 

Mr. Martin. No sir; it does not, in my opinion. It holds onto the common law 
protection, but at the same time gives added incentive to register * * * ”. 

Later in the same hearing Senator Lucas commented as follows: (Ibid., at p. 44): 

“T, for one, do not want to pass any legislation that is going to change the 
fundamental law that has been handed down here by the courts for a long, long 
time, on trademarks”. 

4. So also is the commentary of Miss Daphne Robert, 15 U.S.C.A., p. 267. All 
of the purposes of the Lanham Act which she enumerates give increased protection 
contains no suggestion of any restriction to the trademark owner. Her comment upon 
pre-existing rights, 
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The defendants call attention to the language of Time, Inc. v. T.I.M.E. 
Inc., supra, 123 F. Supp., at p. 452, 102 USPQ at 280 (44 TMR 1402), 
in which it is said: 












“* * * Nor is there any room to view state law as complementary 
to the Lanham Act in the face of undoubted Congressional intent to 
occupy completely a field to the full extent constitutionally permis- 
a, 72" 






This was a dictum in a case dealing with unfair competition rather than 
trademark infringement. To the extent that this refers to claims based 
upon allegations of Lanham Act registration, it may be well stated but 
insofar as this statement refers to the protection of marks not registered 
under the Act or not claimed to be entitled to protection under the Act, 
it must be regarded as an over-generalization. 

The need for the continued existence of state remedies is apparent 
in the language of Section 32, 60 Stat. 487, 15 U.S.C.A. § 1114, the section 
which provides for protection against infringement. It is expressly limited 
in infringements brought about by acts “in commerce,” a term defined 
by the Act to include only that commerce which may be lawfully regulated 
by Congress, thus excluding intra-state commerce at least to some degree. 
Also it protects the mark only from unlawful use with respect to goods 
sold or transported in commerce or services rendered in “commerce.” 
Section 45, 60 Stat. 448, 15 U.S.C.A. § 1127. 

The continued existence of common law trademark rights notwithstand- 
ing registration under the Lanham Act has been recognized by at least two 
previous holdings in this District, Conde Nast Publications v. Vogue School 
of Fashion Modeling, 105 F. Supp. 325, 94 USPQ 101 (42 TMR 764) ; Wise 
v. Bristol-Myers Co., 107 F. Supp. 800, 94 USPQ 327. In each of these cases 
plaintiff sought to enjoin infringement claiming both on the basis of a 
registered mark and a common law trademark. In each case the court 
found it unnecessary to determine the effect of registration, because in each 
it held the common law trademark was established and entitled to protec- 
tion. 

The defendants contend that the section of the Lanham Act providing 
remedies for infringement, Section 32, 15 U.S.C.A. § 1114, contains limita- 
tions for the protection of certain possible infringers and that this shows 
that it was not intended to be complemented by state law. It will be noted, 
however, that these limitations are not limitations upon previously exist- 
ing rights but expressly limitations upon the remedies “given” to the 
owner of the right infringed. In other words, these limitations are only 
limitations upon remedies given by the Act itself. 

Again, it is pointed out that Section 45 of the Act, 60 Stat. 444, 15 
U.S.C.A. § 1127, declares an intent “to protect registered marks * * * 
from interference by state * * * legislation.” This language also is con- 
sistent with the view that the Act adds to preexisting protection a new 
irreducible protection for trademarks, free from diminution by state legis- 
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lation. It does not suggest, however, that state recognized common law 
rights are in any way disturbed other than by actions and adjudications 
in individual cases under the Act. General language of this nature un- 
supported by any specific provision should not be construed as exacting 
the surrender of common law rights as a price for registration under 
the Act. Nowhere in the Act is there a suggestion that a registrant sur- 
renders anything. The loss of rights of such a value should not readily 
be implied. 

In addition to the foregoing reasons which support the preservation 
of a registrant’s common law rights, the right of the plaintiff in this case 
is further protected by a saving clause which appears in the Lanham Act 
itself. Section 49, 60 Stat. 427, provides as follows: 


“Nothing herein shall adversely affect the rights or the enforcement of 
rights in marks acquired in good faith prior to the effective date of 
this Act.” 





The complaint alleges plaintiff began to use the mark in question in 1938, 
nine years prior to the effective date of the Lanham Act, July 5, 1947. 
Accordingly, plaintiff, notwithstanding the registration of its mark 
under the Lanham Act, has, in addition, its common law rights with re- 
spect to the mark. If it sees fit to base its claim solely upon these com- 
mon law rights, defendants may not prevent it from doing so. Defendants 
may raise in their answer their own rights under the Lanham Act but they 
cannot remove plaintiff’s claim to this Court. Gully v. First National Bank, 
299 U.S. 109, 113. See Great Northern Ry. Co. v. Alexander, 246 U.S. 276, 
281; The Bair v. Kohler Die and Specialty Co., 228 U.S. 22, 25; Devine v. 
Los Angeles, 202 U.S. 313, 334. 
Case remanded. 
Settle order on notice. 


—— ——- 


os 


OFFICE TEMPORARIES, INC. v. FLATIRON 
OFFICE TEMPORARIES, INC. 


N. Y. Sup. Ct., Spec. Term, New York Co. — March 29, 1956 





REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Action under §964 of the Penal Law to restrain use of the term FLATIRON 

OFFICE TEMPORARIES, INC., and since the evidence shows the name was adopted with 
knowledge of petitioner’s name and since confusion is deemed inevitable, the injunc- 
tion is granted. 





Petition by Office Temporaries, Inc. v. Flatiron Office Temporaries, 
Inc., under section 964 of the New York Penal Law. Petition granted. 


Howard J. Adler (Thomas B. Graham of counsel), of New York, N.Y. for 
plaintiff. 
Harold L. Glasser, of New York, N.Y. for defendant, 
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GoLD, Justice. 


Petitioner moves for relief pursuant to section 964 of the Penal Law. 
Respondent operated under the name TEMPORARY OFFICE EMPLOYEES when, 
some time after September 12, 1955, the name FLATIRON OFFICE TEMPO- 
RARIES, INC., was adopted. This was done, it is said, to bring the activity 
in line with other activities of the principals conducted through separate 
corporate entities, each having a title beginning with the word FLATIRON. 
It is not denied defendant knew of plaintiff’s existence, its trade name and 
corporate name. Clearly, the failure to prefix the prior trade name TEMPO- 
RARY OFFICE EMPLOYEES With the word FLATIRON, and the adoption of the 
precise form of plaintiff’s name was purposeful. Defendant states that it 
adopted its present corporate name to avoid confusion by using the trade 
name TEMPORARY OFFICE EMPLOYEES. The result was, indeed, the adoption 
of a name leading to specific confusion. The motion is granted. Settle 
order. 


OFFICE TEMPORARIES, INC. v. FRIEND 
N. Y. Sup. Ct., Spec. Term, New York Co. — April 3, 1957 


rr 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TiiADE AND COMMERCIAL NAMES 

Plaintiff, who engages in business in Manhattan, seels to restrain defendant 
whose business area is Westchester and southern Connecticut from use of the trade 
name OFFICE HELP TEMPORARIES as an infringement of its trademark and corporate 
name under §964 of the New York Penal Law. This statute requires evidence that 
the name is adopted with the intent to deceive or mislead the public. Defendant 
explains his adoption of the trade name by the listing of the business in the 
classified telephone directory as “Office Help Temporary” and thereby raises an 
issue of fact which bars the allowance of a temporary injunction. 


Petition under section 964 of New York Pena! Law. Petition denied. 


Howard J. Adler (Thomas B. Graham of counsel), of New York, N.Y. 


for plaintiff. 
James P. Connors, Jr., of White Plains, N.Y. for defendant. 


STEUER, Justice. 

Both plaintiff and defendant operate employment agencies supplying 
temporary help to employers. In this business it appears that in addition 
to being known to their customers (the employers) a favorable reputation 
with the employees whom they place is a very important factor. 

Plaintiff is a corporation. It was preceded in the business by a part- 
nership composed of the people who are now its principal officers. The 
business started in 1944, and was incorporated in 1950. The name used 
was “General Calculating Service Co.” In 1952, plaintiff adopted as its 
trademark the name OFFICE TEMPORARIES and in September, 1953, changed 
its corporate name to Office Temporaries, Inc. 

Defendant is an individual who has been doing business under the trade 
name OFFICE HELP TEMPORARIES for about three years, but defendant did not 
register the name until May 6, 1956. 
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Plaintiff has its offices and the placement of its employees is almost ex- 
elusively in Manhattan. Defendant has his office in White Plains and his 
placements are in Westchester and southern Connecticut but he does ad- 
vertise in New York City papers to establish contacts with office workers 
who would desire placement in Westchester. 

Defendant denies any attempt to trade on plaintiff’s reputation. He 
explains his adoption of the name as follows: The firms who are engaged 
in this business, and there are many of them, are listed in the classified 
telephone directory as “Office Help Temporary.” 

The application here is stated to be pursuant to Penal Law, section 964. 
That statute is limited to the instances where the similar name is adopted 
with intent to receive or mislead the public. As indicated any such intent 
is denied and the denial substantiated by facts quite sufficient to raise an 
issue. It is true that the statute dispenses with the necessity of proof 
that the public or any member of it was actually misled. But this does 
not relieve against a showing of an intent to mislead. 

It be argued that the adoption of the name shows such an intent or 
that the injunction should issue on general equitable grounds quite aside 
from the statute, other factors require consideration. Certain words are 
of such general use or are merely descriptive so that no protection as to 
them is granted without the presence of other means to deceive the public. 
Wholesale Supply Corp. v. Wholesale Building Materials Corp., 280 App. 


Div. 189, 93 USPQ 456 (43 TMR 928); Industrial Plants Corp. v. Indus- 
trial Liquidating Co., 286 App. Div. 568, 107 USPQ 334 (46 TMR 103). 
Here the important word in the two titles is TEMPORARIES. This word is a 
colloquialism obviously derived by giving a plural form to the adjective 


”? 


“temporary.” In the sense that this is ungrammatical and that correctly 
speaking, “temporaries” is not a word in the language, the term might be 
described both as fanciful and original. Courts generally afford such words 
protection either on the theory that a second adoption of such a name is 
too coincidental to be entirely innocent or that the first user is entitled to 
exclusive enjoyment. The question here is whether the term rightly is to 
be so considered. It may well be that in this field a temporary employee 
is referred to as a “temporary” and employees as “temporaries.” If the 
use is general exclusive appropriation could not be had. The issue is 
one of fact. 

It is well to point out that the situation here is of like but not exactly 
similar names. In the latter case different rules apply. Where names some- 
what alike are used and the resulting similarity stems from terms of gen- 
eral application the courts must assume that the public will use reasonable 
intelligence and discrimination in distinguishing them. This is not possible 
where the names are exactly alike. 

For the reasons indicated a temporary injunction is not warranted. No 
great hardship is involved as the case can be fully tried as soon as the 
parties are ready. Order signed. 
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MORGENSTERN CHEMICAL COMPANY, INC. v. 
G. D. SEARLE & COMPANY 


No. 263-56 — D. C., N. J. — April 4, 1957 


COMMON LAW TRADEMARKS—SCOPE OF PROTECTION 
CoMMON LAW TRADEMARKS—REMEDIES 
Plaintiff seeks to restrain defendant from the use of the mark MICTINE as an 
infringement of plaintiff’s mark MICTURIN and to restrain his unfair competition. 
The evidence shows that plaintiff coined the mark MicruRIN for its urinary tract 
antiseptic in the form of circular pink tablets. Defendant with knowledge of 
plaintiff’s mark adopted MicTINE for its circular rose-colored tablets, used as a 
non-mercurial diuretic in the relief of edema and cardiac failure. Both products 
are sold to drug concerns and drugstores and are dispensed by prescription only. 
From the testimony of medical experts court finds it extremely unlikely that a 
physician would prescribe or a pharmacist dispense one product for the treatment 
of a condition calling for the other. Court finds no likelihood of confusion between 
MICTINE and MICTURIN as used on the products. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Since the evidence shows no actual competition between the goods involved, 
the court finds no unfair competition. 


Action by Morgenstern Chemical Company, Inc. v. G. D. Searle & 
Company for unfair competition. Complaint dismissed. 


Chazin & Chazin, of Jersey City, New Jersey, and Copal Mintz, of New 
York, N. Y., for plaintiff. 

Stanley & Fisher, of Newark, New Jersey, Frederick B. Lacey and Donald 
A. Robinson, of New York, N. Y., and Howard P. Robinson, of Chicago, 
Illinois, for defendant. 


WoRrTENDYEE, District Judge. 

There is diversity of citizenship between the parties to this action 
and the minimum jurisdictional requirement exists. The Court has juris- 
diction of the parties. 

The plaintiff, a corporation of the State of New York, is seeking an 
injunction, together with an accounting of profits and counsel fee, to re- 
strain further use by the defendant, a corporation of the State of Illinois, 
of the name MICTINE, which the defendant has adopted for one of its prod- 
ucts. Plaintiff alleges such a similarity in spelling, sound and suggestive- 
ness to the name MICTURIN, which the plaintiff had previously adopted for 
one of its products, as to render likely confusion of the products of the 
respective parties in the minds of purchasers thereof. The action is not 
for infringement of a registered trademark or trade name under the 
Lanham Act, 15 U.S.C.A. §§1051, et seq. Plaintiff claims to have coined 
and thereby to have acquired a property right in the name which it adopted 
for its product, and charges unfair competition or unfair trade practice 
on the part of the defendant in adopting a name for its product of such 
similarity as to be confusing to those persons, specifically physicians and 
pharmacists, having occasion to prescribe and dispense the pharmaceutical 
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products of the respective parties designated by the allegedly similar 
names. A brief review of the evidence will point up the questions, the 
resolution of which the Court is called upon to make. 

The plaintiff was incorporated in November 1939, and Alexander V. 
Morgenstern has been continuously its president and in general man- 
agerial control of its business throughout its existence, except for a pe- 
riod between 1948 and 1950 when he retired from that office. During this 
interim Mr. Morgenstern remained as consultant while the business was be- 
ing conducted by his two sons. The sole place of business of the plaintiff 
is located in Mt. Vernon, New York, to which it moved from New York City 
in July, 1953. Plaintiff corporation acquired from Morgenstern the right 
to use the business name of Physicians Drug Company, under which the 
plaintiff marketed its products, including that involved in this litigation. 

During late 1949 or early 1950, while Mr. Morgenstern’s two sons were 
operating plaintiff’s business, the father devised a formula for a urinary 
tract antiseptic embodied in the form of enteric tablets, to be taken by 
mouth. For these tablets he conceived and adopted the name MICTURIN 
which he felt to be suggestive of miction (urination) and micturition (the 
passage of urine); each of which is derived from the Latin micturire, 
meaning to urinate. 

The plaintiff undertook the promotion and marketing of these urinary 
antiseptic tablets under the name which has been conceived by Mr. Mor- 
genstern. The latter composed the labelling and promotional literature, 
cleared the product with the United States Food and Drug Administration, 
and planned and directed, in behalf of the plaintiff, the promotional and 
marketing procedures. These procedures began with a circular letter, 
dated March 22, 1950, addressed to 102 wholesale druggists located in 
various places throughout the United States, which was followed by 
unsolicited shipments, on consignment, of a dozen or two of boxes of the 
product, invoiced to each of the consignees. Another promotional proce- 
dure pursued by Mr. Morgenstern involved the use of so-called “return” 
post cards bearing the names of some of the plaintiff’s products, with 
places on the “return” card, opposite the name of each product, for the 
insertion of a check or cross mark to indicate the interest of the addressee, 
in the particular product. These cards were mailed to some 102,000 physi- 
cians in various localities in the United States. Two samples of this tablet, 
enclosed in an envelope bearing printed information about the product, 
together with a card bearing advertising text relative thereto, all com- 
posed by Mr. Morgenstern, were mailed to those physicians who indicated 
an interest in the product by use of this return post card. 

Commencing with the year 1951 plaintiff caused its product to be 
listed, under the name MICTURIN, in the Blue Book and in the Red Book, 
both annual catalogues of proprietary pharmaceuticals widely circulated 
among the drug trade. 

Plaintiff’s product was sold in lots of 50 tablets, each lot packaged in a 
square cardboard box bearing a label reading as follows: “50 micrurIN 
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TABLETS—Each Tablet Contains: Methenamine—3'4 gr. Aminophyllin—Y2 
gr. Hyoscyamin alk.—1/400 gr. CAUTION: To be dispensed only by or 
on the prescription of a physician, according to directions. Literature avail- 
able to physicians on request. If the urine is alkaline, an ‘acidifier’ (sodium 
or ammonium biphosphate) should be taken. DISTRIBUTED BY PHYSICIANS 
DRUG COMPANY, New York 14, New York.” These boxes were advertised for 
sale at the retail price of $2.00 per box, or $16.00 for a dozen boxes. 

The MIcTuRIN tablets, circular in shape, pink in color, and glossy sur- 
faced, were actually manufactured for the plaintiff by Strong Cobb Com- 
pany, Inc., of Cleveland, Ohio and later by the Arner Co., Inc., of Buffalo, 
New York, in accordance with Mr. Morgenstern’s formula. The plaintiff 
boxed and labelled the tablets and distributed them under the name of 
Physicians Drug Company. There appears on the tablet no name, mark 
or symbol to indicate its source or proprietorship. 

Plaintiff’s advertising material relates that the tablets are indicated for 
disinfection of the urinary tract, control of inflammation and pain, evacua- 
tion of stagnant urine and relaxation of sphincter spasm in genito-urinary 
eases involving micturition trouble (nephritis, phlebitis, urethritis, cystitis 
and prostatitis). The same cards point out that, by means of the enteric 
coating, the tablets are protected from attack by gastric hydrochloric acid 
so as to permit development of full therapeutic activity in the urinary 
organs. The distributor suggests that MIcTURIN tablets are preferable to 
the toxic antiseptics (which may exert undesirable side-effects) for pro- 
longed administration in “catarrhs”’ of the bladder and urethra in both 
sexes. The advertising further claims that these tablets are valuable “in 
mild infectious processes common in elderly persons, and for prophylaxis 
when catheterization is required.” 

Although Mr. Morgenstern testified that plaintiff was supplied with 
213,900 tablets by the Strong Cobb Company and 209,500 tablets by The 
Arner Company—these two quantities constituting all of the tablets pro- 
duced for the plaintiff—the witness tells us that no record was kept of 
how many tablets were actually sold. He explains that many of plaintiff’s 
sales records have been lost or destroyed. He recalls that when each 
shipment was made the invoice was entered in the sales ledger, duly posted, 
and on receipt of payment the amount due was credited, whereupon the 
retained copies of the invoices were destroyed. Copies of some of these 
orders and invoices, however, which had been retained, were marked in 
evidence, but are not reliable indications of the aggregate total or fre- 
quency of sales, because incomplete. Conceding that his estimates were 
mere guesses, Mr. Morgenstern testified that for the year 1950 plaintiff’s 
gross sales ranged between $2,000 and $2,500; for 1951 between $2,000 
and $3,000; for 1952, $3,000; for 1953 between $2,000 and $2,500; for 1954 
between $1,800 and $2,000; and for 1955 about $80. He admitted that 
plaintiff abandoned promotion of the sale of micTuRIN tablets in March 
or April 1953, with the intention of waiting until the medical profession 
might indicate a trend of aversion from the use of antibiotics and sul- 
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phanimides which are presently completely monopolizing the field in which 
he claimed MICTURIN was indicated. In this immediate connection, plaintiff 
produced no evidence tending to induce the expectation that the use of 
these popularly called “wonder drugs” was likely to diminish in the fore- 
seeable future. On the other hand, competent medical testimony adduced 
by the defendant satisfies me that the use of these now universally recog- 
nized therapeutic agents is progressively expanding rather than diminish- 
ing. 

The defendant is a large manufacturer of ethical pharmaceutical 
specialties, employing some 900 persons, one-third of whom are engaged 
in research. Its products are sold in 50 or 60 countries of the world. Its 
main plant is in Chicago, Illinois, and it operates other plants in Lynd- 
hurst, New Jersey, San Francisco, California, Toronto, Canada and Lon- 
don, England. It sells only to wholesale druggists, but its promotion is 
through the medical profession as well. None of its advertising is directed 
to laymen. 

Through its research activities the defendant originated and developed 
a brand of amino-metramide. For this product defendant sought an ap- 
propriate name and invited suggestions from certain of its employees 
for that purpose. From the suggestions so offered, the name MICTINE was 
adopted, but only after the following events had transpired. 

In September 1954 the name was filed with the Combined Trade-Mark 
Bureau, a trade organization to which the defendant belonged, for the 
purpose of evoking any objections to the use of the name which might 
emanate from any of the members of the Bureau. With no such objections 
forthcoming, the name MICTIN was thereupon submitted to defendant’s 
attorneys, for the purpose of making a trademark search report based on 
the United States Patent Office records, and other sources. The report, 
dated October 22, 1954, revealed the existence of a product of Physicians 
Drug Co. of Mt. Vernon, New York, known as MICTURIN TABLETS. After 
receipt of this report, defendant’s vice-president, Mr. O’Brien, contacted 
Mr. Alexander V. Morgenstern, in November 1954, by telephone, advising 
the latter that the defendant had determined to adopt the name MICTIN 
for its product and inquiring, as a matter of courtesy, whether Mr. Mor- 
genstern had any objection to the use of such a name for defendant’s 
diuretic product. Mr. Morgenstern advised Mr. O’Brien that he would 
object to the use of the name MICTIN, but offered to sell to defendant all of 
plaintiff’s rights in the name MICTURIN, as well as plaintiff’s business; stat- 
ing at the time that the plaintiff’s product was not of importance and was 
only yielding a profit of approximately $2,000 per annum. Mr. O’Brien 
indicated that defendant would not be interested in such a purchase, but 
both individuals left open the possibility of further discussions of this 
subject. The telephone conversation between Mr. O’Brien and Mr. Mor- 
genstern was succeeded by correspondence between them and others, in the 
course of which references were made to the similarity between the names 
MICTURIN and MICTIN, and the possibility of confusion of the two. In this 
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correspondence there is a current of negotiation, kept alive principally by 
Mr. Morgenstern, looking to the ultimate possibility of the sale of his prod- 
uct and right to the use of the name Micturin to the defendant. The evi- 
dence further discloses that Mr. O’Brien had indicated to Mr. Morgen- 
stern that the defendant would make a change in the contemplated name of 
MICTIN, but the testimony is uncontradicted that the name MICTINE was 
ultimately adopted by the defendant, and used upon the labels of the con- 
tainers of its product, commencing on or about December 1, 1954. 

Defendant’s tablet is also circular, or disc-like in shape, although its 
contour differs from that of the product of the plaintiff. The color of 
defendant’s tablets is a deep rose shade, the surface of the tablet is dull 
rather than glossy (as in the case of plaintiff’s tablet), and every tablet of 
the defendant bears impressed thereon the name SEARLE. Defendant’s tab- 
lets are packaged in square glass bottles and marketed in quantities of 100 
and 1,000. The label on each bottle reads as follows: SEARLE-MICTINE-Brand 
of aminometradine (1-allyl-3-ethyl-6-aminotetrahydropyrimidinedione) 200 
mg. CAUTION: Federal law prohibits dispensing without prescription. 
Usual adult dose: three tablets daily with meals, on alternate days;.or as 
recommended in Reference Manual No. 51, available to physicians on re- 
quest. G. D. SEARLE & CO. Chicago.” 

A pamphlet entitled “Research in the Service of Medicine,” Volume 
40, published by defendant in 1955, recommended the use of micTiNE for 
diuretic therapy in cases of hypertension, congestive heart failure, glom- 
erulo-nephritis, pylonephritis and nephrosis. Volume 43 of the same pub- 
lication recommended MICTINE for the relief of edema and as a diuretic 
therapeutic in cardiacy failure. Oral testimony amply confirmed the fact 
that defendant’s product is classified as a non-mercurial diuretic and would 
be prescribed only for the relief of the above ailments. 

On the basis of the foregoing evidence, I am impelled to certain find- 
ings of fact. The name MICTURIN or MICTURIN TABLETS was lawfully con- 
ceived and adopted by the plaintiff to designate the tablets which it under- 
took to promote, and succeeded to a degree in selling, to some wholesale 
druggists in limited quantities at localities in various portions of the United 
States. With full knowledge of plaintiff’s conception and adoption of the 
name MICTURIN, defendant adopted the name MICTINE. Both mMIcTURIN and 
MICTINE are derived from or based upon the same root and are intended to 
suggest urination. Although both products are sold and promoted only 
for dispensing by a pharmacist upon the prescription of a doctor, the 
similarity terminates at this point. The plaintiff’s MicTuRIN is a urinary 
tract antiseptic for use in certain genito-urinary cases, while defendant’s 
MICTINE is a non-mercurial diuretic for use in the relief of edema and 
cardiac failure. Since both products are dispensed only on prescription, 
I am not concerned with the likelihood of confusion in the minds of the 
general public, but am limited to an inquiry whether such confusion may 
exist within the specialized group composed of physicians and pharmacists. 
It appears from the combined testimony of an eminent cardiologist, two 
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university professors of pharmacology, a general medical practitioner and 
a dispensing retail pharmacist, that it is extremely unlikely that a physician 
would prescribe or a pharmacist dispense the product of one of the parties 
for the treatment of a condition for which the product of the other party 
is indicated. The Court takes judicial notice of the high standards of care 
inherent in both the fields of medicine and pharmacy and finds that such 
standards indicate the unlikelihood of confusion of the type urged by 
the plaintiff. 

The name MICTURIN or MICTURIN TABLETS, though not a registered trade- 
mark or trade name, is a valid common law trade name. Plaintiff is the 
owner of the name and is therefore entitled to the law’s protection of its 
drawing power as a congenial symbol for its product. “A trademark is a 
merchandising short-cut which induces a purchaser to select what he wants, 
or what he has been led to believe he wants. The owner of a mark ex- 
ploits this human propensity by making every effort to impregnate the at- 
mosphere of the market with the drawing power of a congenial symbol. 
Whatever the means employed, the aim is the same—to convey through the 
mark, in the minds of potential customers, the desirability of the com- 
modity upon which it appears. Once this is attained, the trademark owner 
has something of value.” Mishawaka Rubber & Woolen Manufacturing Co. 
v. 8S. 8. Kresge Co., 316 U.S. 203, 205, 53 USPQ 323, 325 (32 TMR 254). 
The name which plaintiff has conceived and adopted for its product is, 
therefore, a valid common law trademark or trade name in the use of 
which the plaintiff is entitled to be protected against confusion resulting 
from the use by another of the same or a similar name for a competing 
product in the same market. “What degree of resemblance is necessary 
to constitute an infringement (of a trademark or trade name) is incapable 
of exact definition, as applicable to all cases. All the courts of justice can 
do, in that regard, is to see that no trader can adopt a trademark so re- 
sembling that of another trader, as that ordinary purchasers, buying with 
ordinary caution, are likely to be misled.” McLean v. Fleming, 96 U.S. 
245, 251. In affirming injunctive relief upon a finding of infringement of a 
common law trademark below, the Supreme Court, in McLean, pointed out, 
at page 251, that the ground for the relief to which the court found the 
plaintiffff to be entitled was “that one man is not allowed to offer his 
goods for sale, representing them to be the manufacture of another trader 
in the same commodity.” 

The general principles relating to the infringement of trade names are 
stated in Chapter 35 of the Restatement of the Law of Torts (§§711, et seq.). 
A trade name is defined (§716) as “Any designation which (a) is adopted 
and used by a person to denominate goods which he markets * * * or a 
business which he conducts, * * * and (b) through its association with such 
goods, * * * or, business, has acquired a special significance as the name 
thereof, and (c) the use of which for the purpose stated in clause (a) is 
prohibited neither by a legislative enactment nor by an otherwise defined 
public policy.” Under “Comment” following the statement of the fore- 
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going definition, we are told that “A designation is not a trade name until 
it has in fact become in the market the name for goods * * * coming from 
or through a particular source or the name for a particular business.” 
The same Comment reminds us that “The phrase ‘secondary meaning’ 
(which is the connotation of the phrase ‘special significance’ as thus used), 
does not mean a subordinate or rare significance. It means rather a sub- 
sequent significance added to the previous meaning of the designation and 
becoming in the market its usual and primary significance.” 

Whether there has been an acquisition of such special significance is a 
question of fact in each case; no particular period of use being required. 
“The issue in each case is whether or not in fact a substantial number of 
present or prospective purchasers understand the designation, when used in 
connection with goods, * * * as referring to a particular person * * * .” 

In the case at bar the plaintiff relies upon the obvious similarity in 
derivation, suggestiveness, spelling, and sound in careless pronunciation, 
between MICTURIN and MICTINE as applied to pills to be taken by mouth for 
therapeutic purposes. If each of the names was employed to designate 
a medicinal tablet designed for the alleviation or cure of the same or closely 
related human ailments, this Court would have no difficulty in finding a 
confusing similarity between the two names, as was claimed in @. D. Searle 
& Co. v. Pfizer & Co., Inc. (7 Cir. 1956), 231 F.2d 316, 109 USPQ 6 (46 
TMR 586). Medicinal pills are not prescribed, dispensed or taken indis- 
criminately. A purchaser desiring a laxative tablet would not be induced 
by any similarity between names to purchase a sleeping pill. Neither from 
the evidence presented in this case, nor by way of judicial notice, can 
this Court reasonably find that a physician would prescribe or a pharmacist 
dispense the product of one of the parties the treatment of a condition for 
which the product of the other party is indicated. Similarity in sound or 
appearance of a word employed to designate a product for the market is not 
“eonfusing,” as the term is contemplated by the apposite decisions, unless 
each of the names is applied to a similar product and is likely to induce a 
purchaser to ask for one of the products when seeking to obtain the other. 
Hyde Park Clothes v. Hyde Park Fashions (2 Cir. 1953), 204 F.2d 223, 
97 USPQ 246 (43 TMR 934), cert. den. 346 U.S. 827, 99 USPQ 491. Since 
I am unable to find a confusing similarity in connotation between the names 
in question as applied to the products respectively indicated thereby, I 
am unable to conclude that defendant has infringed upon the rights of 
plaintiff in its common law trade name. 

Since this case does not arise under the Lanham Act, 15 U.S.C.A. 1051 
et seq., but seeks protection for a common law trade name, it is to be 
governed by the law of the forum. Erie Railroad Co. v. Tompkins, 304 U.S. 
64; Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 
569). “Unless there is * * * actual competition, there cannot be unfair com- 
petition.” Goldscheider v. Schnitzer (Chance. Div. 1949), 3 N.J. Super. 425, 
429, citing National Grocery Co. v. National Stores, 95 N.J.Eq. 588, 123 A. 
740, affd. 97 N.J.Eq. 360, 127 A. 925; and Baltimore v. Clark, 131 N.J.Eq. 
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tion between MICTURIN tablets and MIcTINE. Therefore, there can be no un- 
fair competition in the use of MICTINE to designate defendant’s non-compet- 
ing product. Paraphrasing the language of the opinion in Cridlebaugh v. 
Rudolph (3 Cir. 1942), 181 F.2d 795 at 801, 55 USPQ 386, 392, cert. den. 
318 U.S. 779, 57 USPQ 568. Even if MicTruRIN were a valid trademark, the 
right of the plaintiff would extend no further than the protection against 
the unfair use of a similar trademark by a competitor who seeks thereby 
to palm off his goods as those of the plaintiff. I can find in the evidence 
in this case no basis for inferring that there is any likelihood that pros- 
pective purchasers of MICTURIN tablets will be misled into purchasing de- 
fendant’s product by reason of the latter’s use of the name MICTINE. 

While plaintiff may be entitled to the exclusive use of the name 
MICTURIN for urinary antiseptic tablets, defendant’s use of micTINE for oral 
non-mercurial diuretic tablets is not a misappropriation of plaintiff’s rights, 
whatever the similarity in sound and derivation of the two names. The 
conclusion to which I am impelled is uninfluenced by any disparity between 
the respective yields from the sales of plaintiff's product and that of the 
defendant. 

Plaintiff argues that the absence of any evidence of “palming off” by 
the defendant of its product as that of the plaintiff is immaterial. With 
this I do not agree. Warner & Co. v. Lilly & Co. (1924), 265 U.S. 526. It 
is at least material to the issue of whether the defendant is guilty of un- 
fair competition with the plaintiff, and I conclude as a matter of law that 
it is an element which must be considered in determining whether or not 
the defendant is guilty of any infringement of plaintiff’s rights in its 
trade name. Obviously if there is no infringement and no unfair competi- 
tion, the plaintiff is not entitled to an accounting by the defendaut of its 
profits from the sale of MICTINE. Q-Tips Inc. v. Johnson & Johnson (3 
Cir. 1953), 206 F.2d 144, 148, 98 USPQ 86, 90 (44 TMR 39), cert. den. 
346 U.S. 867, 99 USPQ 491. 

Each of the parties to this action has submitted voluminous briefs and 
presented protracted arguments embodying the discussion of numerous 
decisions of State and Federal courts. None of these cases, however, is au- 
thority for the proposition, posed by the plaintiff in the case at bar, that, 
because of its priority of conception of the name which it has given to its 
tablets, it has acquired the right to prevent the subsequent use by another 
of a name, for its dissimilar product, sounding and appearing somewhat 
similar to plaintiff’s name. 

I find in this case that plaintiff's common law trade name MICTURIN 
Or MICTURIN TABLETs is not infringed by the defendant’s use of the trade 
name MICTINE, and that defendant is guilty of no unfair competition with 


the plaintiff by the adoption and use of the latter trade name. Accordingly, 


290, 24 A.2d 30, affd. 132 N.J.Eq. 374, 28 A.2d 169. I find no actual competi- 
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the complaint must be dismissed, with prejudice, and judgment will be 
entered for the defendant. 

The foregoing opinion shall constitute the Court’s findings of fact and 
conclusions of law, and an order may be presented in accordance therewith. 








PRIMROSE FOUNDATIONS, INC. v. F. W. WOOLWORTH 
COMPANY et al. 


N. Y. Sup. Ct., Spec. Term, N. Y. Co. — April 10, 1957 






REGISTRABILITY—IN GENERAL 
CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 
Failure to renew a registration does not affect the owner’s right to continued 

use of the mark or to restrain others who would compete unfairly. 
CoURTS—PRELIMINARY INJUNCTION 

Motion for temporary injunction to restrain defendant’s use of mark PRIMROSE 
on brassieres denied where the court found that questions of fact existed concerning 
plaintiff’s ownership of the mark and the likelihood of confusion, it appearing that 
an early trial on the merits could be had. 















Melvin Kleeblatt, of New York, N. Y. for Primrose Foundations, Ince. 

Chester E. Kleinberg, of New York, N. Y. for Figure Flattery Brassiere Co. 

Davies, Hardy & Schenck (Kenneth W. Greenawalt of counsel), of New 
York, N. Y. for defendant. 







Action by Primrose Foundations, Inc. v. F. W. Woolworth Company 
and Figure Flattery Brassiere Co., Inc., for unfair competition. Plaintiff 
moves for temporary injunction. Motion denied. 







HoFrstTaDTER, Justice. 

This is a motion for a preliminary injunction in an action for a per- 
manent injunction in an action based on unfair competition. 

Plaintiff is a manufacturer of women’s foundation garments and has 
been for several years. It does not now and has not for some time made 
brassieres except as incorporated in other garments, but it claims that it 
may at any time do so. Plaintiff uses the name PRIMROSE in connection with 
the sale and advertising of its products and had the name registered in the 
United States Patent Office as its trademark. Application to register this 
trademark was made on June 5, 1935. At that time the Patent Office 
notified plaintiff that Chipman Knitting Mills of Easton, Pa., had regis- 
tered the name for hosiery. Plaintiff thereupon had negotiations with the 
Chipman concern which resulted in the latter advising the Patent Office 
that they had no objection to plaintiff’s use of the name for foundation 
garments. The Patent Office thereupon issued to plaintiff a trademark ac- 
cordingly. 

The defendant, F. W. Woolworth Company, was the outlet through its 
numerous stores, for the Chipman hosiery which it marketed under the name 
of Primrose stockings. These stockings were sold in a distinctive package 
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with the name and pictures of primroses on it. 
trademark to defendant. 

In 1956, plaintiff failed to renew its trademark registration. Defen- 
dant Woolworth had meanwhile been selling brassieres made by defendant, 
Figure Flattery Brassiere Co., Inc. Upon the expiration of plaintiff’s regis- 
tration, defendant Woolworth applied for the use of this trademark on 
brassieres and, since the application, has been selling them under this 
name, using a package of the same color and markings as those it uses 
for hose. It appears that the hose have acquired an enviable reputation and 
this defendant is anxious to have its brassieres associated in the public 
mind with the hose. A label with printing in the same color is sewn into 
the brassieres. The sale of the latter article has assumed large proportions 
and a very considerable number, packaged and with the sewn-in label, are 
constantly on hand, and replacements are in various stages of operation 
with the manufacturing defendant. 

Certain principles evolve quite clearly from these facts. The expira- 
tion of the trademark registration did not affect plaintiff’s right to use the 
trademark and to restrain those who competed with it unfairly. The 
failure does not constitute and only prima facie indicates an abandonment. 
That Woolworth was fully aware of plaintiff’s rights is apparent from the 
manner it acquired the hosiery trademark and the manner and time it 
moved to extend it to brassieres. 

It is also clear that whether plaintiff has any rights in regard to 
brassieres is a question of fact. The first issue is whether such articles 
are included within the term “foundation garment.” If so, there is the fur- 
ther question of whether their manufacture is so allied with what plaintiff 
did make that, either the public would inevitably associate such a product 
with the plaintiff or it is so close to the class of garments that plaintiff 
does make as to be fairly included in it. The presence of these issues is in 
itself sufficient to deny the relief of a temporary injunction. 

But there is an even weightier consideration. This case can be tried as 
soon as plaintiff wills. Plaintiff has shown no actual damage to its busi- 
ness or reputation, though the potentiality of damage is inherent in its 
claim. Should a temporary injunction issue, defendant will be put to 
substantial expense and its sales will be restricted, at least for a time. 
Though these are not considerations which prevent a permanent injunction, 
they do make it more equitable to await final determination before giving 
relief. 

Motion for temporary injunction denied. Order signed. 


Later Chipman assigned its 
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ADMIRAL CORPORATION v. ADMIRAL EMPLOYMENT 
BUREAU, INC. et al. 


No. 56 C 2135 — D. C., N. D. Iil., E. Div. — April 11, 1957 

tEMEDIES—INFRINGEMENT—SCoPE OF RELIEF—DAMAGES 
CourTs—J URISDICTION 

A claim for treble damages under that part of the Lanham Act which provides 
for such damages, in the court’s discretion involves a question of wilfulness which 
the defendant is entitled to have tried by a jury; such damages are not merely 
incidental to the equitable relief sought and, hence, within the scope of the court’s 
general equity power but rather are the result of statutory authorization. 


Action by Admiral Corporation v. Admiral Employment Bureau, Inc., 
et al. for trademark infringement and unfair competition. Motion by 
Admiral Employment Bureau, Inc., to set aside order striking demand for 
jury trial. Motion sustained. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for plaintiff. 
James A. Brown, of Chicago, Illinois, for defendants. 


La Buy, District Judge. 
The above action is alleged to be brought pursuant to the 
“statutes and common law of the State of Illinois and the trademark and 
unfair competition laws of the United States, and is for the infringe- 
ment and dilution of a trade name and a registered mark and for 
unfair competition in trade. There is diversity of citizenship, and the 
amount involved exceeds the sum of Three Thousand Dollars 


($3,000.00) .” 

It is further alleged that plaintiff is the holder of some twelve registrations 
for the trade name ADMIRAL in the United States Patent Office and also 
holds a registration for the same in the State of [llinois; that notwithstand- 
ing plaintiff’s well known prior right in its mark and trade name, the de- 
fendant has used the name ADMIRAL in direct competition with plaintiff for 
the labor and other services of prospective employees and has deceived, 
confused and misled prospective employees into believing that defendant’s 
advertisements and services were in fact the plaintiff’s. The plaintiff 
prays that defendant be enjoined from further use of the trade name 
ADMIRAL in connection with their corporate name and from otherwise in- 
fringing and unfairly competing with the plaintiff, that an accounting be 
had of all the profits received, and for the damages which the plaintiff has 
sustained on account of said infringement, unfair competition, dilution 
and defamation, and “that such damages be trebled.” 

The defendant, Admiral Employment Bureau, and the individual de- 
fendants have filed answers to said complaint. The corporate defendant 
has also filed a timely jury demand and in its answer, in the main, denies 
the allegations of the complaint. The jury demand was stricken on motion 
of the plaintiff and the defendant corporation now moves to have the order 


set aside. 
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The question of the right to a trial by jury is determined by an 
adherence to the principle that if the claim is one properly equitable in 
character there is no right to jury on an issue of damages that is incidental 
to the equitable relief which the claimant seeks. That rule is generally 
stated to be that equity having properly acquired jurisdiction of a cause 
for any purpose should dispose of the entire controversy and its incidents 
and not remit any part of the claim to a court of law. Greene v. Louisville & 
Interurban Rr. Co. (1917), 244 U.S. 499, 520. In other words, there is 
no right to a jury trial on an incidental issue of damages even though a 
jury demand is made. 

Thus, where the plaintiff formulates his claim as one for an injunction 
with damages as an incident thereto, the basic issue would then be equitable 
and would carry with it the determination of the damages. Essentially, 
therefore, the basic nature of the issue depends upon the plaintiff’s choice 
of remedy. The issues raised by the complaint and the nature of the relief 
prayed for must guide a trial court in its determination as to whether or 
not a trial by jury shall be had. 

The situation is very clear where the plaintiff elects to pursue both 
remedies available to him. Where legal and equitable claims are made 
in separate counts, it is apparent that a right to trial by jury exists on the 
legal issues. Bruckman v. Hollzer (C.A. 9, 1946), 152 F.2d 730, 68 USPQ 
252. 

Less apparent is the situation as exists in the instant case where the 
plaintiff seeks both equitable and legal relief in a single claim. The de- 
termination then becomes whether the basic nature of the suit is equitable 
or legal. 

The distinguishing feature present in this complaint is the prayer for 
treble damages as authorized by 15 U.S.C.A. §1117, which provides that 


“ * * * Tn assessing damages the court may enter judgment, ac- 
cording to the circumstances of the case, for any sum above the amount 
found as actual damages, not exceeding three times the amount. * * * ” 


Whether the section authorizing assessment of the treble damages be penal 
or remedial in nature does not of itself establish whether the damages to 
be allowed are punitive, for extra damages may be punitive if the circum- 
stances warrant. It is established, however, that a treble damage claim 
cannot be maintained as an incident to the equitable claim and a jury 
may be demanded for a trial of this claim. Although the question of 
whether or not treble damages are to be awarded is left to the discretion 
of the court, there exists the right to have a jury pass on the question of 
the wilfulness of the violation before such an award is made. Decorative 
Stone Co. v. Building Trades Council (C.A. 1928), 23 F.2d 426; Hennessy 
v. Wilderming-Loewe Co. (C.A. Cal., 1900), 103 F. 90. 

The court is of the opinion the damages sought in the present com- 
plaint cannot properly be maintained as an incident to the equitable relief 
demanded. The right to damages as provided by the statute is a distinct 
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and separate remedy from the injunctive relief demanded. These damages 
are not limited to such damages as a court of equity might award as an 
incident to equitable relief. The court is empowered to award such dam- 
ages because of the statute and not by virtue of its general equity powers. 

Defendant, having demanded a jury trial within the prescribed time, 
is entitled to have a trial by jury. An order has this day been entered 
sustaining the defendant’s motion to vacate the order heretofore entered 
striking its jury demand. 


HILL'S SUPERMARKETS, INC. v. STONY BROOK DAIRIES, INC. 
N. Y. Sup. Ct., Nassau Co. — April 25, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OR DISSIMILARITY OF GOODS 

In an action involving as plaintiff one who operated a chain of supermarkets 

and who for 18 years had sold butter, eggs and evaporated milk under the mark 

STONY BROOK and as defendant, a milk wholesaler who used its name STONY BROOK 

DAIRIES, INC. on milk containers sold at wholesale, the court dismissed the complaint 

after finding that the defendant had not acted dishonestly, that the defendant had 

not attempted to palm off its products as the products of plaintiff, and that there 
was no likelihood of confusion in the mind of the purchasing public. 


Edwin J. Freedman (Arthur G. Silverman of counsel), of Freeport, N.Y. 
for plaintiff. 

Harry L. Marcus (Herbert L. Maltinsky of counsel), of New York, N.Y. 
for defendant. 


Action by Hill’s Supermarkets, Inc. v. Stony Brook Dairies, Inc., for 
unfair competition. Complaint dismissed. 


KusNneEtTz, Justice. 

This is an action for an injunction to restrain the defendant from 
using a name in the conduct of its business similar to that used by the 
plaintiff in its business. The plaintiff operates a chain of super markets 
in the counties of Nassau and Suffolk and in connection with its business, 
sells butter, eggs and evaporated milk in packages or cans bearing the 
name STONY BROOK. This name has been used by the plaintiff for some 
eighteen years and the plaintiff, during that time, has done some adver- 
tising of the name in local newspapers and circulars. The defendant is in 
the business of selling and distributing fluid milk and cream. In June, 1953, 
the defendant changed its name to STONY BROOK DAIRIES, INC., and uses that 
name on its containers. The defendant sells its milk only at wholesale 
and it is then sold by the wholesalers at retail. The plaintiff sells only at 
retail. It is plaintiff’s contention that the defendant’s use of the name 
STONY BROOK constitutes unfair competition and that the defendant should 
be enjoined from the use of that name. The grounds upon which unfair 
competition will be enjoined are (1) that the means used are dishonest; 
(2) that by false representation or imitation of a name or device there 
is a tendency to create confusion and thus work a fraud upon the public 
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by inducing it to accept a spurious article. Dress Circle, Inc. v. Franklin 
Simon & Co., Inc., 174 Mise. 176, 20 N.Y.S. 2d 225. A strong case must 
be made out to warrant the issuance of an injunction. Stone v. Marcus 
Loew’s Booking Agency, 63 N.Y.S. 2d 220. There is absolutely no proof 
in the record before this court which would show that the means used 
are dishonest or for the purpose of perpetrating a fraud. Furthermore, 
the plaintiff has failed to show that the defendant is attempting to palm 
off on the purchasing public its merchandise as the merchandise of the 
plaintiff. Mavco, Inc. v. Hampden Sales Assn., 273 App. Div. 297, 77 
N.Y.S. 2d 510, 77 USPQ 62 (38 TMR 568). At an examination before 
trial of the plaintiff, by its president, it was admitted by him that he had 
no information that any particular retail distributors had passed off to 
the consuming public milk and cream sold by the defendant as plaintiff’s 
milk and cream; nor is there any proof that there is a likelihood of con- 


fusion in the mind of the purchasing public. Under the circumstances.~ 


judgment is rendered for the defendant dismissing the complaint. 


THE COCA-COLA COMPANY v. JOSEPH VALASEK et al., 
doing business as ICE CREAM PALACE 


No. 57-C-184 — D. C., N. D. Ill., Eastern Div. — April 26, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 
Defendants unfairly compete where they pass off a substitute product as and 
for plaintiff’s product sold under trademarks CocaA-coLA and COKE. 


Motion by The Coca-Cola Company v. Joseph Valasek & Ann J. 
Valasek, doing business as Ice Cream Palace for preliminary injunction. 
Motion granted. 


Woodson, Pattishall & Garner (Beverly W. Pattishall of counsel), of 
Chicago, Illinois and Julius R. Lunsford, Jr., of Atlanta, Georgia 
for plaintiff. 

Thomas J. Godfrey, of Chicago, Illinois for defendants. 


IaoE, District Judge. 

This is a comparatively simple matter. A bill had been filed here 
charging the defendants with passing off a product other than coca-coLa 
aS COCA-COLA Or COKE. 

In support of that charge, there have been introduced three witnesses, 
and they have testified to a situation which indicates that they were in 
the place of business of the defendants and ordered coca-coLa. They were 
given some substitute. 

The reason why they say they were given some substitute is because 
the defendants, both according to the testimony here and according to 
the pleadings, state they do not sell coca-cota. However, these men 
swore they ordered coca-coLa and they were given something in place of 
COCA-COLA, 
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Now, I am asked to cross out that testimony on the theory that these 
men are employed by a big corporation and therefore they are incapable 
of telling the truth. I can’t do that. 

They have made out a prima facie case, and if Joe and his wife and 
family don’t want to sell coca-coLa, they don’t have to. But they should 
not be permitted to sell something else on the pretense that it is COCA-COLA. 
You may have your order for a preliminary injunction. 













ORDER 





This cause coming on to be heard upon the motion of the plaintiff, 
THE COCA-COLA COMPANY, for a preliminary injunction and upon plaintiff’s 
verified complaint, and the court having heard evidence for both parties 
and argument of counsel, and considered the affidavits filed with plaintiff’s 
motion for preliminary injunction and defendants’ answer and counter- 
claim and plaintiff’s verified answer to defendants’ counterclaim, and after 
hearing in open court, the court makes the following findings of fact and 









conclusions of law: 







FINDINGS OF FACT 








1. Plaintiff, THE cocA-cOLA COMPANY, is a corpcration of the State 
of Delaware and a citizen of said State. 






2. Defendants, JOSEPH VALASEK and ANN J. VALASEK (Mrs. Joseph 
Valasek), are citizens of the State of Illinois and residents and inhabitants 
of the Northern District of Illinois, Eastern Division, where they are 
engaged in operating a place of business, individually and as co-partners, 
at 6430 West 79th Street, in the City of Oak Lawn, State of Illinois, 
trading as ICE CREAM PALACE. 










3. The matter in controversy exceeds, exclusive of interest and costs, 
the sum of Three Thousand Dollars ($3,000.00) and is between citizens 
of different states. 











4. Plaintiff manufactures and sells throughout the United States, 
including the State of Illinois, and in foreign countries, a soft drink syrup 
and beverage made therefrom, under its trademarks coca-coLa and COKE, 
which trademarks are registered in the United States Patent Office and 
in the State of Illinois. 


5. Plaintiff has spent large sums of money in advertising its soft 
drink syrup and beverage made therefrom, which it sells under its trade- 
marks coca-coLA and cOKE throughout the United States. including the 
State of Illinois, and said trademarks symbolize a valuable good will. 











6. The facts specified in paragraphs (4) and (5) existed long prior 
to the acts of the defendants herein complained of. 






7. On at least 29 separate occasions between September 2, 1952 and 
December 13, 1956, inclusive, defendants or their employees substituted 


ms 
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without explanation, on orders for coca-coLaA and COKE, a product not 
COCA-COLA Or COKE. 


8. Defendants were interviewed by plaintifi’s representative on Oc- 
tober 28, 1952, and were requested to discontinue the practice of passing 
off, but defendants refused to agree to stop such practice and told plain- 
tiff to go to court if it thought it could stop them from passing off. 
Plaintiff’s request was repeated in a registered letter from plaintiff re- 
ceived by defendants on November 13, 1952. Plaintiff’s subsequent inves- 
tigations revealed that defendants were continuing to pass off, and on 
September 30, 1954, a representative of plaintiff again attempted to inter- 
view defendants, but defendants refused to discuss the matter with plain- 
tiff’s representative and ordered plaintiff’s representative to leave the 
premises. 


9. Plaintiff’s good will and reputation have been and will continue 
to be irreparably damaged unless defendants are restrained from passing 
off, on orders for COCA-COLA or COKE, any product not the plaintiff's, pending 
the final determination of this action. 


10. The value of plaintiff’s good will symbolized by its trademarks 
COCA-COLA and COKE is in excess of Three Thousand Dollars ($3,000.00) 
exclusive of interest and costs. 


CONCLUSIONS OF LAW 


1. This court has jurisdiction over the parties and the subject matter 
of the action. 


2. The affidavits filed in support of plaintiff’s Motion for Preliminary 
Injunction justify enjoining the defendants, both separately and jointly, 
and their agents, attorneys, employees, servants, privies, representatives, 
successors, and assigns from passing off a product not coca-COLA or COKE 
on orders for cOCA-COLA Or COKE pending the final determination of this 
action. 


3. The issuance of a preliminary injunction is necessary to prevent 
immediate and continuing irreparable damage to plaintiff’s reputation and 
good will. 


WHEREFORE, it is ordered that a preliminary injunction be, and it 
hereby is, granted plaintiff against the defendants, both separately and 
jointly, and their agents, attorneys, employees, servants, privies, repre- 
sentatives, successors, and assigns, and any and all persons acting by, 
through or under their authority, restraining them, pending the final 
determination of this action or until further order of this court, from sell- 
ing or offering for sale in response to calls or orders for COCA-COLA or COKE 
any product not the plaintiff's, provided that plaintiff forthwith give a 
bond in the sum of $200 dollars for the payment of such costs and damages 
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as may be incurred or suffered by any party who shall be found to have 
been wrongfully enjoined or restrained, and such bond shall be approved 
by the Clerk of this court. 






WEST DISINFECTING COMPANY v. ONORATO (VALTEX 
PRODUCTS COMPANY, assignee, substituted) 


Appl. No. 6242 — C. C. P. A. — March 8, 1957 











REGISTRATION PROCEDURE—INTERFEREN CE—EVIDENCE 
Appeal from decision in interference proceeding wherein West applied to 








register SAVOLE for liquid soap and was refused because of Valtex’s prior 1949 
registration of savo. for hand cream. West requested interference on basis of use 
since 1915 which Examiner confirmed but finding for West reversed by Commis- 
sioner. Burden on junior party (West) to show it is entitled to the registration 
and doubts are resolved against it since Valtex rights are prima facie superior by 
reason of prior filing date. Hence West must show that at time and prior to 
Valtex application his mark was in use in commerce. Trademark use at some earlier 
date insufficient. Earliest date of first use by Valtex was July 15, 1948. Evidence 
shows date of first use by West as 1921 and sporadic sales up to 1939. Testimony 
that use has been “continuous” not sufficient where only supporting evidence is that 
of printer showing printing of 2000 SAvoLE labels in 1939. If other evidence was 
available West was under duty to produce it. Evidence of use for period prior to 
1948 not convincing and doubts must be resolved against West. Decision of Com- 

















missioner affirmed. 





Interference proceeding No. 4943 between West Disinfecting Com- 
pany, application Serial No. 625,166 filed February 18, 1952, and 
Samuel A. Onorato (Valtex Products Company, assignee, substituted), 
Registration No. 512,632 issued July 19, 1949. Applicant appeals from 
decision of Commissioner of Patents for registrant. Affirmed; Worley, 
Judge, concurring with opinion. 

Case below reported at 45 TMR 730. 
Joseph J. Juhass, of New York, N.Y., for appellant. 
B. E. Shlesinger, of Rochester, New York, for appellee. 


Before, JOHNSON, Chief Judge, and Wor.Ey, Ricu, and Jackson (retired), 
Associate Judges. 














Ricu, Judge. 
This is an appeal in a trademark interference. Appellant, the junior 


party, hereinafter called “West,” filed an application to register SAVOLE 
for liquid soap on February 18, 1952. Registration was refused because 
of appellee’s prior registration of savoL for hand cleaning cream. No. 
512,632 of July 19, 1949, issued on an application filed August 14, 1948 to 
Samuel A. Onorato doing business as Valtex Products Company. Appellee 
will hereinafter be referred to as “Valtex,” the company name used by 
various combinations of the several Onorato brothers. 

West, claiming use since January 1, 1915, requested an interference, 
which was instituted. Both parties took testimony. The Examiner of In- 
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terferences found that West’s evidence established “continuous use by the 
junior party of its mark since many years prior to any use to which the 
senior party is here entitled” and adjudged West to be entitled to regis- 
tration. 

On appeal to the Commissioner of Patents the decision of the Examiner 
of Interferences was reversed on the ground that West had failed to meet 
the burden of proof upon it to show that it had rights in SAVoLE superior to 
the rights of Valtex in savoL and appeal was taken to this court. No ques- 
tions have been raised as to the similarity of the marks or of the goods 
and the only issue is which party is entitled to registration. 

The burden of proof is, of course, upon the junior party, West, to show 
that it is entitled to the registration it seeks and, as against a registered 
mark, doubts are to be resolved against it. The B. R. Baker Company v. 
Lebow Brothers, 32 C.C.P.A. (Patents) 1206, 66 USPQ 232, 235, 150 F.2d 
580 (35 TMR 267), and Brewster-Ideal Chocolate Co. v. Dairy Maid Confec- 
tionery Co., 20 C.C.P.A. (Patents) 848, 16 USPQ 310, 315, 62 F.2d 844 
(23 TMR 86). 

At the outset there is a question of what West, as junior party, must 
prove to meet the burden upon it. The opinion of the Commissioner says 
(105 USPQ 126, 127, 45 TMR 730) : 


The burden is on the applicant to establish prior and continuous 
use of its mark on its goods. 


The brief for Valtex states it somewhat differently, urging that West must 
establish not only priority of use but also either that it was using the mark 
continuously from the priority date it has established, or at least from a 
date prior to the date established by Valtex, until West’s own filing date. 
West’s brief appears to be confused on the question of what must be 
proved and says at one point, “All that the junior party had to prove, 
was to prove a date prior to 1948 [the earliest date established by Valtex] 
and instead of that * * * it went back to 1915 * * * .” 

Neither the Commissioner’s opinion nor the briefs of the parties cite 
any authority on the question of what must be proved by the junior party 
to sustain its burden. Since we deem the nature of the burden of the 
junior party to be of decisive importance we shall state our view as to what 
it is. 

West is an applicant seeking registration. Valtex, a registrant, is in 
the position of having, prima facie, superior rights by virtue of an earlier 
filing date than West, which rights must be overcome. Our view is that in 
this interference West must show that at the time when Valtex filed (as- 
suming no earlier trademark rights to be established by Valtex) West was 
already in a position to register its mark, had it chosen to do so. Under 
Sec. 1 of the Trademark Act of 1946, West to have been entitled to registra- 
tion at that time, would have had to be able to state in its application “that 
the mark is in use in commerce.” (Emphasis ours.) In other words, a mark 
which is not in use cannot be registered. A mere showing by West of 
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as may be incurred or suffered by any party who shall be found to have 
been wrongfully enjoined or restrained, and such bond shall be approved 
by the Clerk of this court. 
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REGISTRATION PROCEDURE—INTERFERENCE—EVIDENCE 
Appeal from decision in interference proceeding wherein West applied to 









register SAVOLE for liquid soap and was refused because of Valtex’s prior 1949 





registration of savyo. for hand cream. West requested interference on basis of use 
since 1915 which Examiner confirmed but finding for West reversed by Commis- 
sioner. Burden on junior party (West) to show it is entitled to the registration 
and doubts are resolved against it since Valtex rights are prima facie superior by 
reason of prior filing date. Hence West must show that at time and prior to 
Valtex application his mark was in use in commerce. Trademark use at some earlier 
date insufficient. Earliest date of first use by Valtex was July 15, 1948. Evidence 
shows date of first use by West as 1921 and sporadic sales up to 1939. Testimony 
that use has been “continuous” not sufficient where only supporting evidence is that 
of printer showing printing of 2000 SAVOLE labels in 1939. If other evidence was 
available West was under duty to produce it. Evidence of use for period prior to 
1948 not convincing and doubts must be resolved against West. Decision of Com- 
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Interference proceeding No. 4943 between West Disinfecting Com- 
pany, application Serial No. 625,166 filed February 18, 1952, and 
Samuel A. Onorato (Valtex Products Company, assignee, substituted), 
Registration No. 512,632 issued July 19, 1949. Applicant appeals from 
decision of Commissioner of Patents for registrant. Affirmed; Worley, 
Judge, concurring with opinion. 

Case below reported at 45 TMR 730. 
Joseph J. Juhass, of New York, N.Y., for appellant. 
B. E. Shlesinger, of Rochester, New York, for appellee. 


Before, JoHNSON, Chief Judge, and Wor.ey, Ricu, and Jackson (retired), 
Associate Judges. 













Ricu, Judge. 

This is an appeal in a trademark interference. Appellant, the junior 
party, hereinafter called “West,” filed an application to register SAVOLE 
for liquid soap on February 18, 1952. Registration was refused because 
of appellee’s prior registration of savot for hand cleaning cream. No. 
512,632 of July 19, 1949, issued on an application filed August 14, 1948 to 
Samuel A. Onorato doing business as Valtex Products Company. Appellee 
will hereinafter be referred to as “Valtex,” the company name used by 
various combinations of the several Onorato brothers. 

West, claiming use since January 1, 1915, requested an interference, 
which was instituted. Both parties took testimony. The Examiner of In- 
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terferences found that West’s evidence established “continuous use by the 
junior party of its mark since many years prior to any use to which the 
senior party is here entitled” and adjudged West to be entitled to regis- 
tration. 

On appeal to the Commissioner of Patents the decision of the Examiner 
of Interferences was reversed on the ground that West had failed to meet 
the burden of proof upon it to show that it had rights in sAVoLE superior to 
the rights of Valtex in savoL and appeal was taken to this court. No ques- 
tions have been raised as to the similarity of the marks or of the goods 
and the only issue is which party is entitled to registration. 

The burden of proof is, of course, upon the junior party, West, to show 
that it is entitled to the registration it seeks and, as against a registered 
mark, doubts are to be resolved against it. The B. R. Baker Company v. 
Lebow Brothers, 32 C.C.P.A. (Patents) 1206, 66 USPQ 232, 235, 150 F.2d 
580 (35 TMR 267), and Brewster-Ideal Chocolate Co. v. Dairy Maid Confec- 
tionery Co., 20 C.C.P.A. (Patents) 848, 16 USPQ 310, 315, 62 F.2d 844 
(23 TMR 86). 

At the outset there is a question of what West, as junior party, must 
prove to meet the burden upon it. The opinion of the Commissioner says 


(105 USPQ 126, 127, 45 TMR 730) : 


The burden is on the applicant to establish prior and continuous 
use of its mark on its goods. 


The brief for Valtex states it somewhat differently, urging that West must 
establish not only priority of use but also either that it was using the mark 
continuously from the priority date it has established, or at least from a 
date prior to the date established by Valtex, until West’s own filing date. 
West’s brief appears to be confused on the question of what must be 
proved and says at one point, “All that the junior party had to prove, 
was to prove a date prior to 1948 [the earliest date established by Valtex] 
and instead of that * * * it went back to 1915 * * * .” 

Neither the Commissioner’s opinion nor the briefs of the parties cite 
any authority on the question of what must be proved by the junior party 
to sustain its burden. Since we deem the nature of the burden of the 
junior party to be of decisive importance we shall state our view as to what 
it is. 

West is an applicant seeking registration. Valtex, a registrant, is in 
the position of having, prima facie, superior rights by virtue of an earlier 
filing date than West, which rights must be overcome. Our view is that in 
this interference West must show that at the time when Valtex filed (as- 
suming no earlier trademark rights to be established by Valtex) West was 
already in a position to register its mark, had it chosen to do so. Under 
Sec. 1 of the Trademark Act of 1946, West to have been entitled to registra- 
tion at that time, would have had to be able to state in its application “that 
the mark is in use in commerce.” (Emphasis ours.) In other words, a mark 
which is not in use cannot be registered. A mere showing by West of 
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trademark use at some earlier time is not sufficient. Motlow v. Oldetyme 
Distillers, Inc., 24 C.C.P.A. (Patents) 1094 at 1097, 88 F.2d 732, 33 USPQ 
139, 141 (27 TMR 262). (That case involved the Trademark Act of 1905 
but it contained the same requirement of present use at the time of apply- 
ing for registration as the 1946 Act involved here.) On the other hand, 
it would be going too far to say that West must prove continuity of use 
from its first use. It is sufficient to meet the burden of proof if the junior 
party establishes that it was actually making trademark use of the mark 
at, or shortly prior to, the time when the senior party commenced to use 
it, as shown by the senior party’s established date. The crux of the mat- 
ter is proof of use by the junior party at the time the senior party 
entered the field, in which case the senior party’s prima facie right is de- 
feated. We turn now to a consideration of the evidence. 

The date established by Valtex as its first use of savoL on hand cleaning 
cream we may take as sometime in 1948, which is definite enough for the 
purposes of our decision. This is tantamount to reliance on the filing date 
of the Onorato (Valtex) application, August 14, 1948. The first use “in 
commerce” alleged in that application was July 15, 1948. No earlier date 
is asserted in the brief for Valtex. The brief for West treats “1948” as the 
date established by Valtex. 

The evidence produced by West has been accurately summarized 
and ably analyzed in the Commissioner’s opinion (105 USPQ 126, 45 
TMR 730). We see no need to restate it here. 

We are satisfied that West sold liquid soap under the trademark savoLE 
during a period of years commencing possibly as early as 1915, the date al- 
leged in its application, although the first sale established by evidence 
was in 1921. The latest activity with respect to the mark to be found in 
the entire record was the purchase in 1939 of 2,000 savoe labels, excluding 
activity after 1948 in which year appellee filed its application. 

The witness who, according to the record appears to have been most 
familiar with West’s business, its Vice-President and Secretary, testified 
that at his attorney’s request he had made a search of West’s records to 
see what, if any, records he could find “pertaining to the use and sale of 
SAVOLE liquid soap.” The only such records produced were in the period 
1921-1934, and showed sales of not over 233 gallons in their entire 13 year 
period. Although sales records of savoLE during the period from 1934 to 
1948 appear to have been either available or known to the witness, he neither 
produced one nor stated what it would show. He was testifying in the 
board room of his own company and presumably records were readily avail- 
able to him. Though the witness testified that in most cases records over 
six years old were destroyed, the 1948 sales records would not have been 
destroyed by 1953, when he was testifying, yet none was produced for this 
critical period nor even an estimate of sales for that year given. 

As stated in the Commissioner’s opinion, both the board chairman and 
the vice-president of West testified that the savote mark had been used 
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“continuously” since it was adopted, or since the witness had been with the 
company, but the record does not show what either witness or West’s counsel 
meant by “continuously used.” The reason we cannot accept this kind of 
evidence as proof of trademark use in the years preceding 1948 is that 
“eontinuous use” is a conclusion of law requiring the existence of circum- 
stances with which these witnesses were not shown to be conversant. As 
laymen, their testimony could be quite consistent, in their minds, with use 
from 1915 or 1921 to 1939 and non-use until a resumption of sales in 1951 
which were continuing at the time they testified. Most of the testimony 
that was elicited on this point was merely affirmative answer to leading 
questions. 

The only other evidence relied on by West to show continuous use is 
the testimony of the label printer who produced the single record showing 
the printing of 2,000 savoLe labels in 1939 after being asked to “make an 
examination of the records of your company to find out whether you could 
find any record of SAVOLE labels being printed,” which he said he did. 
The testimony West relies on is the following cross-examination : 


XQ67. Mr. Miller, you do not have any record of any labels for 
the word sAVOLE printed for West between the card, Exhibit 3, of June 
1939, and the label, Exhibit 1, do you? A. Yes, I have from 1939, 
1940, 1941, 1942, right up to the present time. I can bring every one 
of the cards out, if you want me to. 


XQ68. Are those cards for savoLE? A. Yes, they are for SAVOLE. 
They asked me for my earliest record and that is my earliest record, 
but I have records up until the present time. 


He was not requested to nor did he produce any records after 1939. The 
evidentiary value of this testimony is weakened by the fact that he printed, 
he said, approximately 300 different labels for West. When asked if he 
printed for West liquid soap labels other than savoLe labels he named one 
other and said, “There are so many others, I just can’t start giving you 
them. I can’t remember which is which.” The printer’s testimony taken as a 
whole does not convince us that sAVOLE labels were in fact printed between 
1939 and 1948. At least we have a doubt, which must be resolved against 
the junior party. If the other records testified to by the printer really 
existed, it was incumbent on West to produce them. 

One other witness produced by West was the foreman of its chemical 
department, in their employ since 1924. He testified that he had been 
making SAVOLE and had seen the company make and sell it “since” he 
had been with the company and produced and identified various formula 
books and records of SAVOLE samples sent out for test. All of these records 
are in the period 1918-1935. All that the formula books show is how to 
make up SAVOLE, a simple matter of diluting “concentrated soap” with 
water. Neither the witness nor the documents produced in connection 
with his testimony proved the production of savoLe liquid soap in any 
particular quantity at any particular time nor, even by inference, any 
production at all since 1935. 
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On the entire record, we are of the opinion that West has failed to sus- 
tain its burden of proof in that it has not shown any use of SAVOLE during 
a period of several years prior to the 1948 filing date of Valtex. 

The decision of the Commissioner of Patents is affirmed. 

Jackson, Judge, retired, recalled to participate in place of CoLg, 
Judge, absent because of illness. 


WorLeEy, Judge, concurring. 

I am of the opinion that the evidence presented by appellant, con- 
sisting largely of conclusions and general statements not supported by 
satisfactory documentary evidence, is insufficient to sustain the burden 
resting upon it as junior party. Solely for that reason do I concur in the 
affirmance of the decision appealed from. 





RAND McNALLY & COMPANY v. CHRISTMAS CLUB 
Appl. No. 6248 — C. C. P. A. — March 29, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
While the rule is that a mark which describes the contents of a magazine is 
descriptive, a mark—CHRISTMAS CLUB for a periodical advertising the publisher’s 
Christmas Club business—which describes the purpose of the magazine is, under 
the circumstances, too remote to be held descriptive. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
A publisher which had not and did not intend to publish a similar magazine 
had no standing to bring proceedings to cancel a registration for the mark CHRISTMAS 
CLUB used as the title of a periodical promoting the registrant’s Christmas Club 
business. 


Cancellation proceeding No. 5,893 by Rand McNally & Company v. 
Christmas Club, Registration No. 225,139 issued March 15, 1927. Petitioner 
appeals from decision of Commissioner of Patents dismissing petition. 
Affirmed. 

Case below reported at 45 TMR 1121. 


John Rex Allen and Jules L. Brady, of Chicago, Illinois, and Francis C. 
Browne, of Washington, D.C. (Schroeder, Hofgren, Brady & Wegner, 
of Chicago, Illinois, and Mead, Browne, Schuyler & Beveridge, of 
Washington, D.C., of counsel), for petitioner-appellant. 

Eugene T. McQuade and E. C. Sanborn (Tompkins, Boal & McQuade 
and Fish, Richardson & Neave, of counsel), of New York, N.Y., for 
respondent-appellee. 


Before JoHNSON, Chief Judge, and O’CoNNELL, WorRLEY, Ricu, and Jack- 
son (retired), Associate Judges. 


O’CoNNELL, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents acting for the Commissioner in a cancellation proceeding instituted 
by Rand McNally & Company, the appellant here, against Trademark 
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Registration No. 225,139, issued to appellee on March 15, 1927 and repub- 
lished under the Act of 1946 on February 15, 1949, for the mark cHRISTMAS 
CLUB as applied to a magazine. The petition for cancellation was based on 
the allegation that the mark in question is descriptive of the goods to which 
it is applied, and that contention was upheld by the Examiner of Inter- 
ferences, who sustained the petition and recommended cancellation of the 
registration. On appeal from that decision, however, the Assistant Com- 
missioner held that the mark was not descriptive and that no facts ap- 
peared from which damages to the petitioner could be presumed, 105 
USPQ 499 (45 TMR 1121). She accordingly reversed the decision of the 
Examiner of Interferences, and this appeal followed. 

The principal issue raised by the appeal is whether or not the mark 
is descriptive as applied to a magazine. The record shows that the words 
CHRISTMAS CLUB have been commonly applied for many years to Christmas 
savings plans and printed matter associated therewith and that neither 
party has any exclusive rights on that basis to those words per se. In 
fact, as noted by the Assistant Commissioner, appellee, on August 23, 1921, 
obtained a registration of CHRISTMAS CLUB under the 1920 Act for printed 
books, pamphlets, posters, cards, advertising cards and circulars, which 
registration was surrendered for cancellation on December 27, 1921, on 
the ground of non-exclusive use of the term. 

Both parties to this appeal are engaged in the business of selling 
supplies and advertising material to banks for use in connection with 
Christmas Club savings accounts, and such supplies and material often 
feature the words CHRISTMAS CLUB. 

Since about 1926 appellee has published a small magazine under the 
title CHRISTMAS CLUB. In recent years it has had a circulation of approxi- 
mately five thousand, of which less than one hundred copies have gone 
to paying subscribers. Practically all the remaining copies—at least ninety- 
six per cent of the total—are distributed to banks which are actual or 
prospective customers of appellee. 

It is well settled that the title of a magazine is descriptive if it de- 
seribes the contents of the magazine Crime Confessions, Inc. v. Fawcett 
Publications, Inc., 31 C.C.P.A. (Patents) 760, 139 F. 2d 499, 60 USPQ 
193 (34 TMR 42); Warner Publications v. Popular Publications, 87 F. 2d 
913, 32 USPQ 523 (27 TMR 125); McGraw-Hill Publication Co., Inc. v. 
American Aviation Associates, 73 App. D.C. 131, 117 F. 2d 293, 47 USPQ 
494 (31 TMR 150). However, while the magazine here involved contains 
matter advertising Christmas Clubs, such matter forms a relatively small 
part of the whole. More than eighty per cent of the magazine is devoted 
to editorials, jokes, and quotations derived from various sources. Accord- 
ingly, we are of the opinion that the words CHRISTMAS CLUB cannot properly 
be said to be descriptive of the actual contents of the magazine in issue. 

It is contended by appellant, however, that the sole purpose of the 
magazine is to advertise or promote appellee’s Christmas Club business 
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and that a title descriptive of the purpose of the goods is descriptive of 
the goods themselves so far as the trademark statutes are concerned. In 
support of that contention appellant cites In re W. A. Sheaffer Pen Co., 
34 C.C.P.A. (Patents) 771, 158 F. 2d 390, 72 USPQ 129, 130 (37 TMR 63), 
in which FINELINE was held to be descriptive of pencils adapted to produce 
fine lines. In that case the court said: 





Words which are merely descriptive of the goods with which they 
are used, or the character or quality thereof, or the purpose for which 
they are used, shall not be registered under the mandate of the statute, 
for the reason that anyone is entitled to use such words in describing 
the goods which he offers for sale. 


Appellant also relies on Andrew J. McPartland, Inc. v. Montgomery 
Ward & Co., Inc., 35 C.C.P.A. (Patents) 802, 164 F. 2d 603, 76 USPQ 
97 (38 TMR 60), in which KwrxTarT was held to be descriptive of a 
storage battery designed to give a quick start to an automobile engine. 

It is to be noted that in each of the cited cases the mark was descrip- 
tive of an effect produced directly by the goods to which it was applied. 
In the instant case, on the other hand, the magazine obviously does not 
produce a Christmas Club but, at most, serves to advertise the business 
of appellee in connection with such clubs. 

The situation here presented is generally similar to that in Bonne 
Bell, Inc. v. Lanolin Plus Cosmetics, Inc., 40 C.C.P.A. (Patents) © 891, 
202 F. 2d 790, 97 USPQ 147, 148 (438 TMR 731), which involved the trade- 
mark pus 30 for a cosmetic cream. It was held by the Patent Office 
tribunals that the mark was descriptive since it “would indicate to pur- 
chasers that the product is particularly designed for use by women over 
thirty years of age.” This court, however, reversed that holding as “going 
far beyond even a most liberal expansion of the statute” with respect to 
descriptiveness. 

Another case in point is Triangle Publications v. Rohrlich, 167 F. 2d 
269, 77 USPQ 196, 294 (38 TMR 516, 657), in which it was held by the 
United States Court of Appeals, Second Circuit, that the trademark 
SEVENTEEN was not descriptive of a magazine devoted to teen-age fashions. 

The distinction between trademarks which are descriptive of the goods 
to which they are applied, and those which are merely suggestive, is not 
always easy to make, and depends to a great extent on the circumstances 
of the particular case involved. In the instant case CHRISTMAS CLUB 
clearly is not descriptive of the physical properties of appellee’s magazine, 
and, in our opinion, is not descriptive of the contents thereof and, while 
there is a certain relationship between the words CHRISTMAS CLUB and the 
manner in which the magazine is used by appellee, we consider that 
relationship to be too remote to justify a holding that the words are de- 
seriptive. 

We are, moreover, in agreement with the finding of the Assistant Com- 
missioner that the record does not show facts from which it can be prop- 
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erly presumed that appellant has been or will be damaged by the regis- 
tration here involved. The house attorney for appellant, James M. Votova, 
testified that appellant did not publish any periodical in its Christmas 
Club department, and there is nothing to show that it intends to do so 
in the future. Appellant and appellee, therefore, are not in competition 
so far as the publication of any periodical is concerned. Moreover, as 
pointed out by the Assistant Commissioner, appellee’s trademark cannot 
prevent appellant from publishing a periodical or from using the words 
CHRISTMAS CLUB therein in their ordinary, nontrademark sense. The in- 
volved registration would at most merely prevent the use of CHRISTMAS 
CLUB as the title of such a periodical, and upon the facts presented it is 
not thought that this could result in damage to appellant. In that condi- 
tion it seems proper to note that prior to the filing of appellant’s petition 
for cancellation, appellee’s registration had been in the effect for more 
than twenty-five years, and that appellant had had actual notice of the 
existing registration for approximately thirteen or fourteen years without 
any damage having been alleged. 

The decision of the Assistant Commissioner is affirmed. 

JACKSON, Judge, retired, recalled to participate herein in place of 
CoLE, Judge, absent because of illness. 
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